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As filed with the Securities and Exchange Commission on November 19, 2007  

Registration No. 333- 147009 

SECURITIES AND EXCHANGE COMMISSION  
Washington, D.C. 20549  

AMENDMENT NO. 1  

TO FORM S-1  
REGISTRATION STATEMENT  

 

RXi PHARMACEUTICALS CORPORATION  
 

One Innovation Drive  
Worcester, Massachusetts 01605  

(508) 767-3861  
(Address, including zip code and telephone number, including area code, of registrant’s principal executive offices)  

Tod Woolf, Ph.D.  
Chief Executive Officer  

RXi Pharmaceuticals Corporation  
One Innovation Drive  

Worcester, Massachusetts 01605  
Phone: (508) 767-3861  
Fax: (508) 767-3862  

(Name, address, including zip code and telephone number, including area code, of agent for service)  

Copies to:  

Approximate date of commencement of proposed sale to public: As soon as practicable after this registration statement becomes effective.  

     If any of the securities being registered on this form are to be offered on a delayed or continuous basis pursuant to Rule 415 under the 
Securities Act of 1933, check the following box: �  

     If this form is filed to register additional securities for an offering pursuant to Rule 462(b) under the Securities Act, please check the 
following box and list the Securities Act registration statement number of the earlier effective registration statement for the same offering: �  

     If this form is a post-effective amendment filed pursuant to Rule 462(c) under the Securities Act, check the following box and list the 
Securities Act registration statement number of the earlier effective registration statement for the same offering: �  

     If this Form is a post-effective amendment filed pursuant to Rule 462(d) under the Securities Act, check the following box and list the 
Securities Act registration statement number of the earlier effective registration statement for the same offering: �  

     If delivery of the prospectus is expected to be made pursuant to Rule 434, please check the following box: �  

The registrant hereby amends this registration statement on such date or dates as may be necessary to delay its effective date until the registrant 
shall file a further amendment which specifically states that this registration statement shall thereafter become effective in accordance with 
Section 8(a) of the Securities Act of 1933 or until the registration statement shall become effective on such date as the Commission, acting 

  

  

  

UNDER THE SECURITIES ACT OF 1933 

(Exact name of registrant as specified in its charter) 
          

Delaware   2834   20-8099512 
(State or other jurisdiction of   (Primary Standard Industrial   (I.R.S. Employer 
incorporation or organization)   Classification Code Number)   Identification No.) 

  

  

Marc Rubenstein, Esq.   Benjamin S. Levin, Esq.   Dale E. Short, Esq. 
Ropes & Gray LLP   CytRx Corporation   Troy & Gould Professional 

One International Place   11726 San Vicente Boulevard, Suite 650   Corporation 
Boston, MA 02110-2624   Los Angeles, CA 90049   1801 Century Park East, 16 th Floor 
Phone: (617) 951-7000   Phone: (310) 826-5648   Los Angeles, CA 90067 
Fax: (617) 951-7050   Fax: (310) 826-6139   Phone: (310) 789-1259 

        Fax: (310) 789-1459 

  



pursuant to said Section 8(a), may determine.  
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Explanatory Note  

This Amendment No. 1 to the Registrant’s Registration Statement on Form S-1 is being filed solely for the purpose of filing several exhibits 
and amending Item 16 of Part II to reflect such filings. No changes or additions are being made hereby to the preliminary prospectus which 
forms part of the Registration Statement or to Items 13, 14, 15 or 17 of Part II of the Registration Statement.  
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PART II  
Information not required in prospectus  

Item 13. Other expenses of issuance and distribution  

     The following table sets forth all expenses payable in connection with the sale of the common stock being registered. All the amounts 
shown are estimates, except the SEC registration fee and the NASDAQ Capital Market listing fees.  

Item 14. Indemnification of officers and directors  

     Section 145 of the Delaware General Corporation Law provides that a corporation may indemnify any current or former director, officer or 
employee or other individual against expenses, judgments, fines and amounts paid in settlement in connection with civil, criminal, 
administrative or investigative actions or proceedings, other than a derivative action by or in the right of the corporation, if the director, officer, 
employee or other individual acted in good faith and in a manner he or she reasonably believed to be in or not opposed to the best interests of 
the corporation, and, with respect to any criminal action or proceeding, if he or she had no reasonable cause to believe his or her conduct was 
unlawful. A similar standard is applicable in the case of derivative actions, except that indemnification only extends to expenses incurred in 
connection with the defense or settlement of such actions, and the statute requires court approval before there can be any indemnification where 
the person seeking indemnification has been found liable to the corporation. The statute provides that it is not exclusive of other 
indemnification that may be granted by a corporation’s by-laws, disinterested director vote, stockholder vote, agreement or otherwise.  

     Our certificate of incorporation provides that each person who was or is made or is threatened to be made a party to any action or 
proceeding by reason of the fact that such person, or a person of whom such person is the legal representative, is or was a director or officer of 
us or is or was serving at our request as a director, officer, employee or agent of another corporation or of a partnership, joint venture, trust or 
other enterprise, including service with respect to employee benefit plans, will be indemnified and held harmless by us to the fullest extent 
authorized by the Delaware General Corporation Law, as the same exists or may hereafter be amended. Such rights are not exclusive of any 
other right which any person may have or thereafter acquire under any statute, provision of the certificate, by-law, agreement, vote of 
stockholders or disinterested directors or otherwise. Our certificate of incorporation also specifically authorizes us to maintain insurance and to 
grant similar indemnification rights to our employees or agents.  

     We have provided, consistent with the Delaware General Corporation Law, in our certificate of incorporation that a director of the 
corporation shall not be personally liable to the corporation or its stockholders for monetary damages for breach of fiduciary duty as a director, 
except for liability for:  
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    Total 
SEC registration fee    $ 338.92   
NASDAQ Capital Market listing fee    $ 5,000.00   
Printing expenses    $     
Legal fees and expenses    $     
Accounting fees and expenses    $     
Transfer agent and registrar fees and expenses    $     
Miscellaneous fees and expenses    $     
  

Total    $     

  •   any breach of the director’s duty of loyalty to the corporation or its stockholders, 
  

  •   acts or omissions not in good faith or which involve intentional misconduct or a knowing violation of law, 
  

  •   payments of unlawful dividends or unlawful stock repurchases or redemptions, or 
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     Neither the amendment nor repeal of such provision will eliminate or reduce the effect of such provision in respect of any matter occurring, 
or any cause of action, suit or claim that, but for such provision, would accrue or arise prior to such amendment or repeal.  

Item 15. Recent sales of unregistered securities  

     Set forth below is information regarding shares of common stock and preferred stock issued, and options and warrants granted, by us within 
the past three years. Also included is the consideration, if any, received by us for such shares, options and warrants and information relating to 
the section of the Securities Act, or rule of the SEC under which exemption from registration was claimed.  

Common Stock  

     On April 3, 2006, the following transactions took place: (i) CytRx contributed $500 in exchange for approximately 356,201 shares of our 
common stock; and (ii) each of Tariq Rana Ph.D., Gregory Hannon, Ph.D., Michael Czech, Ph.D. and Craig C. Mello, Ph.D. contributed $445 
in exchange for 317,019 shares of our common stock. These transactions were exempt from registration under the Securities Act pursuant to 
Section 4(2) of the Securities Act, which exempts private issuances of securities in which the securities are not offered or advertised to the 
general public.  

     On January 8, 2007, CytRx assigned and contributed to us substantially all of its RNAi-related technologies and assets and we assumed 
primary responsibility for all future payments to UMMS and other obligations under the contributed licenses and assets in exchange for our 
issuance to CytRx 7,040,318 shares of our common stock, with a value of approximately $17.2 million. This transaction was exempt from 
registration under the Securities Act pursuant to Rule 506 of Regulation D, a safe harbor for private placement offerings promulgated under 
Section 4(2) of the Securities Act. The safe harbor was available for the issuance under Regulation D because of CytRx’s qualification as an 
accredited investor (as defined in the Securities Act).  

     On January 10, 2007, we sold a total of 462,112 shares of our common stock to UMMS in exchange for certain licenses with an aggregate 
valuation equal to $2,400,000. These transactions were exempt from registration under the Securities Act pursuant to Rule 506 of 
Regulation D, a safe harbor for private placement offerings promulgated under Section 4(2) of the Securities Act. The safe harbor was available 
for the issuance under Regulation D because of UMMS’s qualification as an accredited investor (as defined in the Securities Act).  

     On April 30, 2007, CytRx contributed funds in the amount of $17,000,000 in exchange for 3,273,292 shares of our common stock and the 
cancellation of our account payable to CytRx in the amount of approximately $2,000,000. This transaction was exempt from registration under 
the Securities Act pursuant to Rule 506 of Regulation D, a safe harbor for private placement offerings promulgated under Section 4(2) of the 
Securities Act. The safe harbor was available for the issuance under Regulation D because of CytRx’s qualification as an accredited investor 
(as defined in the Securities Act).  

     Pursuant to a common stock offering approved by the Board of Directors on May 23, 2007, Mark J. Ahn, Ph.D., Stephen S. Galliker and 
Sanford J. Hillsberg each entered into a Subscription Agreement with us and each subscribed for and purchased 10,000 shares of our common 
stock for the purchase price of $5.00 per share. These transactions were exempt from registration under the Securities Act pursuant to Section 4
(2) of the Securities Act, which exempts private issuances of securities in which the securities are not offered or advertised to the general 
public.  

     In September 2007, the actual expenses incurred by CytRx were finally determined to be approximately $3,000,000, and on September 25, 
2007, we issued to CytRx 188,387 shares of our common stock as reimbursement of expenses incurred in excess of the $2,000,000 account 
payable cancelled by CytRx on April 30, 2007 (described above), pursuant to terms set forth in that certain Contribution Agreement between us 
and CytRx, dated April 30, 2007. This transaction was exempt from registration under the Securities Act pursuant to Rule 506 of Regulation D, 
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  •   any transaction from which the director derived an improper personal benefit. 



Table of Contents  

a safe harbor for private placement offerings promulgated under Section 4(2) of the Securities Act. The safe harbor was available for the 
issuance under Regulation D because of CytRx’s qualification as an accredited investor (as defined in the Securities Act).  

Options  

     On May 23, 2007, we issued to employees, directors and scientific advisory board members 1,176,797 shares of common stock upon the 
exercise of stock options at a price of $5.00 per share under our 2007 Incentive Plan. The issuance of stock options and the common stock 
issuable upon the exercise of such options were issued pursuant to a written compensatory plan in reliance on the exemption provided by 
Rule 701 promulgated under the Securities Act. All recipients either received adequate information about us or had access, through 
employment or other relationships, to such information.  

     On July 11, 2007, we issued to Dmitry Samarsky, our Vice President of Technology and Business Development, 105,561 shares of common 
stock upon the exercise of stock options at a price of $5.00 per share under our 2007 Incentive Plan. The issuance of such stock options and the 
common stock issuable upon the exercise of such options were issued pursuant to a written compensatory plan in reliance on the exemption 
provided by Rule 701 promulgated under the Securities Act. Mr. Samarsky received adequate information about us or had access, through 
employment or other relationships, to such information.  

     On August 16, 2007, we issued to certain employees 80,835 shares of common stock upon the exercise of stock options at a price of $5.00 
per share under our 2007 Incentive Plan. The issuance of stock options and the common stock issuable upon the exercise of such options were 
issued pursuant to a written compensatory plan in reliance on the exemption provided by Rule 701 promulgated under the Securities Act. All 
recipients either received adequate information about us or had access, through employment or other relationships, to such information.  

     On October 18, 2007, we issued to certain employees, 146,000 shares of common stock upon the exercise of stock options at a price of 
$5.00 per share under our 2007 Incentive Plan. The issuance of stock options and the common stock issuable upon the exercise of such options 
were issued pursuant to a written compensatory plan in reliance on the exemption provided by Rule 701 promulgated under the Securities Act. 
All recipients either received adequate information about us or had access, through employment or other relationships, to such information.  

Item 16. Exhibits and financial statement schedules  

(a) Exhibits  
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Exhibit Number   Description 
       
2.1    Contribution Agreement between CytRx Corporation and RXi Pharmaceuticals Corporation, dated January 8, 2007(1) 
       
2.2    Contribution Agreement between CytRx Corporation and RXi Pharmaceuticals, dated April 30, 2007(1) 
       
2.3    Reimbursement Agreement between CytRx Corporation and RXi Pharmaceuticals, dated January 8, 2007(1) 
       
3.1    Form of Amended and Restated Certificate of Incorporation of RXi Pharmaceuticals Corporation(1) 
       
3.2    Form of Amended and Restated By-laws of RXi Pharmaceuticals Corporation(1) 
       
4.1    Specimen common stock certificate(3) 
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Exhibit Number   Description 
       
4.2  

  
Stockholder Agreement between CytRx Corporation, RXi Pharmaceuticals Corporation, the other Stockholders and the 
Scientific Advisory Board Members, dated February 23, 2007(1) 

       
4.3  

  
Exhibit A to Contribution Agreement—Registration Rights Terms between CytRx Corporation and RXi Pharmaceuticals 
Corporation, dated April 30, 2007(1) 

       
4.4  

  
Annex I to Form of Subscription Agreement — Registration Rights Terms between RXi Pharmaceuticals Corporation and 
Stephen Galliker, Mark Ahn and Sanford Hillsberg(1) 

       
5.1    Opinion of Ropes & Gray, LLP, counsel to the Registrant, with respect to the legality of securities being registered(3) 
       
10.1  

  
Voting Agreement between CytRx Corporation and the University of Massachusetts Medical School, dated January 10, 2007
(1) 

       
10.2  

  
License Agreement between Cold Spring Harbor Laboratory and RXi Pharmaceuticals Corporation, dated March 15, 2007+
(2) 

       
10.3  

  
Invention Disclosure Agreement between the University of Massachusetts Medical School and RXi Pharmaceuticals 
Corporation, dated January 8, 2007(2) 

       
10.4  

  
Exclusive License Agreement (No.: UMMC 06-21-01) between the University of Massachusetts and RXi Pharmaceuticals 
Corporation, dated January 10, 2007+(2) 

       
10.5  

  
Exclusive License Agreement (No.: UMMC 03-68-02) between the University of Massachusetts and RXi Pharmaceuticals 
Corporation, dated January 10, 2007+(2) 

       
10.6  

  
Exclusive License Agreement (No.: UMMC 03-75-01) between the University of Massachusetts and RXi Pharmaceuticals 
Corporation, dated January 10, 2007+(2) 

       
10.7  

  
Non-Exclusive License Agreement (No.: UMMC 06-08-03) between the University of Massachusetts and RXi 
Pharmaceuticals Corporation, dated January 10, 2007+(2) 

       
10.8  

  
Non-Exclusive License Agreement, between CytRx Corporation and the University of Massachusetts Medical School related 
to UMMS disclosure number 01-36, dated April 15, 2003, as amended February 1, 2004+(2) 

       
10.9  

  
Exclusive License Agreement between CytRx Corporation and the University of Massachusetts Medical School related to 
UMMS disclosure number 02-01, dated April 15, 2003, as amended September 10, 2004+(2) 

       
10.10  

  

Amended and Restated Exclusive License Agreement between CytRx Corporation and the University of Massachusetts 
Medical School related to UMMS disclosure number 03-05, 00-37, 01-31, 03-134, 93-09 and 02-38, dated September 15, 
2003, as amended September 17, 2003 and February 1, 2004+(2) 

       
10.11  

  
Exclusive License Agreement between CytRx Corporation and the University of Massachusetts Medical School related to 
UMMS disclosure number 03-17, dated April 15, 2003, as amended January 7, 2004 and February 1, 2004+(2) 

       
10.12  

  
Exclusive License Agreement between CytRx Corporation and the University of Massachusetts Medical School related to 
UMMS disclosure number 03-60, dated April 15, 2003 as amended February 1, 2004+(2) 
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(b) Financial Statement Schedules  

     All financial statement schedules are omitted because they are not applicable, not required or the information is indicated elsewhere in the 
consolidated financial statements or the notes thereto.  

Item 17. Undertakings  

     Insofar as indemnification for liabilities arising under the Securities Act of 1933 may be permitted to directors, officers and controlling 
persons of the registrant pursuant to the foregoing provisions, or otherwise, the registrant has been advised that in the opinion of the Securities 
and Exchange Commission such indemnification is against public policy as expressed in the Act and is, therefore, unenforceable. In the event 
that a claim for indemnification against such liabilities (other than the payment by the registrant of expenses incurred or paid by a director, 
officer or controlling person of the registrant in the successful defense of any action, suit or proceeding) is  
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Exhibit Number   Description 
       
10.13  

  
Exclusive License Agreement between CytRx Corporation and the University of Massachusetts Medical School related to 
UMMS disclosure number 03-33, and all amendments thereto, dated May 18, 2006+(2) 

       
10.14  

  
License Agreement between CytRx Corporation, Imperial College Innovations Limited and Imperial College of Science and 
Technology, dated May 20, 2004+(2) 

       
10.15    Employment Agreement between RXi Pharmaceuticals Corporation and Tod Woolf, Ph.D., dated February 22, 2007*(1) 
       
10.16    Employment Agreement between RXi Pharmaceuticals Corporation and Pamela Pavco, dated March 7, 2007*(1) 
       
10.17    Employment Agreement between RXi Pharmaceuticals Corporation and Dmitry Samarsky, dated June 25, 2007*(1) 
       
10.18    Employment Agreement between RXi Pharmaceuticals Corporation and Stephen J. DiPalma, dated August 28, 2007*(1) 
       
10.19    RXi Pharmaceuticals Corporation’s 2007 Incentive Plan*(1) 
       
10.20    Form of Incentive Stock Option*(1) 
       
10.21    Form of Non-qualified Stock Option*(1) 
       
10.22  

  
Lease between RXi Pharmaceuticals Corporation and Newgate Properties, LLC for One Gateway Place, Worcester, 
Massachusetts, 01605, dated September 25, 2007(2) 

       
23.1    Consent of BDO Seidman, Independent Registered Public Accounting Firm(1) 
       
23.2    Consent of Ropes & Gray LLP (included in Exhibit 5.1)(3) 
       
24.1    Power of Attorney (included on page II-6)(1) 

  

(1)   Previously filed. 
  

(2)   Filed herewith. 
  

(3)   To be filed by amendment. 
  

*   Indicates a management contract or compensatory plan or arrangement. 
  

+   Confidential treatment has been requested or granted for certain portions which have been blanked out in the copy of the exhibit filed 
with the Securities and Exchange Commission. The omitted information has been filed separately with the Securities and Exchange 
Commission. 
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asserted by such director, officer or controlling person in connection with the securities being registered, the registrant will, unless in the 
opinion of its counsel the matter has been settled by controlling precedent, submit to a court of appropriate jurisdiction the question whether 
such indemnification by it is against public policy as expressed in the Act and will be governed by the final adjudication of such issue.  
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Signatures  

     Pursuant to the requirements of the Securities Act of 1933, the registrant has duly caused this registration statement to be signed on its 
behalf by the undersigned, thereunto duly authorized, in the City of Worcester, Commonwealth of Massachusetts, on November 19, 2007.  

     Pursuant to the requirements of the Securities Act of 1933, this registration statement has been signed below by the following persons in the 
capacities and on the dates indicated.  

   

          
  RXi PHARMACEUTICALS CORPORATION  

    

  By:   /s/ Tod Woolf     
    Tod Woolf, Ph.D.    
    President and Chief Executive Officer    
  

          
Signatures   Title   Date 
/s/ Tod Woolf  

  
President, Chief Executive Officer and 
Director (Principal Executive Officer)   November 19, 2007 

     

  

  

  

Tod Woolf, Ph.D.      
           
/s/ Stephen J. DiPalma  

  
Chief Financial Officer  
(Principal Financial and   November 19, 2007 

     

  

  

  

Stephen J. DiPalma    Accounting Officer)   
           
*    Director   November 19, 2007 
   

        
           
*    Director   November 19, 2007 
   

        
           
*    Director   November 19, 2007 
   

        
           
*    Director   November 19, 2007 
   

        
           
*    Director   November 19, 2007 
   

        
          
*By:   /s/ Stephen J. DiPalma     
     

   

Stephen J. DiPalma     
     Attorney-in-Fact     
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2.1    Contribution Agreement between CytRx Corporation and RXi Pharmaceuticals Corporation, dated January 8, 2007(1) 
       
2.2    Contribution Agreement between CytRx Corporation and RXi Pharmaceuticals, dated April 30, 2007(1) 
       
2.3    Reimbursement Agreement between CytRx Corporation and RXi Pharmaceuticals, dated January 8, 2007(1) 
       
3.1    Form of Amended and Restated Certificate of Incorporation of RXi Pharmaceuticals Corporation(1) 
       
3.2    Form of Amended and Restated By-laws of RXi Pharmaceuticals Corporation(1) 
       
4.1    Specimen common stock certificate(3) 
       
4.2  

  
Stockholder Agreement between CytRx Corporation, RXi Pharmaceuticals Corporation, the other Stockholders and the 
Scientific Advisory Board Members, dated February 23, 2007(1) 

       
4.3  

  
Exhibit A to Contribution Agreement—Registration Rights Terms between CytRx Corporation and RXi Pharmaceuticals 
Corporation, dated April 30, 2007(1) 
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Annex I to Form of Subscription Agreement — Registration Rights Terms between RXi Pharmaceuticals Corporation and 
Stephen Galliker, Mark Ahn and Sanford Hillsberg(1) 

       
5.1    Opinion of Ropes & Gray, LLP, counsel to the Registrant, with respect to the legality of securities being registered(3) 
       
10.1  

  
Voting Agreement between CytRx Corporation and the University of Massachusetts Medical School, dated January 10, 2007
(1) 

       
10.2  

  
License Agreement between Cold Spring Harbor Laboratory and RXi Pharmaceuticals Corporation, dated March 15, 2007+
(2) 

       
10.3  

  
Invention Disclosure Agreement between the University of Massachusetts Medical School and RXi Pharmaceuticals 
Corporation, dated January 8, 2007(2) 

       
10.4  

  
Exclusive License Agreement (No.: UMMC 06-21-01) between the University of Massachusetts and RXi Pharmaceuticals 
Corporation, dated January 10, 2007+(2) 
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Exclusive License Agreement (No.: UMMC 03-68-02) between the University of Massachusetts and RXi Pharmaceuticals 
Corporation, dated January 10, 2007+(2) 

       
10.6  

  
Exclusive License Agreement (No.: UMMC 03-75-01) between the University of Massachusetts and RXi Pharmaceuticals 
Corporation, dated January 10, 2007+(2) 

       
10.7  

  
Non-Exclusive License Agreement (No.: UMMC 06-08-03) between the University of Massachusetts and RXi 
Pharmaceuticals Corporation, dated January 10, 2007+(2) 
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Exhibit Number   Description 
       
10.8  

  
Non-Exclusive License Agreement, between CytRx Corporation and the University of Massachusetts Medical School related 
to UMMS disclosure number 01-36, dated April 15, 2003, as amended February 1, 2004+(2) 

       
10.9  

  
Exclusive License Agreement between CytRx Corporation and the University of Massachusetts Medical School related to 
UMMS disclosure number 02-01, dated April 15, 2003, as amended September 10, 2004+(2) 

       
10.10  

  

Amended and Restated Exclusive License Agreement between CytRx Corporation and the University of Massachusetts 
Medical School related to UMMS disclosure number 03-05, 00-37, 01-31, 03-134, 93-09 and 02-38, dated September 15, 
2003, as amended September 17, 2003 and February 1, 2004+(2) 

       
10.11  

  
Exclusive License Agreement between CytRx Corporation and the University of Massachusetts Medical School related to 
UMMS disclosure number 03-17, dated April 15, 2003, as amended January 7, 2004 and February 1, 2004+(2) 

       
10.12  

  
Exclusive License Agreement between CytRx Corporation and the University of Massachusetts Medical School related to 
UMMS disclosure number 03-60, dated April 15, 2003 as amended February 1, 2004+(2) 

       
10.13  

  
Exclusive License Agreement between CytRx Corporation and the University of Massachusetts Medical School related to 
UMMS disclosure number 03-33, and all amendments thereto, dated May 18, 2006+(2) 

       
10.14  

  
License Agreement between CytRx Corporation, Imperial College Innovations Limited and Imperial College of Science and 
Technology, dated May 20, 2004+(2) 

       
10.15    Employment Agreement between RXi Pharmaceuticals Corporation and Tod Woolf, Ph.D., dated February 22, 2007*(1) 
       
10.16    Employment Agreement between RXi Pharmaceuticals Corporation and Pamela Pavco, dated March 7, 2007*(1) 
       
10.17    Employment Agreement between RXi Pharmaceuticals Corporation and Dmitry Samarsky, dated June 25, 2007*(1) 
       
10.18    Employment Agreement between RXi Pharmaceuticals Corporation and Stephen J. DiPalma, dated August 28, 2007*(1) 
       
10.19    RXi Pharmaceuticals Corporation’s 2007 Incentive Plan*(1) 
       
10.20    Form of Incentive Stock Option*(1) 
       
10.21    Form of Non-qualified Stock Option*(1) 
       
10.22  

  
Lease between RXi Pharmaceuticals Corporation and Newgate Properties, LLC for One Gateway Place, Worcester, 
Massachusetts, 01605, dated September 25, 2007(2) 

       
23.1    Consent of BDO Seidman, Independent Registered Public Accounting Firm(1) 
       
23.2    Consent of Ropes & Gray LLP (included in Exhibit 5.1)(3) 
       
24.1    Power of Attorney (included on page II-6)(1) 
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(1)   Previously filed. 
  

(2)   Filed herewith. 
  

(3)   To be filed by amendment. 
  

*   Indicates a management contract or compensatory plan or arrangement. 
  

+   Confidential treatment has been requested or granted for certain portions which have been blanked out in the copy of the exhibit filed 
with the Securities and Exchange Commission. The omitted information has been filed separately with the Securities and Exchange 
Commission. 



   



   

Exhibit 10.2 

RXi-CSHL LICENSE AGREEMENT  

This License Agreement is made and entered into effective as of March 15th, 2007 (the “Effective Date”), by and between Cold Spring Harbor 
Laboratory (hereafter “CSHL”), having an address of One Bungtown Road, Cold Spring Harbor, NY 11724 and RXi Pharmaceuticals Corp., 
(hereafter “Company”), having an address of One Innovation Drive, Worcester, MA, Massachusetts 01605.  

R E C I T A L S  

WHEREAS, CSHL is the owner by assignment or otherwise of the inventions claimed in the United States patent applications listed in 
Exhibit A , attached hereto and incorporated herein by reference, pertaining to CSHL’s inventions entitled “Methods and Composition for RNA 
Interference” (in part, the “Patent Rights”, as further defined herein), the Know-How (as defined herein) (collectively, the foregoing defined as 
the “CSHL Intellectual Property”); and  

WHEREAS, Company intends, among other things, to develop ribonucleic acid interference-based products (“ RNAi ”) products in the human 
therapeutic field; and  

WHEREAS, Company desires to obtain a non-exclusive license to certain CSHL intellectual property, including the Patent Rights identified in 
Exhibit A in the Therapeutic Field (as defined herein), as well as the Research Field and for purposes of providing the Licensed Services as 
provided herein; and  

WHEREAS, CSHL is willing to grant Company a non-exclusive license on the terms set forth in this Agreement.  

THEREFORE, CSHL and Company agree to state such license as follows:  

1. Definitions.  

1.1. “ Biological Materials ” means tangible biological materials that, to the extent that CSHL has a right to transfer such materials, are 
necessary for the effective exercise of the Patent Rights and are actually provided by Dr. Hannon or a member of Dr. Gregory Hannon’s lab to 
the Company, as well as additional tangible materials that are routinely produced through use of those materials, including, for example, any 
progeny derived from a cell line, monoclonal antibodies produced by hybridoma cells, DNA or RNA replicated from isolated DNA or RNA, 
recombinant proteins produced through use of isolated DNA or RNA, and substances routinely purified from a source material included in the 
original materials (such as, recombinant proteins isolated from a cell extract or supernatant by non-proprietary affinity purification methods). 
Dr. Hannon will secure the approval of CSHL and/or, as needed, the Howard Hughes Medical Institute (HHMI) prior to the transfer of any 
such Biological Material to Company.  
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1.2. “ Confidential Information ” means any confidential or proprietary information furnished by one party (the “Disclosing Party”) to the other 
party (the “Receiving Party”), as further described and limited by Section 7 below, in connection with this Agreement.  

1.3. “ Therapeutic Field ” means the use of short hairpin RNA (shRNA) for (i) drug discovery or (ii) the development of therapeutic drugs and 
drug targets or (iii) use in a drug-screening program.  

1.4. “ Research Field ” means the use of shRNA, under the Patent Rights, by Company for its internal scientific research and development.  

1.5. “ Licensed Product ” means any “Covered Product” or “Developed Product.”  

(a) “ Covered Product ” means any product that (i) the manufacture, use, sale, offer for sale, or import of which, but for the license granted in 
this Agreement, would infringe one or more Valid Claims under the Patent Rights, as if such Valid Claims were present in an issued or granted 
patent; or (ii) incorporates some portion of one or more Biological Materials proprietary to CSHL; or (iii) cannot be manufactured, used, or 
sold without using some portion of the Know-How.  

(b) “ Developed Product ” means any product that is not a Covered Product and is discovered or developed (i) using either any composition or 
method that would infringe one or more Valid Claims under the Patent Rights, as if such Valid Claims were present in an issued or granted 
patent or (ii) using the Know-How.  

1.6. “ Licensed Service ” means any service that (a) cannot be developed or performed without using at least one process that infringes one or 
more claims under the Patent Rights, (b) uses some portion of one or more Biological Materials, or (c) uses some portion of the Know-How.  

1.7. “ Net Sales ” means the gross amount billed or invoiced on sales by Company of Licensed Products and Licensed Services, less the 
following: (a) customary trade, quantity, or cash discounts to non-affiliated brokers or agents to the extent actually allowed and taken; 
(b) amounts repaid or credited by reason of rejection or return; (c) to the extent separately stated on purchase orders, invoices, or other 
documents of sale, any taxes or other governmental charges levied on the production, sale, transportation, delivery, or use of a Licensed 
Product or Licensed Service which is paid by or on behalf of Company; and (d) outbound transportation costs prepaid or allowed and costs of 
insurance in transit; and (e) allowance for bad debt that is customary and reasonable for the industry and in accordance with generally accepted 
accounting principles. Notwithstanding anything to the contrary in this Section 1.7, and without otherwise acting as a limitation, “Net Sales” 
does not include sales or transfers of Licensed Products where such sales are solely for clinical testing purposes or are made to an Affiliate for 
its internal research purposes or to a Co-Marketer for the purpose of commercial sale. No rights under the Patent Rights are granted to such 
third parties under this Agreement.  
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If Company receives non-monetary consideration for any Licensed Products or Licensed Services, Net Sales are calculated based on the fair 
market value of that consideration. If Company uses or disposes of a Licensed Product in the provision of a commercial service other than a 
Licensed Service, the Licensed Product is sold and the Net Sales are calculated based on the sales price of the Licensed Product to an 
independent third party during the same Royalty Period or, in the absence of sales, on the fair market value of the Licensed Product as 
determined by the parties in good faith.  

1.8. “ Patent Rights ” means the United States patent applications listed on Exhibit A and any divisional, continuation, or continuation-in-part 
of those patent applications to the extent the claims are directed to subject matter specifically described therein, as well as any patents issued on 
these patent applications and any reissues or reexaminations of those patents, and any foreign counterparts to those patents and patent 
applications. Exhibit A shall be periodically amended to include any additional Patent Rights that may arise. Patent Rights include 
improvements to the Patent Rights controlled by CSHL and made by Gregory Hannon as a member of the scientific staff of CSHL to the extent 
that such an improvement (a) is in the field of shRNA; (b) is dominated by another patent or application within the Patent Rights; and (c) is 
conceived and reduced to practice within two (2) years of the Effective Date.  

1.9. “ Know-How ” means know-how, technical information, research and development information, test results, and data which are owned or 
Controlled by CSHL and that have been actually provided by Dr. Hannon or a member of Dr. Gregory Hannon’s lab to the Company, and 
which (a) have been developed by Dr. Gregory Hannon and his associates in his laboratory at CSHL (either as an employee of Howard Hughes 
Medical Institute or CSHL) as of the Effective Date or (b) are subsequently developed by Dr. Gregory Hannon at CSHL as an employee of 
Howard Hughes Medical Institute. Dr. Hannon will designate in writing or orally all Know-How disclosed by him to Company.  

1.10. “ Royalty Period ” means the partial calendar quarter commencing on the date on which the first Licensed Product is sold or used or the 
first Licensed Service is performed and every complete or partial calendar quarter thereafter during which either (a) this Agreement remains in 
effect or (b) Company has the right to complete and sell work-in-progress and inventory of Licensed Products or perform Licensed Services 
pursuant to Section 8.6.  

1.11. “ Control ” or “ Controlled ” means the possession of the ability to grant access to or a license as provided for herein without violating the 
terms of any agreement or other arrangement with any third party.  

1.12. “ Bona Fide Collaborator ” means a third party having a bona fide research collaboration with Company, and such collaboration is 
undertaken by Company and such third party pursuant to a written agreement, (a) having a specific plan of research; (b) having a finite term; 
(c) granting Company intellectual proprietary rights in any invention resulting from such collaboration; and (d) granting Company commercial 
rights in any Licensed Product or Licensed Service resulting from such collaboration.  
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1.13. “ Co-Marketer ” means a third party that makes or sells a Licensed Product or a Licensed Service developed by Company and does so for 
the benefit, in whole or in part, of the Company but only where such third party qualifies for and has actually entered into, in advance, a Co-
Marketer License under Section 2.4 of this Agreement or is otherwise licensed in writing by CSHL to do so.  

1.14. “ Dr. Gregory Hannon’s lab ” means the Howard Hughes Medical Institute lab at CSHL where Dr. Gregory Hannon is the principal 
investigator and the scientists in that lab that are under his direct supervision or control.  

1.15. “ Valid Claim ” shall mean a claim in a pending patent application, or an unexpired and issued patent that has not been revoked, held 
invalid, declared unpatentable or unenforceable in a decision of a court or other body of competent jurisdiction, in a decision that is 
unappealable or not appealed within the time allowed for appeal.  

1.16. “ Date of First Sale ” shall mean the time at which Licensed Product, or Licensed Services is/are transferred by Company to a third party 
for consideration.  

1.17. “ Affiliate ” shall mean a corporation, company, or partnership, or other entity which is controlled by Company. For the purposes of this 
Section 1.17 only, “control” shall mean (A) the ownership or control of at least fifty percent (50%) or more of (i) the stock (or other securities 
or voting rights) having the right to vote for directors or other governing authority thereof or (ii) ownership interest or (B) in any country where 
the local law shall not permit foreign equity participation of fifty percent (50%) or more, then the ownership or control of the maximum 
percentage of such outstanding stock or voting rights permitted by local law.  

2. Grant of Rights .  

2.1. License Grants .  

(a) Patent Rights and Biological Materials . CSHL grants to Company a non-exclusive, worldwide, royalty-bearing license (without the right to 
sublicense) under its commercial rights in the Patent Rights and Biological Materials to develop, make, have made, use, offer to sell and sell 
Licensed Products and to develop and perform Licensed Services in Therapeutic Field and in Research Field.  

(b) Know-How . CSHL grants to Company a non-exclusive, worldwide royalty-bearing license (without the right to sublicense) under its 
commercial rights in the Know-How necessary for the effective exercise of the Patent Rights, and/or necessary to develop, make, have made, 
use, offer to sell and sell Licensed Products and to develop and perform Licensed Services in Therapeutic Field and in Research Field.  

2.2. Rights of the U.S. Government .  

To the extent that any invention claimed in the Patent Rights has been funded by the U.S. federal government, this Agreement and the grant of 
any rights in Patent Rights are subject to and  
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governed by federal law as set forth in 35 U.S.C. §§201-211, and the regulations promulgated thereunder, as amended, or any successor 
statutes or regulations. Company acknowledges that these statutes and regulations reserve to the federal government a royalty-free, non-
exclusive, non-transferable license to practice any government-funded invention claimed in the Patent Rights. If any term of this Agreement 
fails to conform to those laws and regulations, the relevant term is an invalid provision and shall be modified by the parties pursuant to 
Section 10.11.  

2.3. Additional Research Licensees .  

CSHL agrees to grant a non-exclusive license, in the Research Field only (no sales), under substantially similar terms as are in this Agreement, 
to up to three (3) companies that qualify as Bona Fide Collaborators except that each such Additional Research Licensee shall pay CSHL, a 
License Fee of $100,000 and a License Maintenance Fee of $100,000 per year.  

2.4. Co-Marketer Licensees .  

CSHL agrees to grant a non-exclusive license in the Therapeutic Field (to develop, make, have made, use, market, and sell only), under 
substantially similar terms as are in this Agreement (including but not limited to the royalty provisions in Section 4.5), to up to three 
(3) companies that qualify as Co-Marketers, except that each such Co-Marketer Licensee shall also pay CSHL a License Fee of $250,000 and a 
License Maintenance Fee of $75,000 per year.  

The payments in Section 2.3 and this Section 2.4 shall begin on the Effective Date of each such Additional Research License or Co-Marketer 
License.  

3. Company Obligations Relating to Commercialization .  

3.1 Within eighteen (18) months after the Effective Date, Company shall successfully undertake a public or private offering or raising or 
otherwise committing at least ten million dollars ($10,000,000) to the business of Company using RNA interference technology (the “ 
Financing ”).]  

3.2. Indemnification .  

(a) Indemnity by Company . Company shall indemnify, defend, and hold harmless CSHL and its trustees, officers, faculty, students, 
employees, and agents and their respective successors, heirs and assigns (the “ CSHL Indemnitees ”), against any liability, damage, loss, or 
expense (including reasonable attorneys fees and expenses of litigation) incurred by or imposed upon any of the CSHL Indemnitees in 
connection with any third party claims, suits, actions, demands or judgments arising out of any theory of liability (including without limitation 
actions in the form of tort, warranty, or strict liability and regardless of whether the action has any factual basis) (collectively, a “ Claim ”) 
concerning any product, process, or service that is made, used, or sold pursuant to any right or license granted under this Agreement. However, 
indemnification does not apply to any liability, damage, loss, or expense to the extent directly attributable to (i) the negligent activities or 
intentional misconduct of the CSHL Indemnitees; or (ii) the settlement of a Claim by CSHL Indemnitees without the prior written approval of 
Company. Company shall  
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have the sole right to settle such claim or suit; provided that Company shall not settle or compromise any such claim or suit in a manner that is 
inconsistent with this Agreement, that includes any statement of liability, fault of, or by CSHL (or any of the CSHL Indemnitees) or involves 
any payment from any CSHL Indemnitee or include any statement, administration of wrongdoing on the part of CSHL (or any of CSHL 
Indemnitees), or that could result in any adverse affect on CSHL (or any of CSHL Indemnitees) or any of the Licensed Patents.  

(b) Procedures . Subject to the other terms of this Agreement, CSHL Indemnitees agree to provide the Company with prompt written notice of 
any claim, suit, action, demand, or judgment for which indemnification is sought under this Agreement. Company agrees, at its own expense, 
to provide attorneys reasonably acceptable to such Indemnitees to defend against any Claim. Each of the CSHL Indemnitees shall cooperate 
fully with Company in the defense and will permit Company to conduct and control the defense and the disposition of the claim, suit, or action 
(including all decisions relative to litigation, appeal, and settlement). However, any such Indemnitee may retain its own counsel, at the expense 
of the indemnifying party (such expenses to be reasonable and pre-approved by the indemnifying party), if representation of the Indemnitee by 
the counsel retained by the indemnifying party causes a conflict of interest as ultimately determined by said counsel. Company agrees to keep 
CSHL Indemnitees informed of the progress in the defense and disposition of the Claim and to consult with CSHL Indemnitees regarding any 
proposed settlement.  

(c) Insurance . Subject to the other terms of this Agreement, Company shall maintain insurance that is reasonably adequate to fulfill any 
potential obligation to the Indemnitees, but not less than one million dollars ($1,000,000) for injuries to any one person arising out of a single 
occurrence and five million dollars ($5,000,000) for injuries to all persons arising out of a single occurrence. Company shall provide CSHL, 
upon request, with written evidence of insurance. Company shall continue to maintain such insurance after the expiration or termination of this 
Agreement during any period in which Company continues (a) to make, use, or sell a product that was a Licensed Product under this 
Agreement or (b) to perform a service that was a Licensed Service under this Agreement, and thereafter for a period of five (5) years.  

(d) Product Liability Insurance . Commencing one month prior to the First Sale of Licensed Products or Licensed Services, Company shall 
maintain comprehensive general liability insurance, including products liability insurance, with reputable and financially secure liability 
carriers, reasonably acceptable to Licensor to cover the activities of Company, in an amount customary in the pharmaceutical industry and 
sufficient to protect the interests of CSHL. Such insurance shall include CSHL, HHMI and their respective trustees, officers, employees, and 
agents as additional insured. Company shall furnish a certificate of insurance evidencing such coverage one month prior to the date of First 
Sale of any Licensed Product or Licensed Service with thirty (30) days written notice to Licensor of cancellation or material change.  

3.3. Use of CSHL Name . Subject to the other terms of this Agreement, in accordance with Section 7.2, and except as otherwise required by 
Applicable Law, Company may not use the name “Cold Spring Harbor Laboratory” or “CSHL” or any variation of that name in connection 
with the marketing or sale of any Licensed Products or Licensed Services.  
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3.4. Marking of Licensed Products . To the extent commercially feasible and consistent with prevailing business practices, Company shall mark 
all Licensed Products that are manufactured or sold under this Agreement with the number of each issued patent under the Patent Rights that 
applies to a Licensed Product.  

3.5. Compliance with Law . Company shall comply with all local, state, federal, and international laws and regulations relating to the 
development, manufacture, use, and sale of Licensed Products and Licensed Services. Company expressly agrees to comply with the following: 

(a) Company shall be responsible for obtaining all necessary approvals from the United States Food & Drug Administration and any similar 
governmental authorities of any foreign jurisdiction in which Company intends to make, use, or sell Licensed Products or to perform Licensed 
Services.  

(b) Company shall comply with all United States laws and regulations controlling the export of commodities and technical data, including 
without limitation all Export Administration Regulations of the United States Department of Commerce. Among other things, these laws and 
regulations prohibit or require a license for the export of certain types of commodities and technical data to specified countries. Company 
hereby gives written assurance that it will comply with all United States export control laws and regulations, that it bears sole responsibility for 
any violation of those laws and regulations, and that it will indemnify, defend, and hold CSHL harmless (in accordance with Section 3.2.) for 
the consequences of any violation.  

(c) To the extent that any invention claimed in the Patent Rights has been partially funded by the United States government, and only to the 
extent required by applicable laws and regulations, Company agrees that any Licensed Products used or sold in the United States will be 
manufactured substantially in the United States or its territories. Current law provides that if domestic manufacture is not commercially feasible 
under the circumstances, CSHL may seek a waiver of this requirement from the relevant federal agency on behalf of Company.  

4. Consideration for Grant of Rights .  

4.1. License Fee . Company shall pay to CSHL (a) $50,000 within sixty (60) days of the Effective Date of this Agreement; and (b) an 
additional $50,000 upon the earlier of (i) the granting of U.S. Patent application No. 09/866,557 by the U.S. Patent and Trademark Office or 
(ii) the one year anniversary of the Effective Date if the Agreement has not yet been terminated. These license fee payments are nonrefundable 
and are not creditable against any other payments due to CSHL under this Agreement  

4.2. License Maintenance Fee . Beginning on the first anniversary of the Effective Date, and on each anniversary of the Effective Date 
thereafter during the term of the Agreement, Company shall pay to CSHL $75,000 (license to include both Research Field and Therapeutic 
Field). This annual license maintenance fee is nonrefundable and is not creditable against any other payments due to CSHL under this 
Agreement  
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4.3. Milestone Payments .  

(a) Company shall pay CSHL for Covered Products the following milestone payments within thirty (30) days after the occurrence of each event 
achieved by Company:  

(b) Company shall pay CSHL a one-time bonus of {***} upon the filing of the first IND on a Covered Product.  

(c) Company shall pay CSHL a one-time bonus of {***} in the event that cumulative Net Sales of Covered Products by Company exceed $150 
Million in one calendar year in the United States.  

(d) Company shall pay CSHL for Developed Products for each milestone event set forth in subsection (a), except that each payment shall be 
reduced by two-thirds (2/3) of the amount specified for Covered Products.  

(e) These milestone payments are nonrefundable and are not creditable against any other payments due to CSHL under this Agreement.  

(f) For any one Licensed Product, if Company or any Co-Marketer makes an equivalent payment under another agreement with CSHL or any 
affiliate of CSHL with respect to that Licensed Product for a milestone event that is specified in this Section 4.3, then payment under this 
Section is satisfied, so that the aggregate payments under all CSHL (or its affiliates’) agreements with Company or any Bona Fide Collaborator 
or Co-Marketer for that milestone, including this Agreement, do not exceed the amount specified in this Section 4.3 for any one (1) Licensed 
Product.  

4.4. Royalties . In partial consideration of the rights granted Company under the Agreement, Company shall pay to CSHL the following 
royalties:  

(a) Covered Products . Company shall pay to CSHL a royalty of {***} of Net Sales of Covered Products by Company.  

(b) Developed Products . Company shall pay to CSHL a royalty of {***} of Net Sales of Developed Products by Company.  

(c) Licensed Services . Company shall pay to CSHL a royalty of {***} of Net Sales of Licensed Services by Company.  

(d) These royalty payments are nonrefundable and are not creditable against any other payments due to CSHL under this Agreement.  
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Filing of IND or equivalent for each Covered Product    {***} 
Entry into Phase II clinical trial or equivalent for each Covered Product    {***} 
Entry into Phase III clinical trial or equivalent for each Covered Product    {***} 
Filing for market approval (NDA or equivalent) in any country besides the United States    {***} 
Date of First Sale of Covered Product in the United States    {***} 
Date of First Sale for first three countries outside US    {***} 



   

(e) For any one Licensed Product, if Company or any Co-Marketer makes an equivalent payment under another agreement with the CSHL with 
respect to that Licensed Product for a royalty that is specified in this Section 4.4, then payment under this Section is satisfied, so that the 
aggregate payments under all CSHL agreements with Company or any Co-Marketer for that royalty including this Agreement do not exceed 
the amount specified in this Section 4.4 for any one (1) Licensed Product.  

(f) Expired or Abandoned Patent Rights . If during the Royalty Period, (a) a patent under the Patent Rights which only covers a Covered 
Product or a Licensed Service, but not a Developed Product has expired or has been abandoned in a particular country; and (b) if, as a result of 
such expiration or abandonment, Company reduces its prices for Covered Products or Licensed Services in that country, then Company and 
CSHL shall negotiate in good faith a reduction in the royalty rate for Covered Products or Licensed Services to reflect the reduction in the 
Company’s gross margins caused by the price reduction.  

5. Royalty Reports; Payments; Records and Auditing.  

5.1. First Sale . Company shall report to CSHL the date of First Sale of each Licensed Product and the date of first commercial performance of 
each Licensed Service within thirty (30) days after occurrence in each country.  

5.2. Reports and Payments . Within sixty (60) days after the conclusion of each Royalty Period, Company shall deliver to CSHL a report 
containing the following information:  

(a) the number of Licensed Products sold to independent third parties in each country and the number of Licensed Products used by Company 
in the provision of Licensed Services and other services in each country;  

(b) the number of Licensed Services provided by Company in each country;  

(c) the gross sales price for each Licensed Product and the gross charge for each Licensed Service by Company during the applicable Royalty 
Period in each country;  

(d) calculation of Net Sales for the applicable Royalty Period in each country, including a listing of applicable deductions;  

(e) total royalty payable on Net Sales in United States dollars, together with the exchange rates used for conversion; and  
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If no royalties are due to CSHL for any Royalty Period, the report shall so state. Concurrent with this report, Company shall remit to CSHL any 
payment due for the applicable Royalty Period. All reports under this Section 5.2 are Company Confidential Information.  

5.3. Payments in United States Dollars . All payments due under this Agreement are payable in United States dollars. Conversion of foreign 
currency to United States dollars shall be made at the conversion rate existing in the United States (as reported in the Wall Street Journal) on 
the last working day of the calendar quarter preceding the applicable Royalty Period. Payments shall be without deduction of exchange, 
collection, or other charges.  

5.4. Payments in Other Currencies . If by law, regulation, or fiscal policy of a particular country, conversion into United States dollars or 
transfer of funds of a convertible currency to the United States is restricted or forbidden, Company shall give CSHL prompt written notice of 
the restriction, within the sixty-day payment deadline described in Section 5.2. Company shall pay any amounts due CSHL through whatever 
lawful methods CSHL reasonably designates. However, if CSHL fails to designate a payment method within thirty (30) days after CSHL is 
notified of the restriction, Company may deposit payment in local currency to the credit of CSHL in a recognized banking institution selected 
by Company and identified by written notice to CSHL, and that deposit fulfills all obligations of Company to CSHL with respect to that 
payment.  

5.5. Late Payments . Any undisputed payments by Company that are not paid on or before the date payments are due under this Agreement 
bear interest to the extent permitted by law at one percentage point above the Prime Rate of interest as reported in the Wall Street Journal on 
the date payment is due, with interest calculated based on the number of days that payment is delinquent.  

5.6. Method of Payment . All payments under this Agreement should be made from U.S. bank and to “COLD SPRING HARBOR 
LABORATORY” and sent to the address identified below. Each payment should reference this Agreement and identify the obligation under 
this Agreement that the payment satisfies.  

Payee Information:  

For wire transfer by Company:  
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COLD SPRING HARBOR LABORATORY  
Bungtown Road  
P.O. Box 100  
Cold Spring Harbor, New York 11724  
Attn: Mr. John Maroney  
Director, Office of technology Transfer  

      
CSHL 
Bank:  

  

The Chase Manhattan Bank  
ABA No. 021 000 021  
350 Main St.  
Huntington, NY 11743 



   

5.7. Withholding and Similar Taxes . Company shall be responsible for all the taxes and wire transfer fees or the like related with Royalty 
payments and all other payments due to CSHL under this Agreement.  

5.8. Auditing, Records and Reporting . Company shall keep and maintain records of sales and the discovery and development of Licensed 
Products and Licensed Services pursuant to this Agreement. Such records shall be open to inspection at any reasonable time during normal 
business hours not more often than once each calendar year within five (5) years after the royalty period to which such records relate by 
Certified Public Accountant selected by CSHL, to whom Company has no reasonable objection, who October 29, 2007 shall have the right to 
examine and make abstracts of the records kept pursuant to this Agreement and report findings of said examination of records to CSHL insofar 
as it is necessary to evidence any mistake or impropriety on the part of Company.  

6. Patents and Infringement .  

6.1. Responsibility for CSHL Patent Rights . CSHL has the sole rights for and controls the preparation, filing, prosecution, and maintenance of 
all CSHL Patent Rights, using patent counsel of CSHL’s choice.  

6.2. Notification of Infringement . Company agrees to reasonably provide written notice to CSHL promptly after becoming aware of any 
infringement of the Patent Rights. CSHL is not obligated to prosecute any such infringers and CSHL’s failure to do so does not in any way 
release Company of its obligations under this Agreement.  

7. Confidential Information; Publications; Publicity .  

7.1. Confidential Information .  

(a) Designation . Confidential Information that is disclosed in writing shall be marked with a legend indicating its confidential status (such as, 
“Confidential” or “Proprietary”). Confidential Information that is disclosed orally or visually shall be documented in a written notice prepared 
by the Disclosing Party and delivered to the Receiving Party within thirty (30) days of the date of disclosure. The notice shall summarize the 
Confidential Information disclosed to the Receiving Party and reference the time and place of disclosure.  

(b) Obligations . For a period of five (5) years after disclosure of any portion of Confidential Information, the Receiving Party shall (i) maintain 
Confidential Information in confidence, except that the Receiving Party may disclose or permit the disclosure of any Confidential Information 
to its trustees or directors, officers, employees, consultants, and  
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advisors who are obligated to maintain the confidential nature of Confidential Information and who need to know Confidential Information for 
the purposes of this Agreement; (ii) use Confidential Information solely for the purposes of this Agreement; and (iii) allow its trustees or 
directors, officers, employees, consultants, and advisors to reproduce the Confidential Information only to the extent necessary for the purposes 
of this Agreement, with all reproductions being Confidential Information.  

(c) Exceptions . The obligations of the Receiving Party under Subsection 7.1.(b) above do not apply to the extent that the Receiving Party can 
demonstrate that Confidential Information (i) was in the public domain prior to the time of its disclosure under this Agreement; (ii) entered the 
public domain after the time of its disclosure under this Agreement through means other than an unauthorized disclosure resulting from an act 
or omission by the Receiving Party; (iii) was independently developed or discovered by the Receiving Party without use of the Confidential 
Information as demonstrated by contemporaneous documentation; (iv) is or was disclosed to the Receiving Party at any time, whether prior to 
or after the time of its disclosure under this Agreement, by a third party having no fiduciary relationship with the Disclosing Party and having 
no obligation of confidentiality with respect to the Confidential Information; or (v) is required to be disclosed to comply with applicable laws 
or regulations or with a court or administrative order, provided that the Disclosing Party receives reasonable prior written notice of the intent to 
disclose and is afforded an opportunity to oppose, limit or secure confidential treatment for such required disclosure.  

(d) Ownership and Return . The Receiving Party acknowledges that the Disclosing Party (or a third party entrusting its own information to the 
Disclosing Party) owns the Confidential Information in the possession of the Receiving Party. Upon expiration or termination of this 
Agreement, or at the request of the Disclosing Party, the Receiving Party shall return to the Disclosing Party all originals, copies, and 
summaries of documents, materials, and other tangible manifestations of Confidential Information in the possession or control of the Receiving 
Party, except that the Receiving Party may retain one copy of the Confidential Information in the possession of its legal counsel solely for the 
purpose of monitoring its obligations under this Agreement.  

7.2. Publicity .  

7.2.1 Press Release Announcing this Agreement . CSHL shall allow Company to use the names Cold Spring Harbor Laboratory and 
Dr. Gregory Hannon in conjunction with a press release announcing the signing of this Agreement. Company shall submit a draft press release 
to CSHL and CSHL shall review the same within twenty-four (24) hours of submission. CSHL shall work diligently with Company to approve 
a press release acceptable to both parties so that such a release can be published as soon as possible after execution of this Agreement.  

7.2.2 Restrictions . Other than the press release referred to in Section 7.2.1, above, Company may not use the name Cold Spring Harbor 
Laboratory or the names of any of its trustees, officers, faculty, students, employees, or agents, or any adaptation of their names, or any terms 
of this Agreement in any promotional material or other public announcement or disclosure without the prior written consent of CSHL. The 
foregoing notwithstanding, Company  
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may disclose that information without the consent of CSHL in any prospectus, offering memorandum, or other document or filing but only to 
the extent legally required by applicable securities laws or other applicable law or regulation, provided that Company provides CSHL at least 
ten (10) days prior written notice of the proposed text for the purpose of giving CSHL the opportunity to comment on the text.  

8. Term and Termination .  

8.1. Term . This Agreement commences on the Effective Date and remains in effect until (a) the expiration of all issued patents within the 
Patent Rights or (b) for a period of ten (10) years after the Effective Date if no patents have issued within the Patent Rights within that ten-year 
period, unless earlier terminated in accordance with the provisions of this Agreement.  

8.2. Voluntary Termination by Company . Company may terminate this Agreement for any reason upon ninety (90) days prior written notice to 
CSHL, but the obligation to pay the milestones and royalties under Sections 4.3 and 4.4, respectively shall survive any such Termination to the 
extent that the sale of Licensed Products and Licensed Services are in accordance with Section 8.6.  

8.3. Termination for Default . If either party commits a material breach of its obligations under this Agreement and fails to cure that breach 
within sixty (60) days after receiving written notice of the breach, the other party may terminate this Agreement immediately upon written 
notice to the party in breach. If the alleged breach involves nonpayment of any undisputed amounts due CSHL under this Agreement, Company 
has only one opportunity to cure a material breach for which it receives notice as described above. Any subsequent material breach by 
Company will entitle CSHL to terminate this Agreement immediately upon written notice to Company, without the sixty-day cure period.  

8.4. Force Majeure . Neither party is responsible for delays resulting from causes beyond its reasonable control, including without limitation 
fire, explosion, flood, war, strike, or riot, provided that the nonperforming party uses commercially reasonable efforts to avoid or remove those 
causes of nonperformance and continues performance under this Agreement with reasonable dispatch whenever the causes are removed.  

8.5. Termination by CSHL . This Agreement may also be terminated by CSHL immediately upon written notice if Company or any of its 
Affiliates (a) provokes an interference with any of the Patent Rights, (b) commences any action challenging the scope, validity or enforceability 
of any of the Patent Rights or (c) to the extent Company has such control, encourages, assists or, permits any third party to do any of the 
foregoing.  

8.6. Effect of Termination . In addition to the survival provisions in Section 8.2, the following provisions survive the expiration or termination 
of this Agreement Articles 1, 5 and 9; Sections 3.2, 3.5, 4.3, 4.4, 6.3, 7.1, 7.2, 8.6, and 10.9 Upon the early termination of this Agreement, 
Company may complete and sell any work-in-progress and inventory of Covered Products and Licensed Services that exist as of the effective 
date of termination, provided that (a) Company is current in payment of all amounts due CSHL under this Agreement, (b) Company  
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pays CSHL the applicable royalty on sales of Licensed Products and Licensed Services in accordance with the terms of this Agreement, and 
(c) Company completes and sells all work-in-progress and inventory of Licensed Products and Licensed Services within twelve (12) months 
after the effective date of termination. Notwithstanding the foregoing, Company may continue to provide Licensed Services as defined in 
Section 1.6(b) or 1.6(c) following termination. The obligation to pay milestones and royalties on Developed Products under Sections 4.3(a), 4.3
(d) and 4.4(b), and on Licensed Services under Section 4.4(c) shall survive termination.  

9. Dispute Resolution .  

9.1. Procedures Mandatory . The parties agree that any dispute arising out of or relating to this Agreement will be resolved solely by means of 
the procedures set forth in this Article, and that these procedures constitute legally binding obligations that are an essential provision of this 
Agreement. However, all procedures and deadlines specified in this Article may be modified only by written agreement of the parties. If either 
party fails to observe the procedures of this Article, as modified by their written agreement, the other party may bring an action for specific 
performance in any court of competent jurisdiction.  

9.2. Dispute Resolution Procedures .  

(a) Negotiation . In the event of any dispute arising out of or relating to this Agreement, the affected party shall notify the other party, and the 
parties shall attempt in good faith to resolve the matter within ten (10) days after the date of notice (the “ Notice Date ”). Any disputes not 
resolved by good faith discussions shall be referred to senior executives of each party, who shall meet at a mutually acceptable time and 
location within thirty (30) days after the Notice Date and attempt to negotiate a settlement or resolution.  

(b) Mediation . If the matter remains unresolved within sixty (60) days after the Notice Date, or if the senior executives fail to meet within 
thirty (30) days after the Notice Date, either party may initiate mediation upon written notice to the other party, whereupon both parties shall 
engage in a mediation proceeding under the then current CPR Institute for Dispute Resolution (“CPR”) Model Procedure for Mediation of 
Business Disputes, except that specific provisions of this Section override inconsistent provisions of the CPR Model Procedure. The mediator 
will be selected from the CPR Panels of Neutrals. If the parties cannot agree upon the selection of a mediator within ninety (90) days after the 
Notice Date, then upon the request of either party, the CPR shall appoint the mediator. The parties shall attempt to resolve the dispute through 
mediation until one of the following occurs: (i) the parties reach a written settlement or resolution; (ii) the mediator notifies the parties in 
writing that they have reached an impasse; (iii) the parties agree in writing that they have reached an impasse; or (iv) the parties have not 
reached a settlement or resolution within one hundred twenty (120) days after the Notice Date.  

(c) Trial Without Jury . If the parties fail to resolve the dispute through mediation, or if neither party elects to initiate mediation, each party may 
pursue any other remedies legally available to resolve the dispute.  

9.3. Preservation of Rights Pending Resolution .  
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(a) Performance to Continue . Each party shall continue to perform its obligations under this Agreement pending final resolution of any dispute 
arising out of or relating to this Agreement. However, a party may suspend performance of its obligations during any period in which the other 
party fails or refuses to perform its obligations.  

(b) Provisional Remedies . Although the procedures specified in this Article are the exclusive procedures for resolution of disputes arising out 
of or relating to this Agreement, either party may seek a preliminary injunction or other provisional equitable relief if, in its reasonable 
judgment, that action is necessary to avoid irreparable harm to itself or to preserve its rights under this Agreement.  

(c) Statute of Limitations . The parties agree that all applicable statutes of limitation and time-based defenses (such as, estoppel and laches) are 
tolled while the procedures set forth in Subsections 9.2.(a) and 9.2(b) are pending. The parties shall take any actions necessary to effectuate this 
result.  

10. Miscellaneous .  

10.1. Representations and Warranties . CSHL represents that its employees and members of its staff have assigned to CSHL their entire right, 
title, and interest in the Patent Rights and Biological Material and Know How and the other CSHL Intellectual Property and that it has authority 
to grant the rights and licenses set forth in this Agreement. NEITHER CSHL, NOR COMPANY, MAKES ANY OTHER WARRANTIES 
CONCERNING THE PATENT RIGHTS, KNOW-HOW, AND BIOLOGICAL MATERIALS, INCLUDING WITHOUT LIMITATION ANY 
EXPRESS OR IMPLIED WARRANTY OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE, AND IN THE CASE 
OF COMPANY ITS OBLIGATIONS, AND THE PRODUCTS AND SERVICES IT WILL BE DEVELOPING AND COMMERCIALIZING 
HEREUNDER. SPECIFICALLY, CSHL MAKES NO WARRANTY OR REPRESENTATION (A) REGARDING THE VALIDITY OR 
SCOPE OF THE PATENT RIGHTS, (B) THAT THE EXPLOITATION OF THE PATENT RIGHTS, BIOLOGICAL MATERIALS, KNOW-
HOW OR ANY LICENSED PRODUCT OR LICENSED SERVICE WILL NOT INFRINGE ANY PATENTS OR OTHER INTELLECTUAL 
PROPERTY RIGHTS OF A THIRD PARTY, AND (C) THAT ANY THIRD PARTY IS NOT CURRENTLY INFRINGING OR WILL NOT 
INFRINGE THE PATENT RIGHTS.  

10.2 Limitation of Liability. NEITHER PARTY SHALL BE LIABLE TO THE OTHER FOR ANY SPECIAL, CONSEQUENTIAL, LOST 
PROFIT, EXPECTATION, PUNITIVE OR OTHER INDIRECT DAMAGES IN CONNECTION WITH ANY CLAIM ARISING OUT OF 
OR RELATED TO THIS AGREEMENT, WHETHER GROUNDED IN TORT (INCLUDING NEGLIGENCE), STRICT LIABILITY, 
CONTRACT, OR OTHERWISE.  

10.3. Compliance with Law and Policies . Company agrees to comply with applicable law and the conflict of interest policies of CSHL in the 
area of technology transfer and shall promptly notify CSHL of any violation that Company knows or has reason to believe has occurred or is 
likely to occur.  
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10.4. Counterparts . This Agreement may be executed in one or more counterparts, each of which is an original, and all of which together are 
one instrument.  

10.5. Headings . All headings are for convenience only and do not affect the meaning of any provision of this Agreement.  

10.6. Binding Effect . This Agreement is binding upon and inures to the benefit of the parties and their respective permitted successors and 
assigns.  

10.7. Assignment . Neither party may assign this Agreement without the prior written consent of the other party, which consent may not be 
unreasonably withheld, except that Company may assign this Agreement to an or to a successor in connection with the merger, consolidation, 
or sale of all or substantially all of its assets or that portion of its business to which this Agreement relates.  

10.8. Amendment and Waiver . This Agreement may be amended, supplemented, or otherwise modified only by means of a written instrument 
signed by both parties. Any waiver of any rights or failure to act in a specific instance relates only to that instance and is not an agreement to 
waive any rights or fail to act in any other instance.  

10.9. Governing Law . This Agreement shall be governed by and construed in accordance with the laws of the State of New York irrespective 
of any conflicts of law principles.  

10.10. Notice . Any notices required or permitted under this Agreement shall be in writing, shall specifically refer to this Agreement, and shall 
be sent by recognized national overnight courier, or registered or certified mail, postage prepaid, return receipt requested, to the following 
addresses:  

If to CSHL:  
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COLD SPRING HARBOR LABORATORY  
Bungtown Road  
P.O. Box 100  
Cold Spring Harbor, New York 11724  
 
Attn:  Mr. John Maroney  
            Director, Office of technology Transfer  
 

  
If to Company:  

  
RXi Corporation  
Suite 650  
11726 San Vicente Blvd.  
Los Angeles, CA 90049  



   

All notices under this Agreement are effective upon receipt. A party may change its contact information immediately upon written notice to the 
other party in the manner provided in this Section.  

10.11 Severability . If any provision of this Agreement is held invalid or unenforceable for any reason, the invalidity or unenforceability does 
not affect any other provision of this Agreement, and the parties shall negotiate in good faith to modify the Agreement to preserve (to the extent 
possible) their original intent. If the parties fail to reach a modified agreement within sixty (60) days after the relevant provision is held invalid 
or unenforceable, then the dispute shall be resolved in accordance with the procedures set forth in Article 9. While the dispute is pending 
resolution, this Agreement shall be construed as if the provision were deleted by agreement of the parties.  

10.12. Entire Agreement . This Agreement constitutes the entire agreement between the parties with respect to its subject matter and supersedes 
all prior agreements or understandings between the parties relating to its subject matter.  

The parties have caused this Agreement to be executed by their duly authorized representatives as of the date hereof.  

        

Chief Executive Officer  

Date: 3/15/07  
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Attn:  
        Chief Executive Officer  

      
COLD SPRING HARBOR 
LABORATORY      
       
By: John Maroney      
       
       
   

Director, Office of technology Transfer      
       
Date:      
       

  
   

  

       
RXi Pharmaceuticals Corp.      
By:      



   

EXHIBIT A  

CSHL-P-010/HANNON01  

  

   



   

   

                              
Client-Matter/Subcase   Case   Application   Publication   Patent   Status 
Country Name   Type   Number/Date   Number/Date   Number/Date   Expiration Date 
                               
  

CSHL-P-010 A1    PCT   2003210621                 Pending 
Australia        22-Jan-2003                   

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   BERNSTEIN, Emily; CAUDY, Amy; HANNON, Gregory J.; PADDISON, Patrick J.; CONKIN, Douglas 

                               
  

CSHL-P-010 AU    ORD   2001245793                 Pending 
Australia        16-Mar-2001                   

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   HAMMOND, Scott, HANNON, Gregory J.; BEACH, David H.; BERNSTEIN, Emily; CAUDY, Amy 

                               
  

CSHL-P-010 CI    PCT   2473944                 Pending 
Canada        22-Jan-2003                 

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   BERNSTEIN, Emily; CAUDY, Amy; HANNON, Gregory J.; PADDISON, Patrick J.; CONKIN, Douglas 

                               
  

CSHL-P-010 CA    ORD   2403397                 Pending 
Canada        16-Mar-2001                 

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   HAMMOND, Scott, HANNON, Gregory J.; BEACH, David H.; BERNSTEIN, Emily; CAUDY, Amy 

                               
  

CSHL-P-010 E1    PCT   03732052.0     1546174         Published 
European Patent 
Convention    

  
  

22-Jan-2003 
  

29-Jun-2005 
  

  
  

  

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   BERNSTEIN, Emily; CAUDY, Amy; HANNON, Gregory J.; PADDISON, Patrick J.; CONKIN, Douglas 

                               
  

CSHL-P-010 EP    ORD   01918752.5     1272630         Published 
European Patent 
Convention    

    16-Mar-2001 
  

08-Jan-2003 
  

  
  

  

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   HAMMOND, Scott, HANNON, Gregory J.; BEACH, David H.; BERNSTEIN, Emily; CAUDY, Amy 

                               
  

CSHL-P-010 H1    ORD   05106782.4     1073660         Published 
Hong Kong        22-Jan-2003   14-Oct-2005         

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   BERNSTEIN, Emily; HANNON, Gregory J.; PADDISON, Patrick J.; CAUDY, Amy; CONKLIN, Douglas 

                               
  

CSHL-P-010 HK    ORD   03104793.8                 Published 
Hong Kong        07-Jul-2003   13-Oct-2003         

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   HAMMOND, Scott, HANNON, Gregory J.; BEACH, David H.; BERNSTEIN, Emily; CAUDY, Amy 

                               
  

CSHL-P-010 IL    ORD   151781                 Pending 
Israel        17-Sep-2002                 

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   HAMMOND, Scott, HANNON, Gregory J.; BEACH, David H.; BERNSTEIN, Emily; CAUDY, Amy 



   

   

                              
Client-Matter/Subcase   Case   Application   Publication   Patent   Status 
Country Name   Type   Number/Date   Number/Date   Number/Date   Expiration Date 
                               
  

CSHL-P-010 JI    PCT   2003-562262     533484         Published 
Japan        22-Jan-2003   10-Nov-2005         

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   BERNSTEIN, Emily; CAUDY, Amy; HANNON, Gregory J.; PADDISON, Patrick J.; CONKIN, Douglas 

  

CSHL-P-010 JP    ORD   2001-567320     2003-52636         Published 
Japan        16-Mar-2001   09-Sep-2003         

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   HAMMOND, Scott, HANNON, Gregory J.; BEACH, David H.; BERNSTEIN, Emily; CAUDY, Amy 

  

CSHL-0-010 WI    ORD   US03/001963   03/062394         National 
Patent Cooperation 
Treaty    

  
  

22-Jan-2003 
  

31-Jul-2003 
  

  
  

  

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   BERNSTEIN, Emily; CAUDY, Amy; HANNON, Gregory J.; PADDISON, Patrick J.; CONKIN, Douglas 

  

CSHL-P-010 W2    ORD   US05/42488               Pending 
Patent Cooperation 
Treaty    

  
  

23-Nov-2005 
  

      
  

  
  

  

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   PADDISON, Patrick J.; HANNON, Gregory J.; SIOLAS, Despina C. 

  

CSHL-P-010 WO    ORD   US01-08435   WO01/68836       National 
Patent Cooperation 
Treaty    

  
  

16-Mar-2001 
  

20-Sep-2001 
  

  
  

  

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   HAMMOND, Scott, HANNON, Gregory J.; BEACH, David H.; BERNSTEIN, Emily; CAUDY, Amy 

                               
  

CSHL-P-010 01    CIP   09/858862     04/0018999         Published 
         16-May-2001   29-Jan-2004         

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   HAMMOND, Scott, HANNON, Gregory J.; BEACH, David H.; CAUDY, Amy; BERNSTEIN, Emily 

                               
  

CSHL-P-010 02    CIP   090-866557     0162126-A1         Allowed 
United States of 
America    

  
  

24-May-2001 
  

31-Oct-2002 
  

  
  

  

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   HAMMOND, Scott, HANNON, Gregory J. 

                               
  

CSHL-P-010 03    CIP   10/055797     0084471         Published 
United States of 
America    

  
  

22-Jan-2002 
  

01-May-2003 
  

  
  

  

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   HAMMOND, Scott, HANNON, Gregory J. 

                               
  

CSHL-P-010 04    CIP   10/350798     0086884         Published 
United States of 
America    

  
  

24-Jan-2003 
  

06-May-2004 
  

  
  

  

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s): 

  
HAMMOND, Scott, HANNON, Gregory J.; BEACH, David H.; BERNSTEIN, Emily; CAUDY, Amy; 
PADDISON, Patrick J.; CONKLIN, Douglas 



   

   

 

                              
Client-Matter/Subcase   Case   Application   Publication   Patent   Status 
Country Name   Type   Number/Date   Number/Date   Number/Date   Expiration Date 
                               
  

CSHL-P-010 05    CIP   10/997086                 Pending 
United States of 
America    

  
  

23-Nov-2004 
  

      
  

  
  

  

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   HANNON, Gregory J.; PADDISON, Patrick J.; SIOLAS, Despina C. 

  

CSHL-P-010 -6    CON   10-Jan-2006               Pending 
Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 

Inventor(s):   HAMMOND, Scott, HANNON, Gregory J.; BEACH, David H.; BERNSTEIN, Emily; CAUDY, Amy 
                               
  

CSHL-P-010 60    PRO   60/189739                 Expired 
         16-Mar-2000                 

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   HAMMOND, Scott, HANNON, Gregory J.; BEACH, David H. 

                               
  

CSHL-P-010 61    PRO   60/243097                 Expired 
         24-Oct-2000                 

Title:   METHODS AND COMPOSITIONS FOR RNA INTERFERENCE 
Inventor(s):   HAMMOND, Scott, HANNON, Gregory J.; BERNSTEIN, Emily; CAUDY, Amy 



   



   

Exhibit 10.3 

INVENTION DISCLOSURE AGREEMENT  

      THIS AGREEMENT , effective as of the Effective Date, as defined below, is between the University of Massachusetts, as represented solely by 
the Medical School at its Worcester campus (the “Medical School”), a public institution of higher education of the Commonwealth of 
Massachusetts, and RXi Pharmaceuticals Corporation (“Company”), a Delaware corporation.  

R E C I T A L S  

      WHEREAS , the Company would like to receive disclosures of future Medical School RNAi technologies for the purpose of determining its 
interest in securing an option for the first right to negotiate with Medical School for a license to said RNAi technologies;  

      WHEREAS , Company is engaged in business relating to the development and commercialization of products that use or incorporate RNAi 
technologies and is developing the capability of developing commercial applications of RNAi technologies; and  

      WHEREAS , the Medical School is willing to disclose RNAi technologies to Company according to the terms of this Agreement.  

      THEREFORE , Medical School and Company agree as follows:  

     1.1. Definitions .  

          (a) “ Effective Date ” means the date of the closing of the Initial Financing, as defined below.  

          (b) “ Field ” means RNAi technologies for human therapeutic use.  

          (c) “ Initial Financing ” means the financing of the Company of at least Fifteen Million US Dollars ($15,000,000) from investors that 
may include CytRx Corporation.  

          (d) “ Patent Rights ” means invention disclosures, patent applications, and patents that the Medical School has the authority to license 
and are not obligated to other parties (e.g., by sponsored research agreement, material transfer agreements,) for license by the Medical School 
within the Field, but specifically excludes inventions or other technology developed by laboratories of Howard Hughes Medical Institute 
investigators, whether resulting in invention disclosures, patent applications, patents or other tangible media.  

     1.2. Disclosure . After the internal disclosure is accepted by Medical School according to Medical School policy, the Medical School shall 
promptly disclose to Company in reasonable detail in writing Patent Rights in the Field that are conceived or reduced to practice by the 
Medical School during the term of this Agreement.  
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     1.3. MEDICAL SCHOOL MAKES NO WARRANTIES CONCERNING THE PATENT RIGHTS, INCLUDING WITHOUT 
LIMITATION ANY EXPRESS OR IMPLIED WARRANTY OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE. 
Specifically, Medical School makes no warranty or representation (a) regarding the validity, scope, or patentability of any Patent Rights, 
(b) that the exploitation of the Patent Rights will not infringe any patents or other intellectual property rights of a third party, and (c) that any 
third party is not currently infringing or will not infringe the Patent Rights.  

2. Consideration for Disclosure Right . In consideration of the rights granted Company under this Agreement, Company shall pay the following 
to Medical School as of the Effective Date One Million One Hundred Thousand US Dollars ($1,100,000) according to the following schedule.  

     2.1. Eight Hundred Thousand US Dollars ($800,000) within thirty (30) days of the Effective Date, payable in cash or that number of shares 
of Common Stock of Company having an aggregate valuation equal to Eight Hundred Thousand US dollars ($800,000) according to the 
Company valuation at the Initial Financing. In connection with the issuance of stock pursuant to this Section 2.1, Medical School agrees to 
become a party to other agreements of Company to the same extent (except any limitations relating to the Medical School’s status as an agency 
of the Commonwealth of Massachusetts, e.g., prohibition on indemnification) as holders of more than five percent (5%) of the Common Stock 
of Company (such as, voting agreement and stock restriction agreement). University acknowledges that all certificates representing the shares 
described in this Section 2.1 may bear customary legends requiring compliance with the Securities Act of 1933 and related state securities laws 
upon any transfer of such shares. Company shall use commercially reasonable efforts to register the stock issued to Medical School pursuant to 
this Section 2.1 as soon as possible, subject to customary terms in connection with such transaction.  

     2.2. Three Hundred Thousand US Dollars ($300,000), payable annually in three (3) One Hundred Thousand US Dollar ($100,000) 
payments within thirty (30) days of the Effective Date and each anniversary of the Effective Date during the term of this Agreement.  

     3.  Option to License Patent Rights .  

     3.1. Within sixty (60) days after disclosure pursuant to Section 1.2 (the “Option Period”), Company may choose to negotiate a license for 
the Patent Rights after Company pays the Medical School a nonrefundable “Option Fee” of Twenty-Five Thousand Dollars ($25,000) within 
the Option Period. After timely receipt of the Option Fee, Medical School grants Company a first option to negotiate a worldwide, royalty-
bearing, exclusive license under its rights in the Patent Rights within the Field (the “Option Right”).  

     3.2. If Company elects not to exercise the Option Right, or fails to exercise the Option Right during the Option Period, Medical School may 
license its rights under the Patent Rights to any third party without recourse by or obligation to Company.  
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     3.3. If Company does elect to exercise the Option Right, Medical School and Company shall negotiate in good faith a license agreement 
containing commercially reasonable terms in the form of Medical School’s then current standard license agreement. If Medical School and 
Company do not reach agreement within one hundred twenty (120) days after Company exercises the Option Right (the “Negotiation Period”), 
Medical School may offer its rights in the Patent Rights to any third parties without recourse by or obligation to Company. However, if the 
parties fail to reach an agreement within the Negotiation Period, the following terms apply:  

          a. Within five (5) business days after expiration of the Negotiation Period, Company may elect to have the terms of the license 
determined by arbitration by delivering written notice of that election to Medical School. If Company elects arbitration, the arbitration shall be 
conducted in Boston, Massachusetts, by one (1) independent arbitrator who is experienced in licensing biotechnology intellectual property. The 
arbitrator shall be chosen by mutual consent of the parties within thirty (30) days after Company elects arbitration. Company shall pay the first 
Ten Thousand Dollars ($10,000) of the expenses of the arbitration, and thereafter the parties shall share the expenses equally. Unless Company 
rejects the arbitrator’s decision or fails to enter into the license agreement within ten (10) days after the arbitrator’s decision, each party is 
responsible for its own legal expenses in association with the arbitration. The arbitration shall be in a format in which the arbitrator shall rule 
that either Company’s or Medical School’s proposed terms are the final terms. The arbitrator shall issue its ruling to the parties within sixty 
(60) days of being selected. Once the terms have been established by the arbitrator and delivered in writing to Company, Company has ten 
(10) days to enter into the license agreement on those terms or to reject those terms. If Company rejects those terms or fails to enter into the 
license agreement within ten (10) days after the arbitrator’s decision, (a) Medical School thereafter is free to license its rights under the Patent 
Rights to any third party without further notice to Company, and (b) Company shall reimburse Medical School for its out-of-pocket arbitration 
expenses.  

          b. If Company does not elect arbitration pursuant to Subsection 3.3(a), Medical School is free to license its rights under the Patent Rights 
to any third party.  

4. Patent Rights . Medical School is responsible at its expense and in its sole discretion for the preparation, filing, prosecution, and maintenance 
of the optioned Patent Rights.  

5. Information Exchange .  

     5.1. Purpose . During the term of this Agreement, Company and Medical School are likely to exchange information relating to the Patent 
Rights. The following provisions are intended to protect the confidential or proprietary information of each party.  

     5.2. Definition of Confidential Information . “Confidential Information” means any confidential or proprietary information furnished by one 
party (the “Disclosing Party”) to the other party (the “Receiving Party”) in connection with this Agreement, provided that the information is 
specifically designated as confidential. Confidential Information includes, without limitation, any information relating to the Patent Rights. The 
Disclosing Party shall  
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mark Confidential Information that is disclosed in writing with a legend indicating its confidential status (such as, “Confidential” or 
“Proprietary”). The Disclosing Party shall document Confidential Information that is disclosed orally or visually in a written notice and deliver 
it to the Receiving Party within thirty (30) days after the disclosure. The notice shall summarize the Confidential Information and reference the 
time and place of disclosure.  

     5.3. Obligations . For five (5) years after disclosure of any portion of Confidential Information, the Receiving Party shall (a) maintain 
Confidential Information in confidence, except that the Receiving Party may disclose or permit the disclosure of any Confidential Information 
to its directors, officers, employees, consultants, and advisors who are obligated to maintain the confidential nature of Confidential Information 
and who need to know Confidential Information for the purposes of this Agreement; (b) use Confidential Information solely for the purposes of 
this Agreement; and (c) allow its trustees or directors, officers, employees, consultants, and advisors to reproduce the Confidential Information 
only to the extent necessary for the purposes of this Agreement, with all reproductions being Confidential Information.  

     5.4. Exceptions . The obligations of the Receiving Party under Section 5.3. above do not apply to the extent the Receiving Party can 
demonstrate that the Confidential Information (a) was in the public domain prior to the time of its disclosure under this Agreement; (b) entered 
the public domain after the time of its disclosure under this Agreement through means other than an unauthorized disclosure resulting from an 
act or omission by the Receiving Party; (c) was independently developed or discovered by the Receiving Party without use of the Confidential 
Information as evidenced by written records of Company; (d) is or was disclosed to the Receiving Party at any time, whether prior to or after 
the time of its disclosure under this Agreement, by a third party having no fiduciary relationship with the Disclosing Party and having no 
obligation of confidentiality with respect to the Confidential Information; or (e) is required to be disclosed to comply with applicable laws or 
regulations, or with a court or administrative order, provided that the Disclosing Party receives reasonable prior written notice of the disclosure. 

     5.5. Ownership and Return . The Receiving Party acknowledges that the Disclosing Party (or any third party entrusting its information to the 
Disclosing Party) owns its Confidential Information in the possession of the Receiving Party. Upon the expiration or termination of this 
Agreement, or at the request of the Disclosing Party, the Receiving Party shall return to the Disclosing Party all originals, copies, and 
summaries of documents, materials, and other tangible manifestations of Confidential Information in the possession or control of the Receiving 
Party, except the Receiving Party may retain one copy of the Confidential Information in the possession of its legal office solely for the 
purpose of monitoring its obligations under this Agreement.  

6. Term and Termination .  

     6.1. Term . This Agreement commences on the Effective Date and remains in effect for three (3) years, unless earlier terminated in 
accordance with the provisions of this Agreement.  
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     6.2. Termination for Default . If either party commits a material breach of its obligations under this Agreement and fails to cure that breach 
within sixty (60) days after receiving written notice thereof, the other party may terminate this Agreement immediately upon written notice to 
the party in breach. If the alleged breach involves nonpayment of any amounts due Medical School under this Agreement, Company has only 
one opportunity to cure a material breach for which it receives notice as described above; any subsequent material breach by Company will 
entitle Medical School to terminate this Agreement immediately upon written notice to Company, without the sixty-day cure period.  

     6.3. Failure to Complete Financing . Notwithstanding any other provision of this Agreement, if the Initial Financing has not been completed 
by June 30, 2007, this Agreement automatically terminates immediately without notice or possibility of cure.  

     6.4. Termination by Company . Company may elect to terminate this Agreement at any time upon prior, written notice to Medical School.  

     6.5. Effect of Termination . The following provisions survive the expiration or termination of this Agreement: Articles 3 (only for Patent 
Rights optioned before expiration of term, unless this Agreement is terminated for material breach by Company), and 5; Sections 6.5, 7.1., 7.2., 
and 7.6.  

     6.6. Force Majeure . Neither party is responsible for delays resulting from causes beyond its reasonable control, including without 
limitation, fire, explosion, flood, war, strike, terrorism, or riot, provided that the nonperforming party uses commercially reasonable efforts to 
avoid or remove those causes of nonperformance and continues performance under this Agreement with reasonable dispatch whenever the 
causes are removed.  

7. Miscellaneous .  

     7.1. Publicity Restrictions . Neither party may use the name of the other or any of its trustees, officers, faculty, students, employees, or 
agents, or any adaptation of those names, or any terms of this Agreement in any promotional material or other public announcement or 
disclosure without the prior written consent of the other party. The foregoing notwithstanding, (a) Company or CytRx Corporation may 
disclose such information without the consent of Medical School in any prospectus, offering memorandum, or other document or filing 
required by applicable securities laws or other applicable law or regulation, provided that Company or CytRx Corporation shall provide 
Medical School at least ten (10) days (or a shorter period in order to enable Company to make a timely announcement to fulfill applicable 
securities laws or other applicable law or regulation, while affording Medical School the maximum feasible time to review the announcement) 
prior written notice of the proposed text for the purpose of giving Medical School the opportunity to comment on the text, and (b) Medical 
School may disclose the existence of the agreement (but not its terms) according to its customary practice of disclosing its research sponsors 
and collaborators.  

     7.2. Research Partially Funded by Grants .  
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          (a) Federal Government . To the extent that any invention claimed in the Patent Rights has been funded by the federal government, this 
Agreement and the grant of any rights in the invention are subject to and governed by federal law as set forth in 35 U.S.C. §§ 201-211, and the 
regulations promulgated thereunder, as amended, or any successor statutes or regulations. If any term of this Agreement fails to conform to 
those laws and regulations, the relevant term is invalid and the parties shall modify the term pursuant to Section 7.8.  

          (b) Other Organizations . To the extent that any invention claimed in the Patent Rights has been funded by a non-profit organization, 
state or local agency, or commercial entity, this Agreement and the grant of any rights in the invention is subject to and governed by the terms 
of the applicable research grant. If any term of this Agreement fails to conform to those terms, the relevant term is invalid and the parties shall 
modify the term pursuant to Section 7.8.  

     7.3. Tax-Exempt Status . Company acknowledges that Medical School, as a public institution of the Commonwealth of Massachusetts, is an 
exempt organization under the United States Internal Revenue Code. Company also acknowledges that certain facilities in which the inventions 
subject to the license disclosure were developed may have been financed through offerings of tax-exempt bonds. If the Internal Revenue 
Service determines, or if counsel to Medical School reasonably determines, that any term of this Agreement jeopardizes the tax-exempt status 
of Medical School or the bonds used to finance Medical School facilities, the relevant term is invalid and the parties shall modify the term 
pursuant to Section 7.8.  

     7.4. Assignment . This Agreement may not be assigned by either party without the prior written consent of the other party, including without 
limitation, in connection with a merger, consolidation, or sale of all or substantially all of its assets or that portion of its business (including any 
subsidiary) to which this Agreement relates  

     7.5. Amendment and Waiver . This Agreement may be amended, supplemented, or otherwise modified only by means of a written 
instrument signed by both parties. Any waiver of any rights or failure to act in a specific instance relates only to that instance and is not an 
agreement to waive any rights or fail to act in any other instance, whether or not similar.  

     7.6. Governing Law . This Agreement is governed by and construed in accordance with the laws of the Commonwealth of Massachusetts 
irrespective of any conflicts of law principles. Any action regarding this Agreement shall be brought in Massachusetts Superior Court, Suffolk 
County.  

     7.7. Notice . Any notices required or permitted under this Agreement shall be in writing, shall specifically refer to this Agreement and 
Agreement reference number (as provided in the Agreement header), and shall be sent by recognized national overnight courier or registered or 
certified mail, postage prepaid, return receipt requested, to the following addresses of the parties:  
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     If to Medical School:   If to Company: 
           
     Office of Technology Management   RXi Pharmaceuticals Corporation 
     University of Massachusetts   One Innovation Drive 



   

All notices under this Agreement are effective upon receipt. A party may change its contact information immediately upon written notice to the 
other party in the manner provided in this Section 7.7.  

     7.8. Severability . If any provision of this Agreement is held invalid or unenforceable for any reason, the invalidity or unenforceability does 
not affect any other provision of this Agreement, and the parties shall negotiate in good faith to modify the Agreement to preserve (to the extent 
possible) their original intent.  

     7.9. Entire Agreement . This Agreement constitutes the entire agreement between the parties with respect to its subject matter and 
supersedes all prior agreements or understandings between the parties relating to its subject matter. The parties acknowledge that this 
Agreement has no effect on and does not limit any of Company’s rights under any specific license or sponsored research agreements that have 
been executed between the parties prior to the Effective Date.  

     The parties have caused this Agreement to be executed by their duly authorized representatives as of the Effective Date.  
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     333 South Street, Suite 400   Worcester, MA 01605 
     Shrewsbury, MA 01545     
     Attention: Executive Director   Attention: President 

                      
UNIVERSITY OF MASSACHUSETTS       RXi PHARMACEUTICALS CORP.     
                       
By:    /s/ JAMES P. McNAMARA       By:   /s/ TOD WOOLF     
     

   

          
   

    
Name:   James P. McNamara, Ph.D.,       Name:   Tod Woolf, Ph.D.     
Title:  

  
Executive Director, Office of Technology 
Management   

  
  
Title: 

  
President & CEO 

  
  

                       
Date:            Date:         
     

   

          
   

    



   



   

Exhibit 10.4 

EXCLUSIVE LICENSE AGREEMENT  

     This Agreement, effective as of January 10, 2007 (the “Effective Date”), is between the University of Massachusetts (“University”), a public 
institution of higher education of the Commonwealth of Massachusetts as represented by its Worcester campus, and RXi Pharmaceuticals 
Corporation (“Company”), a Delaware corporation.  

RECITALS  

     WHEREAS, University owns intellectual property rights which relate to therapeutic applications of RNAi, as described in University’s 
invention disclosure number UMMC 06-21, entitled “Methods and Synthesis of Reagents to Treat ALS”;  

     WHEREAS, Company is engaged in business relating to the development and commercialization of products that use or incorporate 
University’s intellectual property rights and has the capability of developing commercial applications of the intellectual property;  

     WHEREAS, Company desires to obtain an exclusive license to University’s intellectual property rights, and University is willing to grant an 
exclusive license to its intellectual property rights under the following conditions so that these intellectual property rights may be developed to 
their fullest and the benefits enjoyed by the general public; and  

     WHEREAS, the license that is granted in this Agreement promotes the development of publicly funded intellectual property to practical 
application for the public good.  

     THEREFORE, University and Company agree as follows:  

1. Definitions .  

     1.1 “ Affiliate ” means an entity that controls, is controlled by, or is under common control with a party to this Agreement. The term 
“control” as used in the preceding sentence means possession of the power to direct or call for the direction of the management and policies of 
an entity, whether through ownership of a majority of the outstanding voting securities, by contract, or otherwise.  

     1.2 “ Companion UMass License Agreements ” means this Agreement and the license agreements with University that are executed on the 
same date as this Agreement for University technologies, UMMC 03-75, UMMC 06-08, UMMC 07-08, UMMC 03-68, UMMC 06-38, and 
UMMC 06-39, collectively.  

     1.3. “ Confidential Information ” means any confidential or proprietary information furnished by one party (the “Disclosing Party”) to the 
other party (the “Receiving Party”) in connection with this Agreement that is specifically designated as confidential, as further described in 
Article 7.  
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     1.4. “ Field ” means Primary Field and Secondary Field collectively. Any commercial sale of research reagents covered by the Patent Rights 
is specifically excluded from the Field. The foregoing shall not be interpreted to prevent Company, its Affiliates or corporate partners from 
performing research related to discovery or development of Licensed Products for itself or any Affiliate or Sublicensee. (a) “ Primary Field ” 
means therapeutic, prophylactic, or diagnostic health care applications for amyotrophic lateral sclerosis (ALS), diabetes, and obesity, in 
humans. (b) “ Secondary Field ” means therapeutic, prophylactic, or diagnostic health care applications in humans that are not included in the 
Primary Field.  

     1.5. “ Licensed Product ” means any product that cannot be developed, manufactured, used, or sold without infringing one or more Valid 
Claims.  

     1.6. “ Net Sales ” means the gross amount billed or invoiced on sales of Licensed Products by Company, its Affiliates and Sublicensees, less 
the following: (a) customary trade, quantity, or cash discounts to non-affiliated brokers or agents to the extent actually allowed and taken; 
(b) amounts repaid or credited by reason of rejection or return; (c) to the extent separately stated on purchase orders, invoices, or other 
documents of sale, any taxes or other governmental charges levied on the production, sale, transportation, delivery, or use of a Licensed 
Product which is paid by or on behalf of Company; and (d) outbound transportation costs prepaid or allowed and costs of insurance in transit.  

     In any transfers of Licensed Products between any of Company and Affiliates and Sublicensees, Net Sales are calculated based on the final 
sale of the Licensed Product to an independent third party. If Company or an Affiliate or Sublicensee receives non-monetary consideration for 
any Licensed Products, Net Sales are calculated based on the fair market value of that consideration. If Company or its Affiliates or 
Sublicensees use or dispose of a Licensed Product in the provision of a commercial service, the Licensed Product is sold and the Net Sales are 
calculated based on the sales price of the Licensed Product to an independent third party during the same Royalty Period or, in the absence of 
sales, on the fair market value of the Licensed Product as determined by the parties in good faith.  

     1.7. “ Patent Rights ” means the United States patent applications listed in Exhibit A, patent applications covering invention disclosures 
listed in Exhibit A, and any divisional, continuation, or continuation-in-part of those patent applications to the extent the claims are directed to 
subject matter specifically described therein as well as any patents issued on these patent applications and any reissues or reexaminations or 
extensions of the patents, and any foreign counterparts to any of the foregoing.  

     1.8. “ Royalty Period ” means the partial calendar quarter commencing on the date on which the first Licensed Product is sold or used and 
every complete or partial calendar quarter thereafter during which either (a) this Agreement remains in effect or (b) Company has the right to 
complete and sell work-in-progress and inventory of Licensed Products pursuant to Section 8.5.  

     1.9. “ Sublicense Agreement ” means any agreement in which Company grants rights to the Patent Rights pursuant to Section 2.2.  
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     1.10. “ Sublicense Income ” means payments or other value that Company receives from a Sublicensee in consideration of the sublicense of 
the rights granted Company under Section 2.1., including without limitation, license fees, equity, milestone payments, and license maintenance 
fees, but excluding the following payments: (a) payments made in consideration for the issuance of equity or debt securities of Company at fair 
market value, (b) payments specifically committed to the development of Licensed Products, (c) reimbursements of patent expenses for the 
Patent Rights, and (d) royalties.  

     1.11. “ Sublicensee ” means any permitted sublicensee of the rights granted Company under this Agreement, as further described in 
Section 2.2.  

     1.12. “ Valid Claim ” means (a) a claim of an issued and unexpired patent covering the Patent Rights which has not been permanently 
revoked or held unenforceable or invalid by an unappealable or unappealed decision of a court or government agency of competent jurisdiction 
or (b) a claim of a pending patent application within the Patent Rights that has not been abandoned or finally disallowed without the possibility 
of appeal or refiling.  

2. Grant of Rights  

     2.1. License Grant . University grants to Company an exclusive, worldwide, royalty-bearing license in the Patent Rights to make, have 
made, use, offer to sell, sell, have sold and imported Licensed Products in the Field, including research for development of Licensed Products.  

     2.2. Sublicenses . Company may grant sublicenses of its rights under Section 2.1. with the consent of University, which consent may not be 
unreasonably withheld or delayed. All Sublicense Agreements executed by Company pursuant to this Section 2.2 shall expressly bind the 
Sublicensee to the terms of this Agreement. Company shall promptly furnish University with a fully executed copy of any Sublicense 
Agreement.  

     2.3. Retained Rights .  

          (a) University . University retains the right to use the Patent Rights for academic research, teaching, and non-commercial patient care, 
without payment of compensation to Company. University may license its retained rights under this Subsection 2.3(a) to research collaborators 
of University faculty members, post-doctoral fellows, and students.  

          (b) Federal Government . If the federal government has funded any invention claimed in the Patent Rights, this Agreement and the grant 
of any rights in Patent Rights are subject to the federal law set forth in 35 U.S.C. §§ 201-211 and the regulations promulgated thereunder, as 
amended, or any successor statutes or regulations. Company acknowledges that these statutes and regulations reserve to the federal government 
a royalty-free, non-exclusive, non-transferrable license to practice any government-funded invention claimed in the Patent Rights. If any term 
of this Agreement fails to conform to those laws and regulations, the relevant term is invalid, and the parties shall modify the term pursuant to 
Section 10.11.  
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          (c) Other Organizations . University represents that all inventions claimed in the Patent Rights have been funded only by the federal 
government or University funds.  

     2.4. Assignment of UMass/CytRx Licenses . On or before March 31, 2007, Company shall obtain assignment from CytRx Corporation of 
the license agreements that cover the following RNAi technologies that CytRx has licensed from University and the Carnegie Institution , 
UMMC 01-36, UMMC 02-01, UMMC 03-17, UMMC 03-33, UMMC 03-60, and UMMC 98-22, in a manner compliant with the relevant 
license agreements. University shall consent to any assignment as necessary. If Company does not obtain assignment of those license 
agreements on or before March 31, 2007, this Agreement immediately terminates.  

3. Company Obligations Relating to Commercialization .  

     3.1. Diligence Requirements . Company shall use diligent efforts or cause its Affiliates and Sublicensees to use diligent efforts to develop 
Licensed Products and to introduce Licensed Products into the commercial market. Thereafter, Company or its Affiliates or Sublicensees shall 
make Licensed Products reasonably available to the public. Specifically, Company shall fulfill the following obligations:  

          (a) Financing the Company . On or before March 31, 2007, Company shall raise at least Fifteen Million Dollars ($15,000,000) from 
investors which may include CytRx Corporation (the “Initial Financing”) or this Agreement automatically terminates, and Company shall pay 
University Seventy-Five Thousand Dollars ($75,000) due April 1, 2007 (payable only once under the Companion UMass License Agreements). 
However, if Company demonstrates to the reasonable satisfaction of University that, on March 31, 2007, investors are performing due 
diligence for, or, in the case of CytRx Corporation, is otherwise taking actions that are reasonably likely to result in, the financing of Company 
of at least $15,000,000, University grants Company a thirty (30) day extension from March 31, 2007, to fulfill the financing obligation set forth 
in this Subsection 3.1(a). If Company can demonstrate to the reasonable satisfaction of University that investors are performing due diligence 
for, or, in the case of CytRx Corporation, is otherwise taking actions that are reasonably likely to result in, the financing of Company of at least 
$15,000,000, Company shall be granted up to two additional thirty (30) day extensions to fulfill the financing obligation by paying to 
University Twenty-Five Thousand Dollars ($25,000) each on the last day of the previous extension. The extension fees are non-refundable but 
creditable to the upfront license fee.  

          (b) Development of Licensed Products .  

                    (i) On or before execution of this Agreement, Company shall furnish University with a written business plan under which 
Company intends as of the Effective Date to develop Licensed Products. University acknowledges that this business plan is a statement of 
Company’s current intention regarding the development of Licensed Product and that Company’s plans regarding the development of 
Licensed Products may change.  

                    (ii) Within sixty (60) days after the start of each calendar year, beginning on January 1, 2008, Company shall furnish University 
with a written report on progress during the prior year to develop and commercialize Licensed Products, including  
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without limitation research and development, efforts to obtain regulatory approval, marketing, and sales figures. The Company shall also 
include in the report a discussion of its intended development and commercialization efforts and sales projections for the current year.  

                    (iii) Within five (5) years after the Effective Date, Company, its Affiliate or Sublicensee shall file an IND or its equivalent with 
the FDA covering at least one (1) Licensed Product.  

                    (iv) Within twelve (12) years after the Effective Date, Company, its Affiliate or Sublicensee shall file an NDA or BLA with the 
FDA covering at least one (1) Licensed Product.  

                    (v) Within three (3) months after receiving FDA approval of the NDA or BLA for any Licensed Product, Company, its Affiliate 
or Sublicensee shall market the approved Licensed Product in the United States.  

                    (vi) Company or its partner shall spend at least {***} per calendar year for development of Licensed Products until the earlier 
of three years after the Effective Date or the commencement of a Phase II clinical trial on a Licensed Product.  

     3.2. If University determines that Company has not fulfilled its obligations under Subsection 3.1(b), University shall furnish Company with 
written notice of the determination. Within sixty (60) days after receipt of the notice, Company shall either (a) fulfill the relevant obligation or 
(b) negotiate with University a mutually acceptable schedule of revised diligence obligations, failing which University may, immediately upon 
written notice to Company, terminate this Agreement or convert the exclusive license into a non-exclusive license.  

     3.3. Indemnification .  

          (a) Indemnity . Company shall indemnify, defend, and hold harmless University and its trustees, officers, faculty, students, employees, 
and agents and their respective successors, heirs and assigns (the “Indemnitees”), against any liability, damage, loss, or expense (including 
reasonable attorneys’ fees and expenses of litigation) incurred by or imposed upon any of the Indemnitees in connection with any claims, suits, 
actions, demands or judgments arising out of any theory of liability (including without limitation actions in the form of tort, warranty, or strict 
liability and regardless of whether the action has any factual basis) concerning any product, process, or service that is made, used, or sold 
pursuant to any right or license granted under this Agreement. However, indemnification does not apply to any liability, damage, loss, or 
expense to the extent directly attributable to (i) the gross negligence or intentional misconduct of the Indemnitees or (ii) the settlement of a 
claim, suit, action, or demand by Indemnitees without the prior written approval of Company.  

          (b) Procedures . The Indemnitees agree to provide Company with prompt written notice of any claim, suit, action, demand, or judgment 
for which indemnification is sought under this Agreement. Company agrees, at its own expense, to provide attorneys reasonably acceptable to 
University to defend against any claim. The Indemnitees shall cooperate fully with Company in the defense and will permit Company to 
conduct and control  
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the defense and the disposition of the claim, suit, or action (including all decisions relative to litigation, appeal, and settlement). However, any 
Indemnitee may retain its own counsel, at the expense of Company, if representation of the Indemnitee by the counsel retained by Company 
would be inappropriate because of actual or potential conflicts in the interests of the Indemnitee and any other party represented by that 
counsel. Company agrees to keep University informed of the progress in the defense and disposition of the claim and to consult with University 
regarding any proposed settlement.  

          (c) Insurance . Company shall maintain insurance or self-insurance that is reasonably adequate to fulfill any potential obligation to the 
Indemnitees, but not less than one million dollars ($1,000,000) for injuries to any one person arising out of a single occurrence and five million 
dollars ($5,000,000) for injuries to all persons arising out of a single occurrence. Company shall provide University, upon request, with written 
evidence of insurance or self-insurance. Company shall continue to maintain the insurance or self-insurance after the expiration or termination 
of this Agreement while Company, its Affiliate or Sublicensee continues to make, use, or sell a Licensed Product and thereafter for five 
(5) years.  

     3.4. Use of University Name . In accordance with Section 7.2., Company and its Affiliates and Sublicensees may not use the name 
“University of Massachusetts” or any variation of that name in connection with the marketing or sale of any Licensed Products.  

     3.5. Marking of Licensed Products . To the extent commercially feasible and consistent with prevailing business practices, Company shall 
mark and shall cause its Affiliates and Sublicensees to mark all Licensed Products that are manufactured or sold under this Agreement with the 
number of each issued patent under the Patent Rights that applies to a Licensed Product.  

     3.6. Compliance with Law . Company shall comply with, and shall ensure that its Affiliates and Sublicensees comply with, all local, state, 
federal, and international laws and regulations relating to the development, manufacture, use, and sale of Licensed Products. Company 
expressly agrees to comply with the following:  

          (a) Company or its Affiliates or Sublicensees shall obtain all necessary approvals from the United States Food & Drug Administration 
and any similar foreign governmental authorities in which Company or Affiliate or Sublicensee intends to make, use, or sell Licensed Products. 

          (b) Company and its Affiliates and Sublicensees shall comply with all United States laws and regulations controlling the export of 
commodities and technical data, including without limitation all Export Administration Regulations of the United States Department of 
Commerce. Among other things, these laws and regulations prohibit or require a license for the export of certain types of commodities and 
technical data to specified countries and foreign nationals. Company hereby gives written assurance that it will comply with and will cause its 
Affiliates and Sublicensees to comply with all United States export control laws and regulations, that it bears sole responsibility for any 
violation of those laws and regulations by itself or its Affiliates or Sublicensees, and that it will indemnify, defend, and hold University 
harmless (in accordance with Section 3.3.) for the consequences of any violation.  
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          (c) If any invention claimed in the Patent Rights has been funded by the United States government, and only to the extent required by 
applicable laws and regulations, Company agrees that any Licensed Products used or sold in the United States will be manufactured 
substantially in the United States or its territories. Current law provides that if domestic manufacture is not commercially feasible under the 
circumstances, University may seek a waiver of this requirement from the relevant federal agency on behalf of Company.  

     4.  Consideration for Grant of Rights .  

     4.1. License Fees .  

          (a) On the Effective Date, Company shall pay to University {***}.  

          (b) Within thirty (30) days after the closing of the Initial Financing, Company shall pay to University {***}.  

The license fees are nonrefundable and are not creditable against any other payments due to University under this Agreement.  

     4.2. Equity .  

          (a) Within thirty (30) days after the closing of the Initial Financing, Company shall issue to University that number shares of Common 
Stock of Company having an aggregate valuation equal to {***} according to the Company valuation at the Initial Financing. In connection 
with the issuance of stock pursuant to this Section 4.2, the University agrees to become a party to other agreements of Company to the same 
extent (except any limitations relating to the University’s status as an agency of the Commonwealth of Massachusetts, e.g., prohibition on 
indemnification) as holders of more than five percent (5%) of the Common Stock of Company (such as, voting agreement and stock restriction 
agreement). University acknowledges that all certificates representing the shares described in this Subsection 4.2(a) may bear customary 
legends that require compliance with the Securities Act of 1933 and related state securities laws upon any transfer of the shares. Company shall 
use commercially reasonable efforts to register the stock issued to University pursuant to this Subsection 4.2(a) as soon as possible, subject to 
customary terms in connection with the registration.  

          (b) Beginning on the Effective Date, Company shall notify University reasonably prior to each Company board of directors meeting and 
provide University with related documentation to the same extent that is supplied to the board of directors. Company shall permit one 
representative of University to attend all board of director meetings until the earlier of five (5) years after the Effective Date or the 
commencement by the Company of a Phase II clinical trial relating to a Licensed Product. The University attendee may not be a voting member 
of the board. The University attendee shall comply with restrictions to which other board members are subject, such as, confidentiality 
requirements relating to Board discussions and shall execute any agreement reasonably required by Company to effect those restrictions. The 
Company board of directors may exclude University representative from those portions of board meetings that pertain to compensation and 
personnel issues and as deemed  
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reasonably necessary for the board members to exercise their fiduciary responsibilities and to comply with applicable laws and regulations.  

     4.3. License Maintenance Fee . At the beginning of each calendar year during the term of this Agreement, commencing on January 1, 2008, 
Company shall pay to University {***}. This annual license maintenance fee is nonrefundable and is not creditable against any other payments 
due to University under this Agreement.  

     4.4. Milestone Payments . Company shall pay University the following milestone payments within thirty (30) days after the occurrence of 
each event for each Licensed Product:  

If a milestone payment is made under this Section 4.4 based on the passage of time rather than on the achievement of a particular milestone 
event, that milestone payment is not due for the first Licensed Product with respect to the later achievement of that milestone event. These 
milestone payments are nonrefundable and are not creditable against any other payments due to University under this Agreement. For each 
Licensed Product, Company shall make all milestone payments, even if an earlier milestone event has not occurred. For example, if Company 
proceeds from Phase I clinical trial directly to Phase III, the milestone payments for both Phase II and III are due upon achievement of the 
Phase III milestone event. Also, if Company uses a Phase II clinical trial as a registration trial and proceeds directly to NDA submission 
without performing a Phase III trial, then upon filing of the NDA, both the Phase III and NDA milestone payments are due.  

     4.5. Royalties . Company shall pay to University a royalty of {***} of Net Sales.  

     4.6. Minimum Royalty . Within sixty (60) days after the beginning of each calendar year during the term of this Agreement, beginning 
January 1, 2012, Company shall pay to University a minimum royalty of {***}. Company may credit the minimum royalty paid under this 
Section 4.6 against actual royalties due and payable for the same calendar year. Waiver of any minimum royalty payment by University is not a 
waiver of any subsequent minimum royalty payment. If Company fails to make any minimum royalty payment within the sixty-day period, that 
failure is a material breach of its obligations under this Agreement, and University may terminate this Agreement in accordance with 
Section 8.3.  

     4.7. Sublicense Income . Company shall pay University the following percentages of all Sublicense Income:  

Page 8 of 19  

          
Event   Payment 

The first issuance of any claim under any Patent Rights      {***}   
Earlier of filing IND or 5 years after Effective Date      {***}   
Earlier of initiation Phase II clinical trial or 7 years after the Effective Date      {***}   
Earlier of initiation of Phase III clinical trial or 9 years after the Effective Date      {***}   
Earlier of filing NDA or 12 years after the Effective Date      {***}   
Commencement of Licensed Product marketing in US or 13 years after the Effective Date      {***}   



   

          (a) {***} for Sublicense Agreements that are executed by Company from January 1, 2007 through December 31, 2007;  

          (b) {***} for Sublicense Agreements that are executed by Company from January 1, 2008 through December 31, 2008; and  

          (c) {***} for Sublicense Agreements that are executed by Company from and after January 1, 2009.  

     Sublicense Income is due within sixty (60) days after Company receives the relevant payment from the Sublicensee. If Sublicense Income is 
payable by Company for any one Sublicense Agreement under more than one of the Companion UMass License Agreements and the license 
agreements assigned to Company pursuant to Section 2.4 (“Assigned License Agreements”), Company shall pay the highest rate of Sublicense 
Income among the Companion UMass License Agreements and the Assigned License Agreements. That one payment satisfies the payment 
requirements for the applicable Sublicense Agreement under each of the Companion UMass License Agreements and Assigned License 
Agreements.  

     4.8. Third-Party Royalties . As long as Company remains the exclusive licensee of the Patent Rights in any portion of the Field, if Company 
is legally required to make royalty payments to one or more third parties in order to practice the Patent Rights granted under this Agreement in 
the portion of the Field for which the license is exclusive, Company may offset up to {***} of third-party payments against royalty payments 
that are due to University in the same Royalty Period. However, the royalty payments under Section 4.5., may never be reduced by more than 
{***} in any Royalty Period.  

5. Royalty Reports; Payments; Records .  

     5.1. First Sale . Company shall report to University the date of first commercial sale of each Licensed Product within thirty (30) days after 
occurrence in each country.  

     5.2. Reports and Payments .  

          (a) Within sixty (60) days after the conclusion of each Royalty Period, Company shall deliver to University a report containing the 
following information:  

                    (i) the number of Licensed Products sold to independent third parties in each country and the number of Licensed Products used 
by Company, its Affiliates and Sublicensees in the provision of services in each country;  

                    (ii) the gross sales price for each Licensed Product by Company, its Affiliates and Sublicensees during the applicable Royalty 
Period in each country;  

                    (iii) calculation of Net Sales for the applicable Royalty Period in each country, including a listing of applicable deductions;  
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                    (iv) total royalty payable on Net Sales in United States dollars, together with the exchange rates used for conversion; and  

                    (v) Sublicense Income due to University for the applicable Royalty Period from each Sublicensee.  

          (b) Concurrent with this report, Company shall remit to University any payment due for the applicable Royalty Period. If no royalties are 
due to University for any Royalty Period, the report shall so state.  

     5.3. Payments in United States Dollars . Company shall make all payments in United States dollars. Company shall convert foreign currency 
to United States dollars at the conversion rate existing in the United States (as reported in the Wall Street Journal ) on the last working day of 
the calendar quarter preceding the applicable Royalty Period. Company may not deduct exchange, collection, or other charges.  

     5.4. Payments in Other Currencies . If by law, regulation, or fiscal policy of a particular country, conversion into United States dollars or 
transfer of funds of a convertible currency to the United States is restricted or forbidden, Company shall give University prompt written notice 
of the restriction within the sixty-day payment deadline described in Section 5.2. Company shall pay any amounts due University through 
whatever lawful methods University reasonably designates. However, if University fails to designate a payment method within thirty (30) days 
after University is notified of the restriction, Company may deposit payment in local currency to the credit of University in a recognized 
banking institution selected by Company and identified by written notice to University, and that deposit fulfills all obligations of Company to 
University with respect to that payment.  

     5.5. Records . Company shall maintain and shall cause its Affiliates and Sublicensees to maintain complete and accurate records of Licensed 
Products that are made, used, or sold under this Agreement and any amounts payable to University in relation to Licensed Products with 
sufficient information to permit University to confirm the accuracy of any reports delivered to University under Section 5.2. The relevant party 
shall retain records relating to a given Royalty Period for at least three (3) years after the conclusion of that Royalty Period, during which time 
University may, at its expense, cause its internal accountants or an independent, certified public accountant to inspect records during normal 
business hours for the sole purpose of verifying any reports and payments delivered under this Agreement. The accountant may not disclose to 
University any information other than information relating to accuracy of reports and payments delivered under this Agreement. The parties 
shall reconcile any underpayment or overpayment within thirty (30) days after the accountant delivers the results of the audit. If any audit 
performed under this Section 5.5 reveals an underpayment in excess of ten percent (10%) in any Royalty Period, Company shall bear the full 
cost of the audit. University may exercise its rights under this Section 5.5 only once every year and only with reasonable prior notice to 
Company.  

     5.6. Late Payments . Any payments by Company that are not paid on or before the date payments are due under this Agreement bear interest 
at 1.5% per month, calculated on the number of days that payment is delinquent.  
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     5.7. Method of Payment . All payments under this Agreement should be made to the “University of Massachusetts” and sent to the address 
identified below. Each payment should reference this Agreement and identify the obligation under this Agreement that the payment satisfies.  

     5.8. Withholding and Similar Taxes . Royalty payments and other payments due to University under this Agreement may not be reduced by 
reason of any withholding or similar taxes applicable to payments to University. Therefore all amounts owed to University under this 
Agreement are net amounts and shall be grossed-up to account for any withholding taxes, value-added taxes or other taxes, levies or charges.  

6. Patents and Infringement .  

     6.1. Responsibility for Patent Rights .  

          (a) University has primary responsibility at the expense of Company for the preparation, filing, prosecution, and maintenance of all 
Patent Rights, using patent counsel reasonably acceptable to Company. University shall consult with Company as to the preparation, filing, 
prosecution, and maintenance of all Patent Rights reasonably prior to any deadline or action with the United States Patent & Trademark Office 
or any foreign patent office and shall furnish Company with copies of relevant documents reasonably in advance of consultation. University 
shall consider in good faith any comments of Company on any patent filings for the Patent Rights.  

          (b) If University desires to abandon any patent or patent application within the Patent Rights, University shall provide Company with 
reasonable prior notice of the intended abandonment, and Company may, at its expense, prepare, file, prosecute, and maintain the relevant 
Patent Rights.  

     6.2. Cooperation . Each party shall provide reasonable cooperation in the preparation, filing, prosecution, and maintenance of all Patent 
Rights. Cooperation includes, without limitation, promptly informing the other party of matters that may affect the preparation, filing, 
prosecution, or maintenance of Patent Rights (such as, becoming aware of an additional inventor who is not listed as an inventor in a patent 
application).  

     6.3. Payment of Expenses .  

          (a) Within thirty (30) days after the Effective Date, Company shall pay the University {***} to reimburse University for its actual 
expenses incurred as of the Effective Date in connection with obtaining the Patent Rights. If this Agreement is terminated according to the 
terms of Subsection 3.1(a), University shall reimburse Company for any patent expenses that are paid pursuant to this Subsection 6.3(a), if it 
enters into a license agreement with another party for the Patent Rights in the Field.  

          (b) Within thirty (30) days after University invoices Company, Company shall reimburse University for all patent-related expenses that 
have not been paid under Subsection  
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6.3(a) and that are incurred by University pursuant to Section 6.1. Company may elect, upon sixty (60) days’ written notice to University, to 
cease payment of the expenses associated with obtaining or maintaining patent protection for one or more Patent Rights in one or more 
countries. If Company elects to cease payment of any patent expenses, Company loses all rights under this Agreement with respect to the 
particular Patent Rights in those one or more countries.  

     6.4. Infringement .  

          (a) Notification of Infringement . Each party agrees to provide written notice to the other party promptly after becoming aware of any 
infringement of the Patent Rights.  

          (b) Company Right to Prosecute . As long as Company remains the exclusive licensee of the Patent Rights in the Field, Company may, 
under its own control and at its own expense, prosecute any third party infringement of the Patent Rights in the Field or, together with licensees 
of the Patent Rights in other fields (if any), defend the Patent Rights in any declaratory judgment action brought by a third party which alleges 
invalidity, unenforceability, or infringement of the Patent Rights. Prior to commencing any action, Company shall consult with University and 
shall consider the views of University regarding the advisability of the proposed action and its effect on the public interest. Company may not 
enter into any settlement, consent judgment, or other voluntary final disposition of any infringement action under this Subsection 6.4(b) 
without the prior written consent of University, which consent may not be unreasonably withheld or delayed. Any recovery obtained in an 
action under this Subsection 6.4(b) shall be distributed as follows: (i) each party shall be reimbursed for any expenses incurred in the action 
(including the amount of any royalty payments withheld from University as described below); (ii) as to ordinary damages, Company shall 
receive an amount equal to its lost profits or a reasonable royalty on the infringing sales (whichever measure of damages the court applied), less 
a reasonable approximation of the royalties that Company would have paid to University if Company had sold the infringing products and 
services rather than the infringer; and (iii) as to special or punitive damages, the parties shall share equally in any award. Company may offset a 
total of fifty percent (50%) of any expenses incurred under this Subsection 6.4(b) against any royalty payments due to University under this 
Agreement. However, Company may never reduce royalty payments under Section 4.5. by more than fifty percent (50%) in any Royalty 
Period.  

          (c) University as Indispensable Party . University shall permit any action under Subsection 6.4(b) to be brought in its name if required by 
law, provided that Company shall hold University harmless from, and if necessary indemnify University against, any costs, expenses, or 
liability that University may incur in connection with the action.  

          (d) University Right to Prosecute . If Company fails to initiate an infringement action within a reasonable time after it first becomes 
aware of the basis for the action, or to answer a declaratory judgment action within a reasonable time after the action is filed, University may 
prosecute the infringement or answer the declaratory judgment action under its sole control and at its sole expense, and any recovery obtained 
shall be given to University. If University takes action under this Subsection 6.4(d), University shall keep Company reasonably informed of 
material actions taken by University pursuant to the infringement or declaratory action.  
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          (e) Cooperation . Both parties shall cooperate fully in any action under this Section 6.4. which is controlled by the other party, provided 
that the controlling party reimburses the cooperating party promptly for any reasonable costs and expenses incurred by the cooperating party in 
connection with providing assistance.  

7. Confidential Information; Publications; Publicity .  

     7.1. Confidential Information .  

          (a) Designation . The Disclosing Party shall mark Confidential Information that is disclosed in writing with a legend indicating its 
confidential status (such as, “Confidential” or “Proprietary”). The Disclosing party shall document Confidential Information that is disclosed 
orally or visually in a written notice and deliver the notice to the Receiving Party within thirty (30) days of the date of disclosure. The notice 
shall summarize the Confidential Information that was disclosed and reference the time and place of disclosure.  

          (b) Obligations . For five (5) years after disclosure of any portion of Confidential Information, the Receiving Party shall (i) maintain 
Confidential Information in confidence, except that the Receiving Party may disclose or permit the disclosure of any Confidential Information 
to its trustees or directors, officers, employees, consultants, and advisors who are obligated to maintain the confidential nature of Confidential 
Information and who need to know Confidential Information for the purposes of this Agreement; (ii) use Confidential Information solely for 
the purposes of this Agreement; and (iii) allow its trustees or directors, officers, employees, consultants, and advisors to reproduce the 
Confidential Information only to the extent necessary for the purposes of this Agreement, with all reproductions being Confidential 
Information.  

          (c) Exceptions . The obligations of the Receiving Party under Subsection 7.1(b) do not apply to the extent that the Receiving Party can 
demonstrate that Confidential Information (i) was in the public domain prior to the time of its disclosure under this Agreement; (ii) entered the 
public domain after the time of its disclosure under this Agreement through means other than an unauthorized disclosure resulting from an act 
or omission by the Receiving Party; (iii) was already known or independently developed or discovered by the Receiving Party without use of 
the Confidential Information; (iv) is or was disclosed to the Receiving Party at any time, whether prior to or after the time of its disclosure 
under this Agreement, by a third party having no fiduciary relationship with the Disclosing Party and having no obligation of confidentiality 
with respect to the Confidential Information; or (v) is required to be disclosed to comply with applicable laws or regulations or with a court or 
administrative order, provided that the Disclosing Party receives reasonable prior written notice of the disclosure.  

          (d) Ownership and Return . The Receiving Party acknowledges that the Disclosing Party (or a third party entrusting its own information 
to the Disclosing Party) owns the Confidential Information in the possession of the Receiving Party. Upon expiration or termination of this 
Agreement, or at the request of the Disclosing Party, the Receiving Party shall return to the Disclosing Party all originals, copies, and 
summaries of documents, materials, and other tangible manifestations of Confidential Information in the possession or control of the  
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Receiving Party, except that the Receiving Party may retain one copy of the Confidential Information in the possession of its legal counsel 
solely for the purpose of monitoring its obligations under this Agreement.  

     7.2. Publicity Restrictions . Company may not use the name of University or any of its trustees, officers, faculty, students, employees, or 
agents, or any adaptation of their names, or any terms of this Agreement in any promotional material or other public announcement or 
disclosure without the prior written consent of University. The foregoing notwithstanding, Company or CytRx Corporation may disclose that 
information without the consent of University in any prospectus, offering memorandum, or other document or filing required by applicable 
securities laws or other applicable law or regulation, provided that Company provides University at least ten (10) days (or a shorter period in 
order to enable Company to make a timely announcement to fulfill applicable securities laws or other applicable law or regulation, while 
affording University the maximum feasible time to review the announcement) prior written notice of the proposed text for the purpose of 
giving University the opportunity to comment on the text.  

8. Term and Termination .  

     8.1. Term . This Agreement commences on the Effective Date and remains in effect until the expiration of all issued patents within the 
Patent Rights unless earlier terminated in accordance with the provisions of this Agreement.  

     8.2. Voluntary Termination by Company . Company may terminate this Agreement for any reason upon ninety (90) days’ prior written 
notice to University.  

     8.3. Termination for Default . If either party commits a material breach of its obligations under this Agreement and fails to cure that breach 
within sixty (60) days after receiving written notice of the breach, the other party may terminate this Agreement immediately upon written 
notice to the party in breach. If the alleged breach involves nonpayment of any amounts due University under this Agreement, Company has 
only one opportunity to cure a material breach for which it receives notice as described above. Any subsequent material breach by Company 
will entitle University to terminate this Agreement immediately upon written notice to Company, without the sixty-day cure period.  

     8.4. Force Majeure . Neither party is responsible for delays resulting from causes beyond its reasonable control, including without limitation 
fire, explosion, flood, war, strike, act of terrorism or riot, provided that the nonperforming party uses commercially reasonable efforts to avoid 
or remove those causes of nonperformance and continues performance under this Agreement with reasonable dispatch whenever the causes are 
removed.  

     8.5. Effect of Termination . The following provisions survive the expiration or termination of this Agreement: Articles 1 and 9; 
Sections 3.3., 3.4, 3.6., 5.2. (obligation to provide final report and payment), 5.3., 5.4., 5.5., 5.6., 5.7., 5.8., 6.4., 7.1., 7.2., 8.5 and 10.9. Upon 
the early termination of this Agreement, Company and its Affiliates and Sublicensees may complete and sell any work-in-progress and 
inventory of Licensed Products that exist as of the effective date of termination, provided that (a) Company is current in payment of all 
amounts  
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due University under this Agreement, (b) Company pays University the applicable royalty and Sublicense Income on sales of Licensed 
Products in accordance with the terms of this Agreement, and (c) Company and its Affiliates and Sublicensees complete and sell all work-in-
progress and inventory of Licensed Products within six (6) months after the effective date of termination. Upon the expiration or termination of 
this Agreement, University may enter into a license agreement directly with each Sublicensee on terms that are reasonably negotiated directly 
with each Sublicensee. Notwithstanding the foregoing, upon the expiration or termination of this Agreement, University shall enter into a 
license agreement directly with each Sublicensee on the same terms as each Sublicense Agreement that is in effect. However, the University 
and Sublicensee shall modify each Sublicense Agreement to the extent necessary to ensure that University does not assume any greater 
obligations under the license agreement than those set forth in this Agreement and that Sublicensee complies with all obligations of the 
Company under this Agreement.  

9. Dispute Resolution .  

     9.1. Procedures Mandatory . The parties shall resolve any dispute arising out of or relating to this Agreement solely by means of the 
procedures set forth in this Article. These procedures constitute legally binding obligations that are an essential provision of this Agreement. If 
either party fails to observe the procedures of this Article, as modified by their written agreement, the other party may bring an action for 
specific performance in any court of competent jurisdiction.  

     9.2. Dispute Resolution Procedures .  

          (a) Negotiation . In the event of any dispute arising out of or relating to this Agreement, the affected party shall notify the other party, 
and the parties shall attempt in good faith to resolve the matter within ten (10) days after the date of notice (the “Notice Date”). Any disputes 
not resolved by good faith discussions shall be referred to senior executives of each party, who shall meet at a mutually acceptable time and 
location within thirty (30) days after the Notice Date and attempt to negotiate a settlement.  

          (b) Mediation . If the matter remains unresolved within sixty (60) days after the Notice Date, or if the senior executives fail to meet 
within thirty (30) days after the Notice Date, either party may initiate mediation upon written notice to the other party, and both parties shall 
engage in a mediation proceeding under the then current CPR Institute for Dispute Resolution (“CPR”) Model Procedure for Mediation of 
Business Disputes. Specific provisions of this Subsection 9.2(b) override inconsistent provisions of the CPR Model Procedure. The parties shall 
select the mediator from the CPR Panels of Neutrals. If the parties cannot agree upon the selection of a mediator within ninety (90) days after 
the Notice Date, then upon the request of either party, the CPR shall appoint the mediator. The parties shall attempt to resolve the dispute 
through mediation until one of the following occurs: (i) the parties reach a written settlement; (ii) the mediator notifies the parties in writing 
that they have reached an impasse; (iii) the parties agree in writing that they have reached an impasse; or (iv) the parties have not reached a 
settlement within one hundred twenty (120) days after the Notice Date.  
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          (c) Trial Without Jury . If the parties fail to resolve the dispute through mediation, or if neither party elects to initiate mediation, each 
party may pursue any other remedies legally available to resolve the dispute. However, the parties expressly waive the right to a jury trial in the 
legal proceeding under this Subsection 9.2(c).  

     9.3. Preservation of Rights Pending Resolution .  

          (a) Performance to Continue . Each party shall continue to perform its obligations under this Agreement pending final resolution of any 
dispute arising out of or relating to this Agreement. However, a party may suspend performance of its obligations during any period in which 
the other party fails or refuses to perform its obligations.  

          (b) Provisional Remedies . Although the procedures specified in this Article are the exclusive procedures for resolution of disputes 
arising out of or relating to this Agreement, either party may seek a preliminary injunction or other provisional equitable relief if, in its 
reasonable judgment, that action is necessary to avoid irreparable harm to itself or to preserve its rights under this Agreement.  

          (c) Statute of Limitations . The parties agree that all applicable statutes of limitation and time-based defenses (such as, estoppel and 
laches) are tolled while the procedures set forth in Subsections 9.2.(a) and 9.2(b) are pending. The parties shall take any actions necessary to 
effectuate this result.  

10.  Miscellaneous .  

     10.1. Representations and Warranties . University represents that its employees have assigned to University their entire right, title, and 
interest in the Patent Rights, and that it has authority to grant the rights and licenses set forth in this Agreement, and that it has not granted any 
rights in the Patent Rights to any third party that is inconsistent with the grant of rights in this Agreement. UNIVERSITY MAKES NO 
OTHER WARRANTIES CONCERNING THE PATENT RIGHTS, INCLUDING WITHOUT LIMITATION ANY EXPRESS OR IMPLIED 
WARRANTY OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE. Specifically, University makes no warranty or 
representation (a) regarding the validity or scope of the Patent Rights, (b) that the exploitation of the Patent Rights or any Licensed Product will 
not infringe any patents or other intellectual property rights of a third party, and (c) that any third party is not currently infringing or will not 
infringe the Patent Rights.  

     10.2. Compliance with Law and Policies . Company agrees to comply with applicable law and the policies of University in the area of 
technology transfer and shall promptly notify University of any violation that Company knows or has reason to believe has occurred or is likely 
to occur. The University policies currently in effect at the Worcester campus are the Intellectual Property Policy, Policy on Conflicts of Interest 
Relating to Intellectual Property and Commercial Ventures, and Policy on Faculty Consulting and Outside Activities.  

     10.3. Tax-Exempt Status . Company acknowledges that University, as a public institution of the Commonwealth of Massachusetts, is an 
exempt organization under the United States Internal Revenue Code of 1986, as amended. Company also acknowledges that certain  
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facilities in which the licensed inventions were developed may have been financed through offerings of tax-exempt bonds. If the Internal 
Revenue Service determines, or if counsel to University reasonably determines, that any term of this Agreement jeopardizes the tax-exempt 
status of University or the bonds used to finance University facilities, the relevant term is invalid and shall be modified in accordance with 
Section 10.11.  

     10.4. Counterparts . This Agreement may be executed in one or more counterparts, each of which is an original, and all of which together 
are one instrument.  

     10.5. Headings . All headings are for convenience only and do not affect the meaning of any provision of this Agreement.  

     10.6. Binding Effect . This Agreement is binding upon and inures to the benefit of the parties and their respective permitted successors and 
assigns.  

     10.7. Assignment . This Agreement may not be assigned by either party without the prior written consent of the other party, which consent 
may not be unreasonably withheld or delayed. Notwithstanding the foregoing, this Agreement may be assigned by either party in connection 
with a merger, consolidation, sale of all of the equity interests of the party, or a sale of all or substantially all of the assets of the party to which 
this Agreement relates.  

     10.8. Amendment and Waiver . The parties may only amend, supplement, or otherwise modify this Agreement through a written instrument 
signed by both parties. The waiver of any rights or failure to act in a specific instance relates only to that instance and is not an agreement to 
waive any rights or fail to act in any other instance.  

     10.9. Governing Law . This Agreement is governed by and construed in accordance with the laws of the Commonwealth of Massachusetts 
irrespective of any conflicts of law principles. The parties may only bring legal action that arises out of or in connection with this Agreement in 
the Massachusetts Superior Court in Suffolk County.  

     10.10. Notice . Any notices required or permitted under this Agreement shall be in writing, shall specifically refer to this Agreement, and 
shall be sent by recognized national overnight courier, or registered or certified mail, postage prepaid, return receipt requested, to the following 
addresses:  

All notices under this Agreement are effective upon receipt. A party may change its contact information immediately upon written notice to the 
other party in the manner provided in this Section 10.10.  
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If to University:    If to Company: 
       
Office of Technology Management    RXi Pharmaceuticals Corporation 
University of Massachusetts    One Innovation Drive 
333 South Street, Suite 400    Worcester, MA 01605 
Shrewsbury, MA 01545      
Attention: Executive Director    Attention: President 



   

     10.11. Severability . If any provision of this Agreement is held invalid or unenforceable for any reason, the invalidity or unenforceability 
does not affect any other provision of this Agreement, and the parties shall negotiate in good faith to modify the Agreement to preserve (to the 
extent possible) their original intent. If the parties fail to reach a modified agreement within sixty (60) days after the relevant provision is held 
invalid or unenforceable, then the dispute shall be resolved in accordance with the procedures set forth in Article 9. While the dispute is 
pending resolution, this Agreement shall be construed as if the provision were deleted by agreement of the parties.  

     10.12. Entire Agreement . This Agreement constitutes the entire agreement between the parties with respect to its subject matter and 
supersedes all prior agreements or understandings between the parties relating to its subject matter.  

      THE PARTIES have caused this Agreement to be executed by their duly authorized representatives as of the Effective Date.  
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UNIVERSITY OF MASSACHUSETTS       RXI PHARMACEUTICALS CORP.     
                       
By:    /s/ James P. McNamara        By:   /s/ Tod Woolf      
     

   

          
   

    
Name:   James P. McNamara, Ph.D.,       Name:   Tod Woolf, Ph.D.     
Title:  

  
Executive Director, Office of Technology 
Management   

  
  
Title: 

  
President & CEO 

  
  

                       
Date:            Date:         
     

   

          
   

    



   

EXHIBIT A  

Patent Rights  

UMMC 06-21  

      Invention Disclosure  

Entitled: “Methods and Synthesis of Reagents to Treat ALS”  
Tariq M. Rana, Ph.D. and Zuoshang Xu.  

      Provisional Application  

Entitled: “Improved RNA Interference Agents for Therapeutic Use”  
Tariq M. Rana, Ph.D., Filed 1/26/2006 – Application No. 60/762,957  
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Exhibit 10.5 

EXCLUSIVE LICENSE AGREEMENT  

     This Agreement, effective as of January 10, 2007 (the “Effective Date”), is between the University of Massachusetts (“University”), a public 
institution of higher education of the Commonwealth of Massachusetts as represented by its Worcester campus, and RXi Pharmaceuticals 
Corporation (“Company”), a Delaware corporation.  

RECITALS  

     WHEREAS, University owns intellectual property rights which relate to therapeutic applications of RNAi, as described in University’s 
invention disclosures numbered UMMC 03-68, entitled “Methods of Efficient siRNA Delivery in Human Cells — New Approaches for the 
Development of siRNA Therapeutics”; UMMC 06-38, entitled “Design, Synthesis, and Formulation of Nanotransporters for Efficient Nucleic 
Acids and other Pharmaceutics Delivery in Cells and Animals”; and UMMC 06-39, entitled “Therapeutic Silencing of Genes Involved in 
Cholesterol Biosynthesis and Other Metabolic Disorders by Chemically Modified siRNA and New Delivery Agents”;  

     WHEREAS, Company is engaged in business relating to the development and commercialization of products that use or incorporate 
University’s intellectual property rights and has the capability of developing commercial applications of the intellectual property;  

     WHEREAS, Company desires to obtain an exclusive license to University’s intellectual property rights, and University is willing to grant an 
exclusive license to its intellectual property rights under the following conditions so that these intellectual property rights may be developed to 
their fullest and the benefits enjoyed by the general public; and  

     WHEREAS, the license that is granted in this Agreement promotes the development of publicly funded intellectual property to practical 
application for the public good.  

     THEREFORE, University and Company agree as follows:  

1. Definitions .  

     1.1 “ Affiliate ” means an entity that controls, is controlled by, or is under common control with a party to this Agreement. The term 
“control” as used in the preceding sentence means possession of the power to direct or call for the direction of the management and policies of 
an entity, whether through ownership of a majority of the outstanding voting securities, by contract, or otherwise.  

     1.2 “ Companion UMass License Agreements ” means this Agreement and the license agreements with University that are executed on the 
same date as this Agreement for University technologies, UMMC 03-75, UMMC 06-08, UMMC 07-08, and UMMC 06-21, collectively.  

     1.3. “ Confidential Information ” means any confidential or proprietary information furnished by one party (the “Disclosing Party”) to the 
other party (the “Receiving Party”) in  
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connection with this Agreement that is specifically designated as confidential, as further described in Article 7.  

     1.4. “ Field ” means Primary Field and Secondary Field collectively. Any commercial sale of research reagents covered by the Patent Rights 
is specifically excluded from the Field. The foregoing shall not be interpreted to prevent Company, its Affiliates or corporate partners from 
performing research related to discovery or development of Licensed Products for itself or any Affiliate or Sublicensee. (a) “ Primary Field ” 
means therapeutic, prophylactic, or diagnostic health care applications for amyotrophic lateral sclerosis (ALS), diabetes, and obesity, in 
humans. (b) “ Secondary Field ” means therapeutic, prophylactic, or diagnostic health care applications in humans that are not included in the 
Primary Field.  

     1.5. “ Licensed Product ” means any product that cannot be developed, manufactured, used, or sold without infringing one or more Valid 
Claims.  

     1.6. “ Net Sales ” means the gross amount billed or invoiced on sales of Licensed Products by Company, its Affiliates and Sublicensees, less 
the following: (a) customary trade, quantity, or cash discounts to non-affiliated brokers or agents to the extent actually allowed and taken; 
(b) amounts repaid or credited by reason of rejection or return; (c) to the extent separately stated on purchase orders, invoices, or other 
documents of sale, any taxes or other governmental charges levied on the production, sale, transportation, delivery, or use of a Licensed 
Product which is paid by or on behalf of Company; and (d) outbound transportation costs prepaid or allowed and costs of insurance in transit.  

     In any transfers of Licensed Products between any of Company and Affiliates and Sublicensees, Net Sales are calculated based on the final 
sale of the Licensed Product to an independent third party. If Company or an Affiliate or Sublicensee receives non-monetary consideration for 
any Licensed Products, Net Sales are calculated based on the fair market value of that consideration. If Company or its Affiliates or 
Sublicensees use or dispose of a Licensed Product in the provision of a commercial service, the Licensed Product is sold and the Net Sales are 
calculated based on the sales price of the Licensed Product to an independent third party during the same Royalty Period or, in the absence of 
sales, on the fair market value of the Licensed Product as determined by the parties in good faith.  

     1.7. “ Patent Rights ” means the United States patent applications listed in Exhibit A, patent applications covering invention disclosures 
listed in Exhibit A, and any divisional, continuation, or continuation-in-part of those patent applications to the extent the claims are directed to 
subject matter specifically described therein as well as any patents issued on these patent applications and any reissues or reexaminations or 
extensions of the patents, and any foreign counterparts to any of the foregoing.  

     1.8. “ Royalty Period ” means the partial calendar quarter commencing on the date on which the first Licensed Product is sold or used and 
every complete or partial calendar quarter thereafter during which either (a) this Agreement remains in effect or (b) Company has the right to 
complete and sell work-in-progress and inventory of Licensed Products pursuant to Section 8.5.  
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     1.9. “ Sublicense Agreement ” means any agreement in which Company grants rights to the Patent Rights pursuant to Section 2.2.  

     1.10. “ Sublicense Income ” means payments or other value that Company receives from a Sublicensee in consideration of the sublicense of 
the rights granted Company under Section 2.1., including without limitation, license fees, equity, milestone payments, and license maintenance 
fees, but excluding the following payments: (a) payments made in consideration for the issuance of equity or debt securities of Company at fair 
market value, (b) payments specifically committed to the development of Licensed Products, (c) reimbursements of patent expenses for the 
Patent Rights, and (d) royalties.  

     1.11. “ Sublicensee ” means any permitted sublicensee of the rights granted Company under this Agreement, as further described in 
Section 2.2.  

     1.12. “ Valid Claim ” means (a) a claim of an issued and unexpired patent covering the Patent Rights which has not been permanently 
revoked or held unenforceable or invalid by an unappealable or unappealed decision of a court or government agency of competent jurisdiction 
or (b) a claim of a pending patent application within the Patent Rights that has not been abandoned or finally disallowed without the possibility 
of appeal or refiling.  

2. Grant of Rights  

     2.1. License Grant . University grants to Company an exclusive, worldwide, royalty-bearing license in the Patent Rights to make, have 
made, use, offer to sell, sell, have sold and imported Licensed Products in the Field, including research for development of Licensed Products.  

     2.2. Sublicenses . Company may grant sublicenses of its rights under Section 2.1. with the consent of University, which consent may not be 
unreasonably withheld or delayed. All Sublicense Agreements executed by Company pursuant to this Section 2.2 shall expressly bind the 
Sublicensee to the terms of this Agreement. Company shall promptly furnish University with a fully executed copy of any Sublicense 
Agreement.  

     2.3. Retained Rights .  

          (a) University . University retains the right to use the Patent Rights for academic research, teaching, and non-commercial patient care, 
without payment of compensation to Company. University may license its retained rights under this Subsection 2.3(a) to research collaborators 
of University faculty members, post-doctoral fellows, and students.  

          (b) Federal Government . If the federal government has funded any invention claimed in the Patent Rights, this Agreement and the grant 
of any rights in Patent Rights are subject to the federal law set forth in 35 U.S.C. §§ 201-211 and the regulations promulgated thereunder, as 
amended, or any successor statutes or regulations. Company acknowledges that these statutes and regulations reserve to the federal government 
a royalty-free, non-exclusive, non-transferrable license to practice any government-funded invention claimed in the Patent  
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Rights. If any term of this Agreement fails to conform to those laws and regulations, the relevant term is invalid, and the parties shall modify 
the term pursuant to Section 10.11.  

          (c) Other Organizations . University represents that all inventions claimed in the Patent Rights have been funded only by the federal 
government or University funds.  

     2.4. Assignment of UMass/CytRx Licenses . On or before March 31, 2007, Company shall obtain assignment from CytRx Corporation of 
the license agreements that cover the following RNAi technologies that CytRx has licensed from University and the Carnegie Institution , 
UMMC 01-36, UMMC 02-01, UMMC 03-17, UMMC 03-33, UMMC 03-60, and UMMC 98-22, in a manner compliant with the relevant 
license agreements. University shall consent to any assignment as necessary. If Company does not obtain assignment of those license 
agreements on or before March 31, 2007, this Agreement immediately terminates.  

3. Company Obligations Relating to Commercialization .  

     3.1. Diligence Requirements . Company shall use diligent efforts or cause its Affiliates and Sublicensees to use diligent efforts to develop 
Licensed Products and to introduce Licensed Products into the commercial market. Thereafter, Company or its Affiliates or Sublicensees shall 
make Licensed Products reasonably available to the public. Specifically, Company shall fulfill the following obligations:  

          (a) Financing the Company . On or before March 31, 2007, Company shall raise at least Fifteen Million Dollars ($15,000,000) from 
investors which may include CytRx Corporation (the “Initial Financing”) or this Agreement automatically terminates, and Company shall pay 
University Seventy-Five Thousand Dollars ($75,000) due April 1, 2007 (payable only once under the Companion UMass License Agreements). 
However, if Company demonstrates to the reasonable satisfaction of University that, on March 31, 2007, investors are performing due 
diligence for, or, in the case of CytRx Corporation, is otherwise taking actions that are reasonably likely to result in, the financing of Company 
of at least $15,000,000, University grants Company a thirty (30) day extension from March 31, 2007, to fulfill the financing obligation set forth 
in this Subsection 3.1(a). If Company can demonstrate to the reasonable satisfaction of University that investors are performing due diligence 
for, or, in the case of CytRx Corporation, is otherwise taking actions that are reasonably likely to result in, the financing of Company of at least 
$15,000,000, Company shall be granted up to two additional thirty (30) day extensions to fulfill the financing obligation by paying to 
University Twenty-Five Thousand Dollars ($25,000) each on the last day of the previous extension. The extension fees are non-refundable but 
creditable to the upfront license fee.  

          (b) Within three years after the Effective Date, Company shall enter into a bona fide collaboration or strategic alliance with a third party 
commercial entity having a market capitalization greater than that of Company, such as, a large pharmaceutical or biotechnology company for 
research and/or development of Licensed Products in the Secondary Field. If Company does not satisfy the diligence obligation set forth in this 
Subsection 3.1(b) within three years after the Effective Date, University may convert the license for the Secondary Field to a non-exclusive 
license and offer licenses in the Secondary Field to the Patent Rights to third parties, unless Company pays University One Million Dollars 
($1,000,000) within 30 days after  
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the third anniversary of the Effective Date. If Company pays the one million dollar fee under this Subsection 3.1(b), Company has an additional 
three years to fulfill this diligence obligation, failing which University may convert the license for the Secondary Field to a non-exclusive 
license or terminate the license for the Secondary Field.  

          (c) Development of Licensed Products .  

                    (i) On or before execution of this Agreement, Company shall furnish University with a written business plan under which 
Company intends as of the Effective Date to develop Licensed Products. University acknowledges that this business plan is a statement of 
Company’s current intention regarding the development of Licensed Product and that Company’s plans regarding the development of 
Licensed Products may change.  

                    (ii) Within sixty (60) days after the start of each calendar year, beginning on January 1, 2008, Company shall furnish University 
with a written report on progress during the prior year to develop and commercialize Licensed Products, including without limitation 
research and development, efforts to obtain regulatory approval, marketing, and sales figures. The Company shall also include in the report a 
discussion of its intended development and commercialization efforts and sales projections for the current year.  

                    (iii) Within five (5) years after the Effective Date, Company, its Affiliate or Sublicensee shall file an IND or its equivalent with 
the FDA covering at least one (1) Licensed Product.  

                    (iv) Within thirteen (13) years after the Effective Date, Company, its Affiliate or Sublicensee shall file an NDA or BLA with the 
FDA covering at least one (1) Licensed Product.  

                    (v) Within three (3) months after receiving FDA approval of the NDA or BLA for each Licensed Product, Company, its 
Affiliate or Sublicensee shall market the approved Licensed Product in the United States.  

                    (vi) Company or its partner shall spend at least {***} per calendar year for development of Licensed Products until the earlier 
of three years after the Effective Date or the commencement of a Phase II clinical trial on a Licensed Product.  

                    (vii) Within three years after the Effective Date, Company shall enter into a bona fide collaboration or strategic alliance with a 
third party commercial entity having a market capitalization greater than that of Company, such as, a large pharmaceutical or biotechnology 
company, for research and development of Licensed Products in a field that includes the Primary Field.  

     3.2. If University determines that Company has not fulfilled its obligations under Subsection 3.1(c), University shall furnish Company with 
written notice of the determination. Within sixty (60) days after receipt of the notice, Company shall either (a) fulfill the relevant obligation or 
(b) negotiate with University a mutually acceptable schedule of revised diligence  
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obligations, failing which University may, immediately upon written notice to Company, terminate this Agreement or convert the exclusive 
license into a non-exclusive license.  

     3.3. Indemnification .  

          (a) Indemnity . Company shall indemnify, defend, and hold harmless University and its trustees, officers, faculty, students, employees, 
and agents and their respective successors, heirs and assigns (the “Indemnitees”), against any liability, damage, loss, or expense (including 
reasonable attorneys’ fees and expenses of litigation) incurred by or imposed upon any of the Indemnitees in connection with any claims, suits, 
actions, demands or judgments arising out of any theory of liability (including without limitation actions in the form of tort, warranty, or strict 
liability and regardless of whether the action has any factual basis) concerning any product, process, or service that is made, used, or sold 
pursuant to any right or license granted under this Agreement. However, indemnification does not apply to any liability, damage, loss, or 
expense to the extent directly attributable to (i) the gross negligence or intentional misconduct of the Indemnitees or (ii) the settlement of a 
claim, suit, action, or demand by Indemnitees without the prior written approval of Company.  

          (b) Procedures . The Indemnitees agree to provide Company with prompt written notice of any claim, suit, action, demand, or judgment 
for which indemnification is sought under this Agreement. Company agrees, at its own expense, to provide attorneys reasonably acceptable to 
University to defend against any claim. The Indemnitees shall cooperate fully with Company in the defense and will permit Company to 
conduct and control the defense and the disposition of the claim, suit, or action (including all decisions relative to litigation, appeal, and 
settlement). However, any Indemnitee may retain its own counsel, at the expense of Company, if representation of the Indemnitee by the 
counsel retained by Company would be inappropriate because of actual or potential conflicts in the interests of the Indemnitee and any other 
party represented by that counsel. Company agrees to keep University informed of the progress in the defense and disposition of the claim and 
to consult with University regarding any proposed settlement.  

          (c) Insurance . Company shall maintain insurance or self-insurance that is reasonably adequate to fulfill any potential obligation to the 
Indemnitees, but not less than one million dollars ($1,000,000) for injuries to any one person arising out of a single occurrence and five million 
dollars ($5,000,000) for injuries to all persons arising out of a single occurrence. Company shall provide University, upon request, with written 
evidence of insurance or self-insurance. Company shall continue to maintain the insurance or self-insurance after the expiration or termination 
of this Agreement while Company, its Affiliate or Sublicensee continues to make, use, or sell a Licensed Product and thereafter for five 
(5) years.  

     3.4. Use of University Name . In accordance with Section 7.2., Company and its Affiliates and Sublicensees may not use the name 
“University of Massachusetts” or any variation of that name in connection with the marketing or sale of any Licensed Products.  

     3.5. Marking of Licensed Products . To the extent commercially feasible and consistent with prevailing business practices, Company shall 
mark and shall cause its Affiliates and Sublicensees to mark all Licensed Products that are manufactured or sold under this  
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Agreement with the number of each issued patent under the Patent Rights that applies to a Licensed Product.  

     3.6. Compliance with Law . Company shall comply with, and shall ensure that its Affiliates and Sublicensees comply with, all local, state, 
federal, and international laws and regulations relating to the development, manufacture, use, and sale of Licensed Products. Company 
expressly agrees to comply with the following:  

          (a) Company or its Affiliates or Sublicensees shall obtain all necessary approvals from the United States Food & Drug Administration 
and any similar foreign governmental authorities in which Company or Affiliate or Sublicensee intends to make, use, or sell Licensed Products. 

          (b) Company and its Affiliates and Sublicensees shall comply with all United States laws and regulations controlling the export of 
commodities and technical data, including without limitation all Export Administration Regulations of the United States Department of 
Commerce. Among other things, these laws and regulations prohibit or require a license for the export of certain types of commodities and 
technical data to specified countries and foreign nationals. Company hereby gives written assurance that it will comply with and will cause its 
Affiliates and Sublicensees to comply with all United States export control laws and regulations, that it bears sole responsibility for any 
violation of those laws and regulations by itself or its Affiliates or Sublicensees, and that it will indemnify, defend, and hold University 
harmless (in accordance with Section 3.3.) for the consequences of any violation.  

          (c) If any invention claimed in the Patent Rights has been funded by the United States government, and only to the extent required by 
applicable laws and regulations, Company agrees that any Licensed Products used or sold in the United States will be manufactured 
substantially in the United States or its territories. Current law provides that if domestic manufacture is not commercially feasible under the 
circumstances, University may seek a waiver of this requirement from the relevant federal agency on behalf of Company.  

4. Consideration for Grant of Rights .  

     4.1. License Fees .  

          (a) On the Effective Date, Company shall pay to University {***}.  

          (b) Within thirty (30) days after the closing of the Initial Financing, Company shall pay to University {***}.  

The license fees are nonrefundable and are not creditable against any other payments due to University under this Agreement.  

     4.2. Equity .  

          (a) Within thirty (30) days after the closing of the Initial Financing, Company shall issue to University that number shares of Common 
Stock of Company having an aggregate  
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valuation equal to {***} according to the Company valuation at the Initial Financing. In connection with the issuance of stock pursuant to this 
Subsection 4.2(a), the University agrees to become a party to other agreements of Company to the same extent (except any limitations relating 
to the University’s status as an agency of the Commonwealth of Massachusetts, e.g., prohibition on indemnification) as holders of more than 
five percent (5%) of the Common Stock of Company (such as, voting agreement and stock restriction agreement). University acknowledges 
that all certificates representing the shares described in this Subsection 4.2(a) may bear customary legends that require compliance with the 
Securities Act of 1933 and related state securities laws upon any transfer of the shares. Company shall use commercially reasonable efforts to 
register the stock issued to University pursuant to this Subsection 4.2(a) as soon as possible, subject to customary terms in connection with the 
registration.  

          (b) Beginning on the Effective Date, Company shall notify University reasonably prior to each Company board of directors meeting and 
provide University with related documentation to the same extent that is supplied to the board of directors. Company shall permit one 
representative of University to attend all board of director meetings until the earlier of five (5) years after the Effective Date or the 
commencement by the Company of a Phase II clinical trial relating to a Licensed Product. The University attendee may not be a voting member 
of the board. The University attendee shall comply with restrictions to which other board members are subject, such as, confidentiality 
requirements relating to Board discussions and shall execute any agreement reasonably required by Company to effect those restrictions. The 
Company board of directors may exclude University representative from those portions of board meetings that pertain to compensation and 
personnel issues and as deemed reasonably necessary for the board members to exercise their fiduciary responsibilities and to comply with 
applicable laws and regulations.  

     4.3. License Maintenance Fee . At the beginning of each calendar year during the term of this Agreement, commencing on January 1, 2008, 
Company shall pay to University {***}. This annual license maintenance fee is nonrefundable and is not creditable against any other payments 
due to University under this Agreement.  

     4.4. Milestone Payments . Company shall pay University the following milestone payments within thirty (30) days after the occurrence of 
each event for each Licensed Product:  
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Event   Payment 

The first issuance of any claim under any Patent Rights      {***}   
Earlier of filing IND or 4 years after Effective Date      {***}   
Earlier of initiation Phase II clinical trial or 6 years after the Effective Date      {***}   
Earlier of initiation of Phase III clinical trial or 8 years after the Effective Date      {***}   
Earlier of filing NDA or 11 years after the Effective Date      {***}   
Commencement of Licensed Product marketing in US or 12 years after the Effective Date      {***}   
Commencement of Licensed Product marketing in the EU or 12 years after the Effective Date      {***}   



   

If a milestone payment is made under this Section 4.4 based on the passage of time rather than on the achievement of a particular milestone 
event, that milestone payment is not due for the first Licensed Product with respect to the later achievement of that milestone event. These 
milestone payments are nonrefundable and are not creditable against any other payments due to University under this Agreement. For each 
Licensed Product, Company shall make all milestone payments, even if an earlier milestone event has not occurred. For example, if Company 
proceeds from Phase I clinical trial directly to Phase III, the milestone payments for both Phase II and III are due upon achievement of the 
Phase III milestone event. Also, if Company uses a Phase II clinical trial as a registration trial and proceeds directly to NDA submission 
without performing a Phase III trial, then upon filing of the NDA, both the Phase III and NDA milestone payments are due.  

     4.5. Royalties . Company shall pay to University a royalty of {***} of Net Sales.  

     4.6. Minimum Royalty . Within sixty (60) days after the beginning of each calendar year during the term of this Agreement, beginning 
January 1, 2012, Company shall pay to University a minimum royalty of {***}. Company may credit the minimum royalty paid under this 
Section 4.6 against actual royalties due and payable for the same calendar year. Waiver of any minimum royalty payment by University is not a 
waiver of any subsequent minimum royalty payment. If Company fails to make any minimum royalty payment within the sixty-day period, that 
failure is a material breach of its obligations under this Agreement, and University may terminate this Agreement in accordance with 
Section 8.3.  

     4.7. Sublicense Income . Company shall pay University the following percentages of all Sublicense Income:  

          (a) {***} for Sublicense Agreements that are executed by Company from January 1, 2007 through December 31, 2007;  

          (b) {***} for Sublicense Agreements that are executed by Company from January 1, 2008 through December 31, 2008; and  

          (c) {***} for Sublicense Agreements that are executed by Company from and after January 1, 2009.  

Sublicense Income is due within sixty (60) days after Company receives the relevant payment from the Sublicensee. If Sublicense Income is 
payable by Company for any one Sublicense Agreement under more than one of the Companion UMass License Agreements and the license 
agreements assigned to Company pursuant to Section 2.4 (“Assigned License Agreements”), Company shall pay the highest rate of Sublicense 
Income among the Companion UMass License Agreements and the Assigned License Agreements. That one payment satisfies the payment 
requirements for the applicable Sublicense Agreement under each of the Companion UMass License Agreements and Assigned License 
Agreements.  

     4.8. Third-Party Royalties . As long as Company remains the exclusive licensee of the Patent Rights in any portion of the Field, if Company 
is legally required to make royalty payments to one or more third parties in order to practice the Patent Rights granted under this  
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Agreement in the portion of the Field for which the license is exclusive, Company may offset up to {***} of third-party payments against 
royalty payments that are due to University in the same Royalty Period. However, the royalty payments under Section 4.5., may never be 
reduced by more than {***} in any Royalty Period.  

     5.  Royalty Reports; Payments; Records .  

     5.1. First Sale . Company shall report to University the date of first commercial sale of each Licensed Product within thirty (30) days after 
occurrence in each country.  

     5.2. Reports and Payments .  

          (a) Within sixty (60) days after the conclusion of each Royalty Period, Company shall deliver to University a report containing the 
following information:  

                    (i) the number of Licensed Products sold to independent third parties in each country and the number of Licensed Products used 
by Company, its Affiliates and Sublicensees in the provision of services in each country;  

                    (ii) the gross sales price for each Licensed Product by Company, its Affiliates and Sublicensees during the applicable Royalty 
Period in each country;  

                    (iii) calculation of Net Sales for the applicable Royalty Period in each country, including a listing of applicable deductions;  

                    (iv) total royalty payable on Net Sales in United States dollars, together with the exchange rates used for conversion; and  

                    (v) Sublicense Income due to University for the applicable Royalty Period from each Sublicensee.  

          (b) Concurrent with this report, Company shall remit to University any payment due for the applicable Royalty Period. If no royalties are 
due to University for any Royalty Period, the report shall so state.  

     5.3. Payments in United States Dollars . Company shall make all payments in United States dollars. Company shall convert foreign currency 
to United States dollars at the conversion rate existing in the United States (as reported in the Wall Street Journal ) on the last working day of 
the calendar quarter preceding the applicable Royalty Period. Company may not deduct exchange, collection, or other charges.  

     5.4. Payments in Other Currencies . If by law, regulation, or fiscal policy of a particular country, conversion into United States dollars or 
transfer of funds of a convertible currency to the United States is restricted or forbidden, Company shall give University prompt written notice 
of the restriction within the sixty-day payment deadline described in Section 5.2. Company shall pay any amounts due University through 
whatever lawful methods University reasonably designates. However, if University fails to designate a payment method within thirty  
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(30) days after University is notified of the restriction, Company may deposit payment in local currency to the credit of University in a 
recognized banking institution selected by Company and identified by written notice to University, and that deposit fulfills all obligations of 
Company to University with respect to that payment.  

     5.5. Records . Company shall maintain and shall cause its Affiliates and Sublicensees to maintain complete and accurate records of Licensed 
Products that are made, used, or sold under this Agreement and any amounts payable to University in relation to Licensed Products with 
sufficient information to permit University to confirm the accuracy of any reports delivered to University under Section 5.2. The relevant party 
shall retain records relating to a given Royalty Period for at least three (3) years after the conclusion of that Royalty Period, during which time 
University may, at its expense, cause its internal accountants or an independent, certified public accountant to inspect records during normal 
business hours for the sole purpose of verifying any reports and payments delivered under this Agreement. The accountant may not disclose to 
University any information other than information relating to accuracy of reports and payments delivered under this Agreement. The parties 
shall reconcile any underpayment or overpayment within thirty (30) days after the accountant delivers the results of the audit. If any audit 
performed under this Section 5.5 reveals an underpayment in excess of ten percent (10%) in any Royalty Period, Company shall bear the full 
cost of the audit. University may exercise its rights under this Section 5.5 only once every year and only with reasonable prior notice to 
Company.  

     5.6. Late Payments . Any payments by Company that are not paid on or before the date payments are due under this Agreement bear interest 
at 1.5% per month, calculated on the number of days that payment is delinquent.  

     5.7. Method of Payment . All payments under this Agreement should be made to the “University of Massachusetts” and sent to the address 
identified below. Each payment should reference this Agreement and identify the obligation under this Agreement that the payment satisfies.  

     5.8. Withholding and Similar Taxes . Royalty payments and other payments due to University under this Agreement may not be reduced by 
reason of any withholding or similar taxes applicable to payments to University. Therefore all amounts owed to University under this 
Agreement are net amounts and shall be grossed-up to account for any withholding taxes, value-added taxes or other taxes, levies or charges.  

6.  Patents and Infringement .  

     6.1. Responsibility for Patent Rights .  

          (a) University has primary responsibility at the expense of Company for the preparation, filing, prosecution, and maintenance of all 
Patent Rights, using patent counsel reasonably acceptable to Company. University shall consult with Company as to the preparation, filing, 
prosecution, and maintenance of all Patent Rights reasonably prior to any deadline or action with the United States Patent & Trademark Office 
or any foreign patent office and shall furnish Company with copies of relevant documents reasonably in advance of  
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consultation. University shall consider in good faith any comments of Company on any patent filings for the Patent Rights.  

          (b) If University desires to abandon any patent or patent application within the Patent Rights, University shall provide Company with 
reasonable prior notice of the intended abandonment, and Company may, at its expense, prepare, file, prosecute, and maintain the relevant 
Patent Rights.  

     6.2. Cooperation . Each party shall provide reasonable cooperation in the preparation, filing, prosecution, and maintenance of all Patent 
Rights. Cooperation includes, without limitation, promptly informing the other party of matters that may affect the preparation, filing, 
prosecution, or maintenance of Patent Rights (such as, becoming aware of an additional inventor who is not listed as an inventor in a patent 
application).  

     6.3. Payment of Expenses .  

          (a) Within thirty (30) days after the Effective Date, Company shall pay the University {***} to reimburse University for its actual 
expenses incurred as of the Effective Date in connection with obtaining the Patent Rights. If this Agreement is terminated according to the 
terms of Subsection 3.1(a), University shall reimburse Company for any patent expenses that are paid pursuant to this Subsection 6.3(a), if it 
enters into a license agreement with another party for the Patent Rights in the Field.  

          (b) Within thirty (30) days after University invoices Company, Company shall reimburse University for all patent-related expenses that 
have not been paid under Subsection 6.3(a) and that are incurred by University pursuant to Section 6.1. Company may elect, upon sixty 
(60) days’ written notice to University, to cease payment of the expenses associated with obtaining or maintaining patent protection for one or 
more Patent Rights in one or more countries. If Company elects to cease payment of any patent expenses, Company loses all rights under this 
Agreement with respect to the particular Patent Rights in those one or more countries.  

     6.4. Infringement .  

          (a) Notification of Infringement . Each party agrees to provide written notice to the other party promptly after becoming aware of any 
infringement of the Patent Rights.  

          (b) Company Right to Prosecute . As long as Company remains the exclusive licensee of the Patent Rights in the Field, Company may, 
under its own control and at its own expense, prosecute any third party infringement of the Patent Rights in the Field or, together with licensees 
of the Patent Rights in other fields (if any), defend the Patent Rights in any declaratory judgment action brought by a third party which alleges 
invalidity, unenforceability, or infringement of the Patent Rights. Prior to commencing any action, Company shall consult with University and 
shall consider the views of University regarding the advisability of the proposed action and its effect on the public interest. Company may not 
enter into any settlement, consent judgment, or other voluntary final disposition of any infringement action under this Subsection 6.4(b) 
without the prior written consent of University, which consent may not be unreasonably withheld or delayed. Any recovery obtained in an 
action under this Subsection 6.4(b) shall be  
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distributed as follows: (i) each party shall be reimbursed for any expenses incurred in the action (including the amount of any royalty payments 
withheld from University as described below); (ii) as to ordinary damages, Company shall receive an amount equal to its lost profits or a 
reasonable royalty on the infringing sales (whichever measure of damages the court applied), less a reasonable approximation of the royalties 
that Company would have paid to University if Company had sold the infringing products and services rather than the infringer; and (iii) as to 
special or punitive damages, the parties shall share equally in any award. Company may offset a total of fifty percent (50%) of any expenses 
incurred under this Subsection 6.4(b) against any royalty payments due to University under this Agreement. However, Company may never 
reduce royalty payments under Section 4.5. by more than fifty percent (50%) in any Royalty Period.  

          (c) University as Indispensable Party . University shall permit any action under Subsection 6.4(b) to be brought in its name if required by 
law, provided that Company shall hold University harmless from, and if necessary indemnify University against, any costs, expenses, or 
liability that University may incur in connection with the action.  

          (d) University Right to Prosecute . If Company fails to initiate an infringement action within a reasonable time after it first becomes 
aware of the basis for the action, or to answer a declaratory judgment action within a reasonable time after the action is filed, University may 
prosecute the infringement or answer the declaratory judgment action under its sole control and at its sole expense, and any recovery obtained 
shall be given to University. If University takes action under this Subsection 6.4(d), University shall keep Company reasonably informed of 
material actions taken by University pursuant to the infringement or declaratory action.  

          (e) Cooperation . Both parties shall cooperate fully in any action under this Section 6.4. which is controlled by the other party, provided 
that the controlling party reimburses the cooperating party promptly for any reasonable costs and expenses incurred by the cooperating party in 
connection with providing assistance.  

7. Confidential Information; Publications; Publicity .  

     7.1. Confidential Information .  

          (a) Designation . The Disclosing Party shall mark Confidential Information that is disclosed in writing with a legend indicating its 
confidential status (such as, “Confidential” or “Proprietary”). The Disclosing party shall document Confidential Information that is disclosed 
orally or visually in a written notice and deliver the notice to the Receiving Party within thirty (30) days of the date of disclosure. The notice 
shall summarize the Confidential Information that was disclosed and reference the time and place of disclosure.  

          (b) Obligations . For five (5) years after disclosure of any portion of Confidential Information, the Receiving Party shall (i) maintain 
Confidential Information in confidence, except that the Receiving Party may disclose or permit the disclosure of any Confidential Information 
to its trustees or directors, officers, employees, consultants, and advisors who are obligated to maintain the confidential nature of Confidential 
Information and  
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who need to know Confidential Information for the purposes of this Agreement; (ii) use Confidential Information solely for the purposes of this 
Agreement; and (iii) allow its trustees or directors, officers, employees, consultants, and advisors to reproduce the Confidential Information 
only to the extent necessary for the purposes of this Agreement, with all reproductions being Confidential Information.  

          (c) Exceptions . The obligations of the Receiving Party under Subsection 7.1(b) do not apply to the extent that the Receiving Party can 
demonstrate that Confidential Information (i) was in the public domain prior to the time of its disclosure under this Agreement; (ii) entered the 
public domain after the time of its disclosure under this Agreement through means other than an unauthorized disclosure resulting from an act 
or omission by the Receiving Party; (iii) was already known or independently developed or discovered by the Receiving Party without use of 
the Confidential Information; (iv) is or was disclosed to the Receiving Party at any time, whether prior to or after the time of its disclosure 
under this Agreement, by a third party having no fiduciary relationship with the Disclosing Party and having no obligation of confidentiality 
with respect to the Confidential Information; or (v) is required to be disclosed to comply with applicable laws or regulations or with a court or 
administrative order, provided that the Disclosing Party receives reasonable prior written notice of the disclosure.  

          (d) Ownership and Return . The Receiving Party acknowledges that the Disclosing Party (or a third party entrusting its own information 
to the Disclosing Party) owns the Confidential Information in the possession of the Receiving Party. Upon expiration or termination of this 
Agreement, or at the request of the Disclosing Party, the Receiving Party shall return to the Disclosing Party all originals, copies, and 
summaries of documents, materials, and other tangible manifestations of Confidential Information in the possession or control of the Receiving 
Party, except that the Receiving Party may retain one copy of the Confidential Information in the possession of its legal counsel solely for the 
purpose of monitoring its obligations under this Agreement.  

     7.2. Publicity Restrictions . Company may not use the name of University or any of its trustees, officers, faculty, students, employees, or 
agents, or any adaptation of their names, or any terms of this Agreement in any promotional material or other public announcement or 
disclosure without the prior written consent of University. The foregoing notwithstanding, Company or CytRx Corporation may disclose that 
information without the consent of University in any prospectus, offering memorandum, or other document or filing required by applicable 
securities laws or other applicable law or regulation, provided that Company provides University at least ten (10) days (or a shorter period in 
order to enable Company to make a timely announcement to fulfill applicable securities laws or other applicable law or regulation, while 
affording University the maximum feasible time to review the announcement) prior written notice of the proposed text for the purpose of 
giving University the opportunity to comment on the text.  

8. Term and Termination .  

     8.1. Term . This Agreement commences on the Effective Date and remains in effect until the expiration of all issued patents within the 
Patent Rights unless earlier terminated in accordance with the provisions of this Agreement.  
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     8.2. Voluntary Termination by Company . Company may terminate this Agreement for any reason upon ninety (90) days’ prior written 
notice to University.  

     8.3. Termination for Default . If either party commits a material breach of its obligations under this Agreement and fails to cure that breach 
within sixty (60) days after receiving written notice of the breach, the other party may terminate this Agreement immediately upon written 
notice to the party in breach. If the alleged breach involves nonpayment of any amounts due University under this Agreement, Company has 
only one opportunity to cure a material breach for which it receives notice as described above. Any subsequent material breach by Company 
will entitle University to terminate this Agreement immediately upon written notice to Company, without the sixty-day cure period.  

     8.4. Force Majeure . Neither party is responsible for delays resulting from causes beyond its reasonable control, including without limitation 
fire, explosion, flood, war, strike, act of terrorism or riot, provided that the nonperforming party uses commercially reasonable efforts to avoid 
or remove those causes of nonperformance and continues performance under this Agreement with reasonable dispatch whenever the causes are 
removed.  

     8.5. Effect of Termination . The following provisions survive the expiration or termination of this Agreement: Articles 1 and 9; 
Sections 3.3., 3.4, 3.6., 5.2. (obligation to provide final report and payment), 5.3., 5.4., 5.5., 5.6., 5.7., 5.8., 6.4., 7.1., 7.2., 8.5 and 10.9. Upon 
the early termination of this Agreement, Company and its Affiliates and Sublicensees may complete and sell any work-in-progress and 
inventory of Licensed Products that exist as of the effective date of termination, provided that (a) Company is current in payment of all 
amounts due University under this Agreement, (b) Company pays University the applicable royalty and Sublicense Income on sales of 
Licensed Products in accordance with the terms of this Agreement, and (c) Company and its Affiliates and Sublicensees complete and sell all 
work-in-progress and inventory of Licensed Products within six (6) months after the effective date of termination. Upon the expiration or 
termination of this Agreement, University may enter into a license agreement directly with each Sublicensee on terms that are reasonably 
negotiated directly with each Sublicensee. Notwithstanding the foregoing, upon the expiration or termination of this Agreement, University 
shall enter into a license agreement directly with each Sublicensee on the same terms as each Sublicense Agreement that is in effect. However, 
the University and Sublicensee shall modify each Sublicense Agreement to the extent necessary to ensure that University does not assume any 
greater obligations under the license agreement than those set forth in this Agreement and that Sublicensee complies with all obligations of the 
Company under this Agreement.  

9. Dispute Resolution .  

     9.1. Procedures Mandatory . The parties shall resolve any dispute arising out of or relating to this Agreement solely by means of the 
procedures set forth in this Article. These procedures constitute legally binding obligations that are an essential provision of this Agreement. If 
either party fails to observe the procedures of this Article, as modified by their written agreement, the other party may bring an action for 
specific performance in any court of competent jurisdiction.  
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     9.2. Dispute Resolution Procedures .  

          (a) Negotiation . In the event of any dispute arising out of or relating to this Agreement, the affected party shall notify the other party, 
and the parties shall attempt in good faith to resolve the matter within ten (10) days after the date of notice (the “Notice Date”). Any disputes 
not resolved by good faith discussions shall be referred to senior executives of each party, who shall meet at a mutually acceptable time and 
location within thirty (30) days after the Notice Date and attempt to negotiate a settlement.  

          (b) Mediation . If the matter remains unresolved within sixty (60) days after the Notice Date, or if the senior executives fail to meet 
within thirty (30) days after the Notice Date, either party may initiate mediation upon written notice to the other party, and both parties shall 
engage in a mediation proceeding under the then current CPR Institute for Dispute Resolution (“CPR”) Model Procedure for Mediation of 
Business Disputes. Specific provisions of this Subsection 9.2(b) override inconsistent provisions of the CPR Model Procedure. The parties shall 
select the mediator from the CPR Panels of Neutrals. If the parties cannot agree upon the selection of a mediator within ninety (90) days after 
the Notice Date, then upon the request of either party, the CPR shall appoint the mediator. The parties shall attempt to resolve the dispute 
through mediation until one of the following occurs: (i) the parties reach a written settlement; (ii) the mediator notifies the parties in writing 
that they have reached an impasse; (iii) the parties agree in writing that they have reached an impasse; or (iv) the parties have not reached a 
settlement within one hundred twenty (120) days after the Notice Date.  

          (c) Trial Without Jury . If the parties fail to resolve the dispute through mediation, or if neither party elects to initiate mediation, each 
party may pursue any other remedies legally available to resolve the dispute. However, the parties expressly waive the right to a jury trial in the 
legal proceeding under this Subsection 9.2(c).  

     9.3. Preservation of Rights Pending Resolution .  

          (a) Performance to Continue . Each party shall continue to perform its obligations under this Agreement pending final resolution of any 
dispute arising out of or relating to this Agreement. However, a party may suspend performance of its obligations during any period in which 
the other party fails or refuses to perform its obligations.  

          (b) Provisional Remedies . Although the procedures specified in this Article are the exclusive procedures for resolution of disputes 
arising out of or relating to this Agreement, either party may seek a preliminary injunction or other provisional equitable relief if, in its 
reasonable judgment, that action is necessary to avoid irreparable harm to itself or to preserve its rights under this Agreement.  

          (c) Statute of Limitations . The parties agree that all applicable statutes of limitation and time-based defenses (such as, estoppel and 
laches) are tolled while the procedures set forth in Subsections 9.2.(a) and 9.2(b) are pending. The parties shall take any actions necessary to 
effectuate this result.  
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10.  Miscellaneous .  

     10.1. Representations and Warranties . University represents that its employees have assigned to University their entire right, title, and 
interest in the Patent Rights, and that it has authority to grant the rights and licenses set forth in this Agreement, and that it has not granted any 
rights in the Patent Rights to any third party that is inconsistent with the grant of rights in this Agreement. UNIVERSITY MAKES NO 
OTHER WARRANTIES CONCERNING THE PATENT RIGHTS, INCLUDING WITHOUT LIMITATION ANY EXPRESS OR IMPLIED 
WARRANTY OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE. Specifically, University makes no warranty or 
representation (a) regarding the validity or scope of the Patent Rights, (b) that the exploitation of the Patent Rights or any Licensed Product will 
not infringe any patents or other intellectual property rights of a third party, and (c) that any third party is not currently infringing or will not 
infringe the Patent Rights.  

     10.2. Compliance with Law and Policies . Company agrees to comply with applicable law and the policies of University in the area of 
technology transfer and shall promptly notify University of any violation that Company knows or has reason to believe has occurred or is likely 
to occur. The University policies currently in effect at the Worcester campus are the Intellectual Property Policy, Policy on Conflicts of Interest 
Relating to Intellectual Property and Commercial Ventures, and Policy on Faculty Consulting and Outside Activities.  

     10.3. Tax-Exempt Status . Company acknowledges that University, as a public institution of the Commonwealth of Massachusetts, is an 
exempt organization under the United States Internal Revenue Code of 1986, as amended. Company also acknowledges that certain facilities in 
which the licensed inventions were developed may have been financed through offerings of tax-exempt bonds. If the Internal Revenue Service 
determines, or if counsel to University reasonably determines, that any term of this Agreement jeopardizes the tax-exempt status of University 
or the bonds used to finance University facilities, the relevant term is invalid and shall be modified in accordance with Section 10.11.  

     10.4. Counterparts . This Agreement may be executed in one or more counterparts, each of which is an original, and all of which together 
are one instrument.  

     10.5. Headings . All headings are for convenience only and do not affect the meaning of any provision of this Agreement.  

     10.6. Binding Effect . This Agreement is binding upon and inures to the benefit of the parties and their respective permitted successors and 
assigns.  

     10.7. Assignment . This Agreement may not be assigned by either party without the prior written consent of the other party, which consent 
may not be unreasonably withheld or delayed. Notwithstanding the foregoing, this Agreement may be assigned by either party in connection 
with a merger, consolidation, sale of all of the equity interests of the party, or a sale of all or substantially all of the assets of the party to which 
this Agreement relates.  

     10.8. Amendment and Waiver . The parties may only amend, supplement, or otherwise modify this Agreement through a written instrument 
signed by both parties. The waiver of any  
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rights or failure to act in a specific instance relates only to that instance and is not an agreement to waive any rights or fail to act in any other 
instance.  

     10.9. Governing Law . This Agreement is governed by and construed in accordance with the laws of the Commonwealth of Massachusetts 
irrespective of any conflicts of law principles. The parties may only bring legal action that arises out of or in connection with this Agreement in 
the Massachusetts Superior Court in Suffolk County.  

     10.10. Notice . Any notices required or permitted under this Agreement shall be in  

     writing, shall specifically refer to this Agreement, and shall be sent by recognized national overnight courier, or registered or certified mail, 
postage prepaid, return receipt requested, to the following addresses:  

All notices under this Agreement are effective upon receipt. A party may change its contact information immediately upon written notice to the 
other party in the manner provided in this Section 10.10.  

     10.11. Severability . If any provision of this Agreement is held invalid or unenforceable for any reason, the invalidity or unenforceability 
does not affect any other provision of this Agreement, and the parties shall negotiate in good faith to modify the Agreement to preserve (to the 
extent possible) their original intent. If the parties fail to reach a modified agreement within sixty (60) days after the relevant provision is held 
invalid or unenforceable, then the dispute shall be resolved in accordance with the procedures set forth in Article 9. While the dispute is 
pending resolution, this Agreement shall be construed as if the provision were deleted by agreement of the parties.  

     10.12. Entire Agreement . This Agreement constitutes the entire agreement between the parties with respect to its subject matter and 
supersedes all prior agreements or understandings between the parties relating to its subject matter.  

      THE PARTIES have caused this Agreement to be executed by their duly authorized representatives as of the Effective Date.  
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If to University:    If to Company: 
       
Office of Technology Management    RXi Pharmaceuticals Corporation 
University of Massachusetts    One Innovation Drive 
333 South Street, Suite 400    Worcester, MA 01605 
Shrewsbury, MA 01545      
Attention: Executive Director    Attention: President 

                      
UNIVERSITY OF MASSACHUSETTS       RXI PHARMACEUTICALS CORP.     
                       
By:    /s/ James P. McNamara        By:   /s/ Tod Woolf      
     

   

          
   

    
Name:   James P. McNamara, Ph.D.,       Name:   Tod Woolf, Ph.D.     
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Title: 

  
Executive Director, Office of Technology 
Management   

  
  
Title: 

  
President & CEO 

  
  

                       
Date:           Date:         
     

   

          
   

    



   

EXHIBIT A  

Patent Rights  

UMMC 03-68  

      Invention Disclosure  

Entitled: “Methods of efficient siRNA delivery in human cells — new approaches for the development of siRNA therapeutics”  

      Provisional Application  

Entitled: “Delivery of siRNAs”  
Tariq M. Rana, Ph.D.,  
Filed 11/26/2002 – Application No. 60/430,530  

      U.S. Utility Application  

Entitled: “Delivery of siRNAs”  
Tariq M. Rana, Ph.D.,  
Filed 11/24/2003 – Application No. 10/772,176  

      PCT Application  

Entitled: “Delivery of siRNAs”  
Tariq M. Rana, Ph.D.,  
Filed 11/24/2003 – Application No. PCT/US2003/037886  

      European Application  

Entitled: “Delivery of siRNAs”  
Tariq M. Rana, Ph.D.,  
Priority Filing Date: 11/24/2003 – Application No. 03796481.4  

      Australian Application  

Entitled: “Delivery of siRNAs”  
Tariq M. Rana, Ph.D.,  
Priority Filing Date: 11/24/2003 – Application No. 2003298724  

      Canadian Application  

Entitled: “Delivery of siRNAs”  
Tariq M. Rana, Ph.D.,  
Priority Filing Date: 11/24/2003 – Application No. 2,506,714  

      Hong Kong Application  

Entitled: “Delivery of siRNAs”  
Tariq M. Rana, Ph.D.,  
Priority Filing Date: 11/24/2003 – Application No. 06104637.5  
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UMMC 06-38  

      Invention Disclosure  

Entitled: “Design, Synthesis, and Formulation of Nanotransporters for Efficient Nucleic Acids and other Pharmaceutics Delivery in Cells 
and Animals  

      Provisional Application  

Entitled: “Nanotransporters for Efficient Delivery of Nucleic Acid and Other Pharmaceutical Agents”  
Tariq M. Rana, Ph.D.,  
Filed 1/26/2006 – Application No. 60/762,956  

UMMC 06-39  

      Invention Disclosure  

Entitled: “Therapeutic Silencing of Genes Involved in Cholesterol Biosynthesis and Other Metabolic Disorders by Chemically Modified 
siRNA and New Delivery Agents”  

      Provisional Application  

Entitled: “Improved RNA Interference Agents for Use in Therapy of Metabolic Disorders”  
Tariq M. Rana, Ph.D.,  
Filed 1/26/2006 – Application No. 60/762,951  
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Exhibit 10.6 

EXCLUSIVE LICENSE AGREEMENT  

     This Agreement, effective as of January 10, 2007 (the “Effective Date”), is between the University of Massachusetts (“University”), a public 
institution of higher education of the Commonwealth of Massachusetts as represented by its Worcester campus, and RXi Pharmaceuticals 
Corporation (“Company”), a Delaware corporation.  

RECITALS  

     WHEREAS, University owns intellectual property rights which relate to therapeutic applications of RNAi, as described in University’s 
invention disclosure UMMC 03-75, entitled “Gene Silencing with siRNA Containing Mismatches to Targets: A New Method to Cure Allele 
Specific Genetic Diseases and Disorders ”;  

     WHEREAS, Company is engaged in business relating to the development and commercialization of products that use or incorporate 
University’s intellectual property rights and has the capability of developing commercial applications of the intellectual property;  

     WHEREAS, Company desires to obtain an exclusive license to University’s intellectual property rights, and University is willing to grant an 
exclusive license to its intellectual property rights under the following conditions so that these intellectual property rights may be developed to 
their fullest and the benefits enjoyed by the general public; and  

     WHEREAS, the license that is granted in this Agreement promotes the development of publicly funded intellectual property to practical 
application for the public good.  

     THEREFORE, University and Company agree as follows:  

1. Definitions .  

     1.1 “ Affiliate ” means an entity that controls, is controlled by, or is under common control with a party to this Agreement. The term 
“control” as used in the preceding sentence means possession of the power to direct or call for the direction of the management and policies of 
an entity, whether through ownership of a majority of the outstanding voting securities, by contract, or otherwise.  

     1.2 “ Companion UMass License Agreements ” means this Agreement and the license agreements with University that are executed on the 
same date as this Agreement for University technologies, UMMC 03-68, UMMC 06-38, UMMC 06-39, UMMC 06-08, UMMC 07-08, and 
UMMC 06-21, collectively.  

     1.3. “ Confidential Information ” means any confidential or proprietary information furnished by one party (the “Disclosing Party”) to the 
other party (the “Receiving Party”) in connection with this Agreement that is specifically designated as confidential, as further described in 
Article 7.  
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     1.4. “ Field ” means Primary Field and Secondary Field collectively. Any commercial sale of research reagents covered by the Patent Rights 
is specifically excluded from the Field. The foregoing shall not be interpreted to prevent Company, its Affiliates or corporate partners from 
performing research related to discovery or development of Licensed Products for itself or any Affiliate or Sublicensee. (a) “ Primary Field ” 
means therapeutic, prophylactic, or diagnostic health care applications for amyotrophic lateral sclerosis (ALS), diabetes, and obesity, in 
humans. (b) “ Secondary Field ” means therapeutic, prophylactic, or diagnostic health care applications in humans that are not included in the 
Primary Field.  

     1.5. “ Licensed Product ” means any product that cannot be developed, manufactured, used, or sold without infringing one or more Valid 
Claims.  

     1.6. “ Net Sales ” means the gross amount billed or invoiced on sales of Licensed Products by Company, its Affiliates and Sublicensees, less 
the following: (a) customary trade, quantity, or cash discounts to non-affiliated brokers or agents to the extent actually allowed and taken; 
(b) amounts repaid or credited by reason of rejection or return; (c) to the extent separately stated on purchase orders, invoices, or other 
documents of sale, any taxes or other governmental charges levied on the production, sale, transportation, delivery, or use of a Licensed 
Product which is paid by or on behalf of Company; and (d) outbound transportation costs prepaid or allowed and costs of insurance in transit.  

     In any transfers of Licensed Products between any of Company and Affiliates and Sublicensees, Net Sales are calculated based on the final 
sale of the Licensed Product to an independent third party. If Company or an Affiliate or Sublicensee receives non-monetary consideration for 
any Licensed Products, Net Sales are calculated based on the fair market value of that consideration. If Company or its Affiliates or 
Sublicensees use or dispose of a Licensed Product in the provision of a commercial service, the Licensed Product is sold and the Net Sales are 
calculated based on the sales price of the Licensed Product to an independent third party during the same Royalty Period or, in the absence of 
sales, on the fair market value of the Licensed Product as determined by the parties in good faith.  

     1.7. “ Patent Rights ” means the United States patent applications listed in Exhibit A, patent applications covering invention disclosures 
listed in Exhibit A, and any divisional, continuation, or continuation-in-part of those patent applications to the extent the claims are directed to 
subject matter specifically described therein as well as any patents issued on these patent applications and any reissues or reexaminations or 
extensions of the patents, and any foreign counterparts to any of the foregoing.  

     1.8. “ Royalty Period ” means the partial calendar quarter commencing on the date on which the first Licensed Product is sold or used and 
every complete or partial calendar quarter thereafter during which either (a) this Agreement remains in effect or (b) Company has the right to 
complete and sell work-in-progress and inventory of Licensed Products pursuant to Section 8.5.  

     1.9. “ Sublicense Agreement ” means any agreement in which Company grants rights to the Patent Rights pursuant to Section 2.2.  
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     1.10. “ Sublicense Income ” means payments or other value that Company receives from a Sublicensee in consideration of the sublicense of 
the rights granted Company under Section 2.1., including without limitation, license fees, equity, milestone payments, and license maintenance 
fees, but excluding the following payments: (a) payments made in consideration for the issuance of equity or debt securities of Company at fair 
market value, (b) payments specifically committed to the development of Licensed Products, (c) reimbursements of patent expenses for the 
Patent Rights, and (d) royalties.  

     1.11. “ Sublicensee ” means any permitted sublicensee of the rights granted Company under this Agreement, as further described in 
Section 2.2.  

     1.12. “ Valid Claim ” means (a) a claim of an issued and unexpired patent covering the Patent Rights which has not been permanently 
revoked or held unenforceable or invalid by an unappealable or unappealed decision of a court or government agency of competent jurisdiction 
or (b) a claim of a pending patent application within the Patent Rights that has not been abandoned or finally disallowed without the possibility 
of appeal or refiling.  

2. Grant of Rights  

     2.1. License Grant . University grants to Company an exclusive, worldwide, royalty-bearing license in the Patent Rights to make, have 
made, use, offer to sell, sell, have sold and imported Licensed Products in the Field, including research for development of Licensed Products.  

     2.2. Sublicenses . Company may grant sublicenses of its rights under Section 2.1. with the consent of University, which consent may not be 
unreasonably withheld or delayed. All Sublicense Agreements executed by Company pursuant to this Section 2.2 shall expressly bind the 
Sublicensee to the terms of this Agreement. Company shall promptly furnish University with a fully executed copy of any Sublicense 
Agreement.  

     2.3. Retained Rights .  

          (a) University . University retains the right to use the Patent Rights for academic research, teaching, and non-commercial patient care, 
without payment of compensation to Company. University may license its retained rights under this Subsection 2.3(a) to research collaborators 
of University faculty members, post-doctoral fellows, and students.  

          (b) Federal Government . If the federal government has funded any invention claimed in the Patent Rights, this Agreement and the grant 
of any rights in Patent Rights are subject to the federal law set forth in 35 U.S.C. §§ 201-211 and the regulations promulgated thereunder, as 
amended, or any successor statutes or regulations. Company acknowledges that these statutes and regulations reserve to the federal government 
a royalty-free, non-exclusive, non-transferrable license to practice any government-funded invention claimed in the Patent Rights. If any term 
of this Agreement fails to conform to those laws and regulations, the relevant term is invalid, and the parties shall modify the term pursuant to 
Section 10.11.  
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          (c) Other Organizations . University represents that all inventions claimed in the Patent Rights have been funded only by the federal 
government or University funds.  

     2.4. Assignment of UMass/CytRx Licenses . On or before March 31, 2007, Company shall obtain assignment from CytRx Corporation of 
the license agreements that cover the following RNAi technologies that CytRx has licensed from University and the Carnegie Institution , 
UMMC 01-36, UMMC 02-01, UMMC 03-17, UMMC 03-33, UMMC 03-60, and UMMC 98-22, in a manner compliant with the relevant 
license agreements. University shall consent to any assignment as necessary. If Company does not obtain assignment of those license 
agreements on or before March 31, 2007, this Agreement immediately terminates.  

3. Company Obligations Relating to Commercialization .  

     3.1. Diligence Requirements . Company shall use diligent efforts or cause its Affiliates and Sublicensees to use diligent efforts to develop 
Licensed Products and to introduce Licensed Products into the commercial market. Thereafter, Company or its Affiliates or Sublicensees shall 
make Licensed Products reasonably available to the public. Specifically, Company shall fulfill the following obligations:  

          (a) Financing the Company . On or before March 31, 2007, Company shall raise at least Fifteen Million Dollars ($15,000,000) from 
investors which may include CytRx Corporation (the “Initial Financing”) or this Agreement automatically terminates, and Company shall pay 
University Seventy-Five Thousand Dollars ($75,000) due April 1, 2007 (payable only once under the Companion UMass License Agreements). 
However, if Company demonstrates to the reasonable satisfaction of University that, on March 31, 2007, investors are performing due 
diligence for, or, in the case of CytRx Corporation, is otherwise taking actions that are reasonably likely to result in, the financing of Company 
of at least $15,000,000, University grants Company a thirty (30) day extension from March 31, 2007, to fulfill the financing obligation set forth 
in this Subsection 3.1(a). If Company can demonstrate to the reasonable satisfaction of University that investors are performing due diligence 
for, or, in the case of CytRx Corporation, is otherwise taking actions that are reasonably likely to result in, the financing of Company of at least 
$15,000,000, Company shall be granted up to two additional thirty (30) day extensions to fulfill the financing obligation by paying to 
University Twenty-Five Thousand Dollars ($25,000) each on the last day of the previous extension. The extension fees are non-refundable but 
creditable to the upfront license fee.  

          (b) Development of Licensed Products .  

               (i) On or before execution of this Agreement, Company shall furnish University with a written business plan under which Company 
intends as of the Effective Date to develop Licensed Products. University acknowledges that this business plan is a statement of Company’s 
current intention regarding the development of Licensed Product and that Company’s plans regarding the development of Licensed Products 
may change.  

               (ii) Within sixty (60) days after the start of each calendar year, beginning on January 1, 2008, Company shall furnish University with 
a written report on progress during the prior year to develop and commercialize Licensed Products, including  
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without limitation research and development, efforts to obtain regulatory approval, marketing, and sales figures. The Company shall also 
include in the report a discussion of its intended development and commercialization efforts and sales projections for the current year.  

               (iii) Within five (5) years after the Effective Date, Company, its Affiliate or Sublicensee shall file an IND or its equivalent with the 
FDA covering at least one (1) Licensed Product.  

               (iv) Within twelve (12) years after the Effective Date, Company, its Affiliate or Sublicensee shall file an NDA or BLA with the FDA 
covering at least one (1) Licensed Product.  

               (v) Within three (3) months after receiving FDA approval of the NDA or BLA for any Licensed Product, Company, its Affiliate or 
Sublicensee shall market the approved Licensed Product in the United States.  

               (vi) Company or its partner shall spend at least {***} per calendar year for development of Licensed Products until the earlier of three 
years after the Effective Date or the commencement of a Phase II clinical trial on a Licensed Product.  

     3.2. If University determines that Company has not fulfilled its obligations under Subsection 3.1(b), University shall furnish Company with 
written notice of the determination. Within sixty (60) days after receipt of the notice, Company shall either (a) fulfill the relevant obligation or 
(b) negotiate with University a mutually acceptable schedule of revised diligence obligations, failing which University may, immediately upon 
written notice to Company, terminate this Agreement or convert the exclusive license into a non-exclusive license.  

     3.3. Indemnification .  

          (a) Indemnity . Company shall indemnify, defend, and hold harmless University and its trustees, officers, faculty, students, employees, 
and agents and their respective successors, heirs and assigns (the “Indemnitees”), against any liability, damage, loss, or expense (including 
reasonable attorneys’ fees and expenses of litigation) incurred by or imposed upon any of the Indemnitees in connection with any claims, suits, 
actions, demands or judgments arising out of any theory of liability (including without limitation actions in the form of tort, warranty, or strict 
liability and regardless of whether the action has any factual basis) concerning any product, process, or service that is made, used, or sold 
pursuant to any right or license granted under this Agreement. However, indemnification does not apply to any liability, damage, loss, or 
expense to the extent directly attributable to (i) the gross negligence or intentional misconduct of the Indemnitees or (ii) the settlement of a 
claim, suit, action, or demand by Indemnitees without the prior written approval of Company.  

          (b) Procedures . The Indemnitees agree to provide Company with prompt written notice of any claim, suit, action, demand, or judgment 
for which indemnification is sought under this Agreement. Company agrees, at its own expense, to provide attorneys reasonably acceptable to 
University to defend against any claim. The Indemnitees shall cooperate fully with Company in the defense and will permit Company to 
conduct and control  
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the defense and the disposition of the claim, suit, or action (including all decisions relative to litigation, appeal, and settlement). However, any 
Indemnitee may retain its own counsel, at the expense of Company, if representation of the Indemnitee by the counsel retained by Company 
would be inappropriate because of actual or potential conflicts in the interests of the Indemnitee and any other party represented by that 
counsel. Company agrees to keep University informed of the progress in the defense and disposition of the claim and to consult with University 
regarding any proposed settlement.  

          (c) Insurance . Company shall maintain insurance or self-insurance that is reasonably adequate to fulfill any potential obligation to the 
Indemnitees, but not less than one million dollars ($1,000,000) for injuries to any one person arising out of a single occurrence and five million 
dollars ($5,000,000) for injuries to all persons arising out of a single occurrence. Company shall provide University, upon request, with written 
evidence of insurance or self-insurance. Company shall continue to maintain the insurance or self-insurance after the expiration or termination 
of this Agreement while Company, its Affiliate or Sublicensee continues to make, use, or sell a Licensed Product and thereafter for five 
(5) years.  

     3.4. Use of University Name . In accordance with Section 7.2., Company and its Affiliates and Sublicensees may not use the name 
“University of Massachusetts” or any variation of that name in connection with the marketing or sale of any Licensed Products.  

     3.5. Marking of Licensed Products . To the extent commercially feasible and consistent with prevailing business practices, Company shall 
mark and shall cause its Affiliates and Sublicensees to mark all Licensed Products that are manufactured or sold under this Agreement with the 
number of each issued patent under the Patent Rights that applies to a Licensed Product.  

     3.6. Compliance with Law . Company shall comply with, and shall ensure that its Affiliates and Sublicensees comply with, all local, state, 
federal, and international laws and regulations relating to the development, manufacture, use, and sale of Licensed Products. Company 
expressly agrees to comply with the following:  

          (a) Company or its Affiliates or Sublicensees shall obtain all necessary approvals from the United States Food & Drug Administration 
and any similar foreign governmental authorities in which Company or Affiliate or Sublicensee intends to make, use, or sell Licensed Products. 

          (b) Company and its Affiliates and Sublicensees shall comply with all United States laws and regulations controlling the export of 
commodities and technical data, including without limitation all Export Administration Regulations of the United States Department of 
Commerce. Among other things, these laws and regulations prohibit or require a license for the export of certain types of commodities and 
technical data to specified countries and foreign nationals. Company hereby gives written assurance that it will comply with and will cause its 
Affiliates and Sublicensees to comply with all United States export control laws and regulations, that it bears sole responsibility for any 
violation of those laws and regulations by itself or its Affiliates or Sublicensees, and that it will indemnify, defend, and hold University 
harmless (in accordance with Section 3.3.) for the consequences of any violation.  
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          (c) If any invention claimed in the Patent Rights has been funded by the United States government, and only to the extent required by 
applicable laws and regulations, Company agrees that any Licensed Products used or sold in the United States will be manufactured 
substantially in the United States or its territories. Current law provides that if domestic manufacture is not commercially feasible under the 
circumstances, University may seek a waiver of this requirement from the relevant federal agency on behalf of Company.  

4. Consideration for Grant of Rights .  

     4.1. License Fees .  

          (a) On the Effective Date, Company shall pay to University {***}.  

          (b) Within thirty (30) days after the closing of the Initial Financing, Company shall pay to University {***}.  

The license fees are nonrefundable and are not creditable against any other payments due to University under this Agreement.  

     4.2. Equity .  

          (a) Within thirty (30) days after the closing of the Initial Financing, Company shall issue to University that number shares of Common 
Stock of Company having an aggregate valuation equal to {***} according to the Company valuation at the Initial Financing. In connection 
with the issuance of stock pursuant to this Section 4.2, the University agrees to become a party to other agreements of Company to the same 
extent (except any limitations relating to the University’s status as an agency of the Commonwealth of Massachusetts, e.g., prohibition on 
indemnification) as holders of more than five percent (5%) of the Common Stock of Company (such as, voting agreement and stock restriction 
agreement). University acknowledges that all certificates representing the shares described in this Subsection 4.2(a) may bear customary 
legends that require compliance with the Securities Act of 1933 and related state securities laws upon any transfer of the shares. Company shall 
use commercially reasonable efforts to register the stock issued to University pursuant to this Subsection 4.2(a) as soon as possible, subject to 
customary terms in connection with the registration.  

          (b) Beginning on the Effective Date, Company shall notify University reasonably prior to each Company board of directors meeting and 
provide University with related documentation to the same extent that is supplied to the board of directors. Company shall permit one 
representative of University to attend all board of director meetings until the earlier of five (5) years after the Effective Date or the 
commencement by the Company of a Phase II clinical trial relating to a Licensed Product. The University attendee may not be a voting member 
of the board. The University attendee shall comply with restrictions to which other board members are subject, such as, confidentiality 
requirements relating to Board discussions and shall execute any agreement reasonably required by Company to effect those restrictions. The 
Company board of directors may exclude University representative from those portions of board meetings that pertain to compensation and 
personnel issues and as deemed  
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reasonably necessary for the board members to exercise their fiduciary responsibilities and to comply with applicable laws and regulations.  

     4.3. License Maintenance Fee . At the beginning of each calendar year during the term of this Agreement, commencing on January 1, 2008, 
Company shall pay to University {***}. This annual license maintenance fee is nonrefundable and is not creditable against any other payments 
due to University under this Agreement.  

     4.4. Milestone Payments . Company shall pay University the following milestone payments within thirty (30) days after the occurrence of 
each event for each Licensed Product:  

If a milestone payment is made under this Section 4.4 based on the passage of time rather than on the achievement of a particular milestone 
event, that milestone payment is not due for the first Licensed Product with respect to the later achievement of that milestone event. These 
milestone payments are nonrefundable and are not creditable against any other payments due to University under this Agreement. For each 
Licensed Product, Company shall make all milestone payments, even if an earlier milestone event has not occurred. For example, if Company 
proceeds from Phase I clinical trial directly to Phase III, the milestone payments for both Phase II and III are due upon achievement of the 
Phase III milestone event. Also, if Company uses a Phase II clinical trial as a registration trial and proceeds directly to NDA submission 
without performing a Phase III trial, then upon filing of the NDA, both the Phase III and NDA milestone payments are due.  

     4.5. Royalties . Company shall pay to University a royalty of {***} of Net Sales.  

     4.6. Minimum Royalty . Within sixty (60) days after the beginning of each calendar year during the term of this Agreement, beginning 
January 1, 2012, Company shall pay to University a minimum royalty of {***}. Company may credit the minimum royalty paid under this 
Section 4.6 against actual royalties due and payable for the same calendar year. Waiver of any minimum royalty payment by University is not a 
waiver of any subsequent minimum royalty payment. If Company fails to make any minimum royalty payment within the sixty-day period, that 
failure is a material breach of its obligations under this Agreement, and University may terminate this Agreement in accordance with 
Section 8.3.  
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Event   Payment 

The first issuance of any claim under any Patent Rights      {***}   
Earlier of filing IND or 4 years after Effective Date      {***}   
Earlier of initiation Phase II clinical trial or 6 years after the Effective Date      {***}   
Earlier of initiation of Phase III clinical trial or 8 years after the Effective Date      {***}   
Earlier of filing NDA or 11 years after the Effective Date      {***}   
Commencement of Licensed Product marketing in US or 12 years after the Effective Date      {***}   
Commencement of Licensed Product marketing in the EU or 12 years after the Effective Date      {***}   



   

     4.7. Sublicense Income . Company shall pay University the following percentages of all Sublicense Income:  

          (a) {***} for Sublicense Agreements that are executed by Company from January 1, 2007 through December 31, 2007;  

          (b) {***} for Sublicense Agreements that are executed by Company from January 1, 2008 through December 31, 2008; and  

          (c) {***} for Sublicense Agreements that are executed by Company from and after January 1, 2009.  

Sublicense Income is due within sixty (60) days after Company receives the relevant payment from the Sublicensee. If Sublicense Income is 
payable by Company for any one Sublicense Agreement under more than one of the Companion UMass License Agreements and the license 
agreements assigned to Company pursuant to Section 2.4 (“Assigned License Agreements”), Company shall pay the highest rate of Sublicense 
Income among the Companion UMass License Agreements and the Assigned License Agreements. That one payment satisfies the payment 
requirements for the applicable Sublicense Agreement under each of the Companion UMass License Agreements and Assigned License 
Agreements.  

     4.8. Third-Party Royalties . As long as Company remains the exclusive licensee of the Patent Rights in any portion of the Field, if Company 
is legally required to make royalty payments to one or more third parties in order to practice the Patent Rights granted under this Agreement in 
the portion of the Field for which the license is exclusive, Company may offset up to {***} of third-party payments against royalty payments 
that are due to University in the same Royalty Period. However, the royalty payments under Section 4.5., may never be reduced by more than 
{***} in any Royalty Period.  

5. Royalty Reports; Payments; Records .  

     5.1. First Sale . Company shall report to University the date of first commercial sale of each Licensed Product within thirty (30) days after 
occurrence in each country.  

     5.2. Reports and Payments .  

          (a) Within sixty (60) days after the conclusion of each Royalty Period, Company shall deliver to University a report containing the 
following information:  

               (i) the number of Licensed Products sold to independent third parties in each country and the number of Licensed Products used by 
Company, its Affiliates and Sublicensees in the provision of services in each country;  

               (ii) the gross sales price for each Licensed Product by Company, its Affiliates and Sublicensees during the applicable Royalty Period 
in each country;  
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               (iii) calculation of Net Sales for the applicable Royalty Period in each country, including a listing of applicable deductions;  

               (iv) total royalty payable on Net Sales in United States dollars, together with the exchange rates used for conversion; and  

               (v) Sublicense Income due to University for the applicable Royalty Period from each Sublicensee.  

          (b) Concurrent with this report, Company shall remit to University any payment due for the applicable Royalty Period. If no royalties are 
due to University for any Royalty Period, the report shall so state.  

     5.3. Payments in United States Dollars . Company shall make all payments in United States dollars. Company shall convert foreign currency 
to United States dollars at the conversion rate existing in the United States (as reported in the Wall Street Journal ) on the last working day of 
the calendar quarter preceding the applicable Royalty Period. Company may not deduct exchange, collection, or other charges.  

     5.4. Payments in Other Currencies . If by law, regulation, or fiscal policy of a particular country, conversion into United States dollars or 
transfer of funds of a convertible currency to the United States is restricted or forbidden, Company shall give University prompt written notice 
of the restriction within the sixty-day payment deadline described in Section 5.2. Company shall pay any amounts due University through 
whatever lawful methods University reasonably designates. However, if University fails to designate a payment method within thirty (30) days 
after University is notified of the restriction, Company may deposit payment in local currency to the credit of University in a recognized 
banking institution selected by Company and identified by written notice to University, and that deposit fulfills all obligations of Company to 
University with respect to that payment.  

     5.5. Records . Company shall maintain and shall cause its Affiliates and Sublicensees to maintain complete and accurate records of Licensed 
Products that are made, used, or sold under this Agreement and any amounts payable to University in relation to Licensed Products with 
sufficient information to permit University to confirm the accuracy of any reports delivered to University under Section 5.2. The relevant party 
shall retain records relating to a given Royalty Period for at least three (3) years after the conclusion of that Royalty Period, during which time 
University may, at its expense, cause its internal accountants or an independent, certified public accountant to inspect records during normal 
business hours for the sole purpose of verifying any reports and payments delivered under this Agreement. The accountant may not disclose to 
University any information other than information relating to accuracy of reports and payments delivered under this Agreement. The parties 
shall reconcile any underpayment or overpayment within thirty (30) days after the accountant delivers the results of the audit. If any audit 
performed under this Section 5.5 reveals an underpayment in excess of ten percent (10%) in any Royalty Period, Company shall bear the full 
cost of the audit. University may exercise its rights under this Section 5.5 only once every year and only with reasonable prior notice to 
Company.  

Page 10 of 19  



   

     5.6. Late Payments . Any payments by Company that are not paid on or before the date payments are due under this Agreement bear interest 
at 1.5% per month, calculated on the number of days that payment is delinquent.  

     5.7. Method of Payment . All payments under this Agreement should be made to the “University of Massachusetts” and sent to the address 
identified below. Each payment should reference this Agreement and identify the obligation under this Agreement that the payment satisfies.  

     5.8. Withholding and Similar Taxes . Royalty payments and other payments due to University under this Agreement may not be reduced by 
reason of any withholding or similar taxes applicable to payments to University. Therefore all amounts owed to University under this 
Agreement are net amounts and shall be grossed-up to account for any withholding taxes, value-added taxes or other taxes, levies or charges.  

6. Patents and Infringement .  

     6.1. Responsibility for Patent Rights .  

          (a) University has primary responsibility at the expense of Company for the preparation, filing, prosecution, and maintenance of all 
Patent Rights, using patent counsel reasonably acceptable to Company. University shall consult with Company as to the preparation, filing, 
prosecution, and maintenance of all Patent Rights reasonably prior to any deadline or action with the United States Patent & Trademark Office 
or any foreign patent office and shall furnish Company with copies of relevant documents reasonably in advance of consultation. University 
shall consider in good faith any comments of Company on any patent filings for the Patent Rights.  

          (b) If University desires to abandon any patent or patent application within the Patent Rights, University shall provide Company with 
reasonable prior notice of the intended abandonment, and Company may, at its expense, prepare, file, prosecute, and maintain the relevant 
Patent Rights.  

     6.2. Cooperation . Each party shall provide reasonable cooperation in the preparation, filing, prosecution, and maintenance of all Patent 
Rights. Cooperation includes, without limitation, promptly informing the other party of matters that may affect the preparation, filing, 
prosecution, or maintenance of Patent Rights (such as, becoming aware of an additional inventor who is not listed as an inventor in a patent 
application).  

     6.3. Payment of Expenses .  

          (a) Within thirty (30) days after the Effective Date, Company shall pay the University {***} to reimburse University for its actual 
expenses incurred as of the Effective Date in connection with obtaining the Patent Rights. If this Agreement is terminated according to the 
terms of Subsection 3.1(a), University shall reimburse Company for any patent expenses that are paid pursuant to this Subsection 6.3(a), if it 
enters into a license agreement with another party for the Patent Rights in the Field.  
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          (b) Within thirty (30) days after University invoices Company, Company shall reimburse University for all patent-related expenses that 
have not been paid under Subsection 6.3(a) and that are incurred by University pursuant to Section 6.1. Company may elect, upon sixty 
(60) days’ written notice to University, to cease payment of the expenses associated with obtaining or maintaining patent protection for one or 
more Patent Rights in one or more countries. If Company elects to cease payment of any patent expenses, Company loses all rights under this 
Agreement with respect to the particular Patent Rights in those one or more countries.  

     6.4. Infringement .  

          (a) Notification of Infringement . Each party agrees to provide written notice to the other party promptly after becoming aware of any 
infringement of the Patent Rights.  

          (b) Company Right to Prosecute . As long as Company remains the exclusive licensee of the Patent Rights in the Field, Company may, 
under its own control and at its own expense, prosecute any third party infringement of the Patent Rights in the Field or, together with licensees 
of the Patent Rights in other fields (if any), defend the Patent Rights in any declaratory judgment action brought by a third party which alleges 
invalidity, unenforceability, or infringement of the Patent Rights. Prior to commencing any action, Company shall consult with University and 
shall consider the views of University regarding the advisability of the proposed action and its effect on the public interest. Company may not 
enter into any settlement, consent judgment, or other voluntary final disposition of any infringement action under this Subsection 6.4(b) 
without the prior written consent of University, which consent may not be unreasonably withheld or delayed. Any recovery obtained in an 
action under this Subsection 6.4(b) shall be distributed as follows: (i) each party shall be reimbursed for any expenses incurred in the action 
(including the amount of any royalty payments withheld from University as described below); (ii) as to ordinary damages, Company shall 
receive an amount equal to its lost profits or a reasonable royalty on the infringing sales (whichever measure of damages the court applied), less 
a reasonable approximation of the royalties that Company would have paid to University if Company had sold the infringing products and 
services rather than the infringer; and (iii) as to special or punitive damages, the parties shall share equally in any award. Company may offset a 
total of fifty percent (50%) of any expenses incurred under this Subsection 6.4(b) against any royalty payments due to University under this 
Agreement. However, Company may never reduce royalty payments under Section 4.5. by more than fifty percent (50%) in any Royalty 
Period.  

          (c) University as Indispensable Party . University shall permit any action under Subsection 6.4(b) to be brought in its name if required by 
law, provided that Company shall hold University harmless from, and if necessary indemnify University against, any costs, expenses, or 
liability that University may incur in connection with the action.  

          (d) University Right to Prosecute . If Company fails to initiate an infringement action within a reasonable time after it first becomes 
aware of the basis for the action, or to answer a declaratory judgment action within a reasonable time after the action is filed, University may 
prosecute the infringement or answer the declaratory judgment action under its sole control and at its sole expense, and any recovery obtained 
shall be given to  
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University. If University takes action under this Subsection 6.4(d), University shall keep Company reasonably informed of material actions 
taken by University pursuant to the infringement or declaratory action.  

          (e) Cooperation . Both parties shall cooperate fully in any action under this Section 6.4. which is controlled by the other party, provided 
that the controlling party reimburses the cooperating party promptly for any reasonable costs and expenses incurred by the cooperating party in 
connection with providing assistance.  

7. Confidential Information; Publications; Publicity .  

     7.1. Confidential Information .  

          (a) Designation . The Disclosing Party shall mark Confidential Information that is disclosed in writing with a legend indicating its 
confidential status (such as, “Confidential” or “Proprietary”). The Disclosing party shall document Confidential Information that is disclosed 
orally or visually in a written notice and deliver the notice to the Receiving Party within thirty (30) days of the date of disclosure. The notice 
shall summarize the Confidential Information that was disclosed and reference the time and place of disclosure.  

          (b) Obligations . For five (5) years after disclosure of any portion of Confidential Information, the Receiving Party shall (i) maintain 
Confidential Information in confidence, except that the Receiving Party may disclose or permit the disclosure of any Confidential Information 
to its trustees or directors, officers, employees, consultants, and advisors who are obligated to maintain the confidential nature of Confidential 
Information and who need to know Confidential Information for the purposes of this Agreement; (ii) use Confidential Information solely for 
the purposes of this Agreement; and (iii) allow its trustees or directors, officers, employees, consultants, and advisors to reproduce the 
Confidential Information only to the extent necessary for the purposes of this Agreement, with all reproductions being Confidential 
Information.  

          (c) Exceptions . The obligations of the Receiving Party under Subsection 7.1(b) do not apply to the extent that the Receiving Party can 
demonstrate that Confidential Information (i) was in the public domain prior to the time of its disclosure under this Agreement; (ii) entered the 
public domain after the time of its disclosure under this Agreement through means other than an unauthorized disclosure resulting from an act 
or omission by the Receiving Party; (iii) was already known or independently developed or discovered by the Receiving Party without use of 
the Confidential Information; (iv) is or was disclosed to the Receiving Party at any time, whether prior to or after the time of its disclosure 
under this Agreement, by a third party having no fiduciary relationship with the Disclosing Party and having no obligation of confidentiality 
with respect to the Confidential Information; or (v) is required to be disclosed to comply with applicable laws or regulations or with a court or 
administrative order, provided that the Disclosing Party receives reasonable prior written notice of the disclosure.  

          (d) Ownership and Return . The Receiving Party acknowledges that the Disclosing Party (or a third party entrusting its own information 
to the Disclosing Party) owns the Confidential Information in the possession of the Receiving Party. Upon expiration or  
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termination of this Agreement, or at the request of the Disclosing Party, the Receiving Party shall return to the Disclosing Party all originals, 
copies, and summaries of documents, materials, and other tangible manifestations of Confidential Information in the possession or control of 
the Receiving Party, except that the Receiving Party may retain one copy of the Confidential Information in the possession of its legal counsel 
solely for the purpose of monitoring its obligations under this Agreement.  

     7.2. Publicity Restrictions . Company may not use the name of University or any of its trustees, officers, faculty, students, employees, or 
agents, or any adaptation of their names, or any terms of this Agreement in any promotional material or other public announcement or 
disclosure without the prior written consent of University. The foregoing notwithstanding, Company or CytRx Corporation may disclose that 
information without the consent of University in any prospectus, offering memorandum, or other document or filing required by applicable 
securities laws or other applicable law or regulation, provided that Company provides University at least ten (10) days (or a shorter period in 
order to enable Company to make a timely announcement to fulfill applicable securities laws or other applicable law or regulation, while 
affording University the maximum feasible time to review the announcement) prior written notice of the proposed text for the purpose of 
giving University the opportunity to comment on the text.  

8. Term and Termination .  

     8.1. Term . This Agreement commences on the Effective Date and remains in effect until the expiration of all issued patents within the 
Patent Rights unless earlier terminated in accordance with the provisions of this Agreement.  

     8.2. Voluntary Termination by Company . Company may terminate this Agreement for any reason upon ninety (90) days’ prior written 
notice to University.  

     8.3. Termination for Default . If either party commits a material breach of its obligations under this Agreement and fails to cure that breach 
within sixty (60) days after receiving written notice of the breach, the other party may terminate this Agreement immediately upon written 
notice to the party in breach. If the alleged breach involves nonpayment of any amounts due University under this Agreement, Company has 
only one opportunity to cure a material breach for which it receives notice as described above. Any subsequent material breach by Company 
will entitle University to terminate this Agreement immediately upon written notice to Company, without the sixty-day cure period.  

     8.4. Force Majeure . Neither party is responsible for delays resulting from causes beyond its reasonable control, including without limitation 
fire, explosion, flood, war, strike, act of terrorism or riot, provided that the nonperforming party uses commercially reasonable efforts to avoid 
or remove those causes of nonperformance and continues performance under this Agreement with reasonable dispatch whenever the causes are 
removed.  

     8.5. Effect of Termination . The following provisions survive the expiration or termination of this Agreement: Articles 1 and 9; 
Sections 3.3., 3.4, 3.6., 5.2. (obligation to provide final report and payment), 5.3., 5.4., 5.5., 5.6., 5.7., 5.8., 6.4., 7.1., 7.2., 8.5 and 10.9.  
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Upon the early termination of this Agreement, Company and its Affiliates and Sublicensees may complete and sell any work-in-progress and 
inventory of Licensed Products that exist as of the effective date of termination, provided that (a) Company is current in payment of all 
amounts due University under this Agreement, (b) Company pays University the applicable royalty and Sublicense Income on sales of 
Licensed Products in accordance with the terms of this Agreement, and (c) Company and its Affiliates and Sublicensees complete and sell all 
work-in-progress and inventory of Licensed Products within six (6) months after the effective date of termination. Upon the expiration or 
termination of this Agreement, University may enter into a license agreement directly with each Sublicensee on terms that are reasonably 
negotiated directly with each Sublicensee. Notwithstanding the foregoing, upon the expiration or termination of this Agreement, University 
shall enter into a license agreement directly with each Sublicensee on the same terms as each Sublicense Agreement that is in effect. However, 
the University and Sublicensee shall modify each Sublicense Agreement to the extent necessary to ensure that University does not assume any 
greater obligations under the license agreement than those set forth in this Agreement and that Sublicensee complies with all obligations of the 
Company under this Agreement.  

9. Dispute Resolution .  

     9.1. Procedures Mandatory . The parties shall resolve any dispute arising out of or relating to this Agreement solely by means of the 
procedures set forth in this Article. These procedures constitute legally binding obligations that are an essential provision of this Agreement. If 
either party fails to observe the procedures of this Article, as modified by their written agreement, the other party may bring an action for 
specific performance in any court of competent jurisdiction.  

     9.2. Dispute Resolution Procedures .  

          (a) Negotiation . In the event of any dispute arising out of or relating to this Agreement, the affected party shall notify the other party, 
and the parties shall attempt in good faith to resolve the matter within ten (10) days after the date of notice (the “Notice Date”). Any disputes 
not resolved by good faith discussions shall be referred to senior executives of each party, who shall meet at a mutually acceptable time and 
location within thirty (30) days after the Notice Date and attempt to negotiate a settlement.  

          (b) Mediation . If the matter remains unresolved within sixty (60) days after the Notice Date, or if the senior executives fail to meet 
within thirty (30) days after the Notice Date, either party may initiate mediation upon written notice to the other party, and both parties shall 
engage in a mediation proceeding under the then current CPR Institute for Dispute Resolution (“CPR”) Model Procedure for Mediation of 
Business Disputes. Specific provisions of this Subsection 9.2(b) override inconsistent provisions of the CPR Model Procedure. The parties shall 
select the mediator from the CPR Panels of Neutrals. If the parties cannot agree upon the selection of a mediator within ninety (90) days after 
the Notice Date, then upon the request of either party, the CPR shall appoint the mediator. The parties shall attempt to resolve the dispute 
through mediation until one of the following occurs: (i) the parties reach a written settlement; (ii) the mediator notifies the parties in writing 
that they have reached an impasse; (iii)  
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the parties agree in writing that they have reached an impasse; or (iv) the parties have not reached a settlement within one hundred twenty 
(120) days after the Notice Date.  

          (c) Trial Without Jury . If the parties fail to resolve the dispute through mediation, or if neither party elects to initiate mediation, each 
party may pursue any other remedies legally available to resolve the dispute. However, the parties expressly waive the right to a jury trial in the 
legal proceeding under this Subsection 9.2(c).  

     9.3. Preservation of Rights Pending Resolution .  

          (a) Performance to Continue . Each party shall continue to perform its obligations under this Agreement pending final resolution of any 
dispute arising out of or relating to this Agreement. However, a party may suspend performance of its obligations during any period in which 
the other party fails or refuses to perform its obligations.  

          (b) Provisional Remedies . Although the procedures specified in this Article are the exclusive procedures for resolution of disputes 
arising out of or relating to this Agreement, either party may seek a preliminary injunction or other provisional equitable relief if, in its 
reasonable judgment, that action is necessary to avoid irreparable harm to itself or to preserve its rights under this Agreement.  

          (c) Statute of Limitations . The parties agree that all applicable statutes of limitation and time-based defenses (such as, estoppel and 
laches) are tolled while the procedures set forth in Subsections 9.2.(a) and 9.2(b) are pending. The parties shall take any actions necessary to 
effectuate this result.  

10. Miscellaneous .  

     10.1. Representations and Warranties . University represents that its employees have assigned to University their entire right, title, and 
interest in the Patent Rights, and that it has authority to grant the rights and licenses set forth in this Agreement, and that it has not granted any 
rights in the Patent Rights to any third party that is inconsistent with the grant of rights in this Agreement. UNIVERSITY MAKES NO 
OTHER WARRANTIES CONCERNING THE PATENT RIGHTS, INCLUDING WITHOUT LIMITATION ANY EXPRESS OR IMPLIED 
WARRANTY OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE. Specifically, University makes no warranty or 
representation (a) regarding the validity or scope of the Patent Rights, (b) that the exploitation of the Patent Rights or any Licensed Product will 
not infringe any patents or other intellectual property rights of a third party, and (c) that any third party is not currently infringing or will not 
infringe the Patent Rights.  

     10.2. Compliance with Law and Policies . Company agrees to comply with applicable law and the policies of University in the area of 
technology transfer and shall promptly notify University of any violation that Company knows or has reason to believe has occurred or is likely 
to occur. The University policies currently in effect at the Worcester campus are the Intellectual Property Policy, Policy on Conflicts of Interest 
Relating to Intellectual Property and Commercial Ventures, and Policy on Faculty Consulting and Outside Activities.  
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     10.3. Tax-Exempt Status . Company acknowledges that University, as a public institution of the Commonwealth of Massachusetts, is an 
exempt organization under the United States Internal Revenue Code of 1986, as amended. Company also acknowledges that certain facilities in 
which the licensed inventions were developed may have been financed through offerings of tax-exempt bonds. If the Internal Revenue Service 
determines, or if counsel to University reasonably determines, that any term of this Agreement jeopardizes the tax-exempt status of University 
or the bonds used to finance University facilities, the relevant term is invalid and shall be modified in accordance with Section 10.11.  

     10.4. Counterparts . This Agreement may be executed in one or more counterparts, each of which is an original, and all of which together 
are one instrument.  

     10.5. Headings . All headings are for convenience only and do not affect the meaning of any provision of this Agreement.  

     10.6. Binding Effect . This Agreement is binding upon and inures to the benefit of the parties and their respective permitted successors and 
assigns.  

     10.7. Assignment . This Agreement may not be assigned by either party without the prior written consent of the other party, which consent 
may not be unreasonably withheld or delayed. Notwithstanding the foregoing, this Agreement may be assigned by either party in connection 
with a merger, consolidation, sale of all of the equity interests of the party, or a sale of all or substantially all of the assets of the party to which 
this Agreement relates.  

     10.8. Amendment and Waiver . The parties may only amend, supplement, or otherwise modify this Agreement through a written instrument 
signed by both parties. The waiver of any rights or failure to act in a specific instance relates only to that instance and is not an agreement to 
waive any rights or fail to act in any other instance.  

     10.9. Governing Law . This Agreement is governed by and construed in accordance with the laws of the Commonwealth of Massachusetts 
irrespective of any conflicts of law principles. The parties may only bring legal action that arises out of or in connection with this Agreement in 
the Massachusetts Superior Court in Suffolk County.  

     10.10. Notice . Any notices required or permitted under this Agreement shall be in writing, shall specifically refer to this Agreement, and 
shall be sent by recognized national overnight courier, or registered or certified mail, postage prepaid, return receipt requested, to the following 
addresses:  
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If to University:    If to Company: 
       
Office of Technology Management    RXi Pharmaceuticals Corporation 
University of Massachusetts    One Innovation Drive 
333 South Street, Suite 400    Worcester, MA 01605 
Shrewsbury, MA 01545      
Attention: Executive Director    Attention: President 



   

All notices under this Agreement are effective upon receipt. A party may change its contact information immediately upon written notice to the 
other party in the manner provided in this Section 10.10.  

     10.11. Severability . If any provision of this Agreement is held invalid or unenforceable for any reason, the invalidity or unenforceability 
does not affect any other provision of this Agreement, and the parties shall negotiate in good faith to modify the Agreement to preserve (to the 
extent possible) their original intent. If the parties fail to reach a modified agreement within sixty (60) days after the relevant provision is held 
invalid or unenforceable, then the dispute shall be resolved in accordance with the procedures set forth in Article 9. While the dispute is 
pending resolution, this Agreement shall be construed as if the provision were deleted by agreement of the parties.  

     10.12. Entire Agreement . This Agreement constitutes the entire agreement between the parties with respect to its subject matter and 
supersedes all prior agreements or understandings between the parties relating to its subject matter.  

      THE PARTIES have caused this Agreement to be executed by their duly authorized representatives as of the Effective Date.  
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UNIVERSITY OF MASSACHUSETTS       RXI PHARMACEUTICALS CORP. 
                   
By:    /s/ James P. McNamara        By:   /s/ Tod Woolf  
   

  
  

  
  

  
  

  
  

                   
Name:   James P. McNamara, Ph.D.       Name:   Tod Woolf, Ph.D. 
Title:    Executive Director,       Title:   President & CEO 
     Office of Technology Management             
                   
Date:            Date:     
   

  
  

  
  

  
  

  
  



   

EXHIBIT A  

Patent Rights  

UMMC 03-75  

Invention Disclosure  

Entitled: “Gene Silencing with siRNA Containing Mismatches to Targets: A New Method to Cure Allele Specific Genetic Diseases 
and Disorders”  

Provisional Application  

Entitled: “Gene Silencing with siRNA Containing Mismatches to Targets”  
Filed 11/26/2002 – Application No. 60/430,517  

U.S. Utility Application  

Entitled: “Allele-Targeted RNA Interference”  
Filed 11/17/2003 – Application No. 10/715,229  

PCT Application  

Entitled: “Allele-Targeted RNA Interference”  
Filed 11/17/2003 – Application No. PCT/US2003/036551  

European Application  

Entitled: “Allele-Targeted RNA Interference”  
Priority Filing Date: 11/17/2003 – Application No. 03786734.8  
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Exhibit 10.7 

NON-EXCLUSIVE LICENSE AGREEMENT  

     This Agreement, effective as of January 10, 2007 (the “Effective Date”), is between the University of Massachusetts (“University”), a public 
institution of higher education of the Commonwealth of Massachusetts as represented by its Worcester campus, and, RXi Pharmaceuticals 
Corporation (“Company”), a Delaware corporation.  

RECITALS  

     WHEREAS, University owns intellectual property rights which relate to therapeutic applications of RNAi, as described in University’s 
invention disclosures numbered UMMC 06-08, entitled “Methods of Synthesis and Formulation of New Reagents for Efficient Nucleic Acids 
Delivery in Cells and Animals” and UMMC 07-08 entitled “Microwave Assisted Method of Synthesis of New Cationic Reagents for Efficient 
Drug Delivery in Cells and Animals”;  

     WHEREAS, Company is engaged in business relating to the development and commercialization of products that use or incorporate 
University’s intellectual property rights and has the capability of developing commercial applications of the intellectual property;  

     WHEREAS, Company desires to obtain a non-exclusive license to University’s intellectual property rights, and University is willing to 
grant a non-exclusive license to its intellectual property rights under the following conditions so that these intellectual property rights may be 
developed to their fullest and the benefits enjoyed by the general public; and  

     WHEREAS, the license that is granted in this Agreement promotes the development of publicly funded intellectual property to practical 
application for the public good.  

     THEREFORE, University and Company agree as follows:  

1. Definitions .  

     1.1 “ Affiliate ” means an entity that controls, is controlled by, or is under common control with a party to this Agreement. The term 
“control” as used in the preceding sentence means possession of the power to direct or call for the direction of the management and policies of 
an entity, whether through ownership of a majority of the outstanding voting securities, by contract, or otherwise.  

     1.2 “ Companion UMass License Agreements ” means this Agreement and the license agreements with University that are executed on the 
same date as this Agreement for University technologies, UMMC 03-75, UMMC 03-68, UMMC 06-38, UMMC 06-39, and UMMC 06-21, 
collectively.  

     1.3. “ Confidential Information ” means any confidential or proprietary information furnished by one party (the “Disclosing Party”) to the 
other party (the “Receiving Party”) in  
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connection with this Agreement that is specifically designated as confidential, as further described in Article 7.  

     1.4. “ Field ” means Primary Field and Secondary Field collectively. Any commercial sale of research reagents covered by the Patent Rights 
is specifically excluded from the Field. The foregoing shall not be interpreted to prevent Company or its Affiliates from performing research 
related to discovery or development of Licensed Products for itself or any Affiliate. (a) “ Primary Field ” means therapeutic, prophylactic, or 
diagnostic health care applications for amyotrophic lateral sclerosis (ALS), diabetes, and obesity, in humans. (b) “ Secondary Field ” means 
therapeutic, prophylactic, or diagnostic health care applications in humans that are not included in the Primary Field.  

     1.5. “ Licensed Product ” means any product that cannot be developed, manufactured, used, or sold without infringing one or more Valid 
Claims.  

     1.6. “ Net Sales ” means the gross amount billed or invoiced on sales of Licensed Products by Company and its Affiliates less the following: 
(a) customary trade, quantity, or cash discounts to non-affiliated brokers or agents to the extent actually allowed and taken; (b) amounts repaid 
or credited by reason of rejection or return; (c) to the extent separately stated on purchase orders, invoices, or other documents of sale, any 
taxes or other governmental charges levied on the production, sale, transportation, delivery, or use of a Licensed Product which is paid by or on 
behalf of Company; and (d) outbound transportation costs prepaid or allowed and costs of insurance in transit.  

     In any transfers of Licensed Products between any of Company and Affiliates Net Sales are calculated based on the final sale of the 
Licensed Product to an independent third party. If Company or an Affiliate receives non-monetary consideration for any Licensed Products, 
Net Sales are calculated based on the fair market value of that consideration. If Company or its Affiliates use or dispose of a Licensed Product 
in the provision of a commercial service, the Licensed Product is sold and the Net Sales are calculated based on the sales price of the Licensed 
Product to an independent third party during the same Royalty Period or, in the absence of sales, on the fair market value of the Licensed 
Product as determined by the parties in good faith.  

     1.7. “ Patent Rights ” means the United States patent applications listed in Exhibit A, patent applications covering invention disclosures 
listed in Exhibit A, and any divisional, continuation, or continuation-in-part of those patent applications to the extent the claims are directed to 
subject matter specifically described therein as well as any patents issued on these patent applications and any reissues or reexaminations or 
extensions of the patents, and any foreign counterparts to any of the foregoing.  

     1.8. “ Royalty Period ” means the partial calendar quarter commencing on the date on which the first Licensed Product is sold or used and 
every complete or partial calendar quarter thereafter during which either (a) this Agreement remains in effect or (b) Company has the right to 
complete and sell work-in-progress and inventory of Licensed Products pursuant to Section 8.5.  
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     1.9. “ Valid Claim ” means (a) a claim of an issued and unexpired patent covering the Patent Rights which has not been permanently 
revoked or held unenforceable or invalid by an unappealable or unappealed decision of a court or government agency of competent jurisdiction 
or (b) a claim of a pending patent application within the Patent Rights that has not been abandoned or finally disallowed without the possibility 
of appeal or refiling.  

2. Grant of Rights  

     2.1. License Grant . University grants to Company a nonexclusive, worldwide, royalty-bearing license (without the right to sublicense ) in 
the Patent Rights to make, have made, use, offer to sell, sell, have sold and imported Licensed Products in the Field, including research for 
development of Licensed Products.  

     2.3. Assignment of UMass/CytRx Licenses . On or before March 31, 2007, Company shall obtain assignment from CytRx Corporation of 
the license agreements that cover the following RNAi technologies that CytRx has licensed from University and the Carnegie Institution, 
UMMC 01-36, UMMC 02-01, UMMC 03-17, UMMC 03-33, UMMC 03-60, and UMMC 98-22, in a manner compliant with the relevant 
license agreements. University shall consent to any assignment as necessary. If Company does not obtain assignment of those license 
agreements on or before March 31, 2007, this Agreement immediately terminates.  

3.  Company Obligations Relating to Commercialization .  

     3.1. Diligence Requirements . Company shall use diligent efforts or cause its Affiliates to use diligent efforts to develop Licensed Products 
and to introduce Licensed Products into the commercial market. Thereafter, Company or its Affiliates shall make Licensed Products reasonably 
available to the public. Specifically, Company shall fulfill the following obligations:  

          (a) Financing the Company . On or before March 31, 2007, Company shall raise at least Fifteen Million Dollars ($15,000,000) from 
investors which may include CytRx Corporation (the “Initial Financing”) or this Agreement automatically terminates, and Company shall pay 
University Seventy-Five Thousand Dollars ($75,000) due April 1, 2007 (payable only once under the Companion UMass License Agreements). 
However, if Company demonstrates to the reasonable satisfaction of University that, on March 31, 2007, investors are performing due 
diligence for, or, in the case of CytRx Corporation, is otherwise taking actions that are reasonably likely to result in, the financing of Company 
of at least $15,000,000, University grants Company a thirty (30) day extension from March 31, 2007, to fulfill the financing obligation set forth 
in this Subsection 3.1(a). If Company can demonstrate to the reasonable satisfaction of University that investors are performing due diligence 
for, or, in the case of CytRx Corporation, is otherwise taking actions that are reasonably likely to result in, the financing of Company of at least 
$15,000,000, Company shall be granted up to two additional thirty (30) day extensions to fulfill the financing obligation by paying to 
University Twenty-Five Thousand Dollars ($25,000) each on the last day of the previous extension. The extension fees are non-refundable but 
creditable to the upfront license fee.  

          (b) Development of Licensed Products .  
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               (i) On or before execution of this Agreement, Company shall furnish University with a written business plan under which Company 
intends as of the Effective Date to develop Licensed Products. University acknowledges that this business plan is a statement of Company’s 
current intention regarding the development of Licensed Product and that Company’s plans regarding the development of Licensed Products 
may change.  

               (ii) Within sixty (60) days after the start of each calendar year, beginning on January 1, 2008, Company shall furnish University with 
a written report on progress during the prior year to develop and commercialize Licensed Products, including without limitation research and 
development, efforts to obtain regulatory approval, marketing, and sales figures. The Company shall also include in the report a discussion of 
its intended development and commercialization efforts and sales projections for the current year.  

               (iii) Within four (4) years after the Effective Date, Company or its Affiliate shall file an IND or its equivalent with the FDA covering 
at least one (1) Licensed Product.  

               (iv) Within twelve (12) years after the Effective Date, Company, its Affiliate or Sublicensee shall file an NDA or BLA with the FDA 
covering at least one (1) Licensed Product.  

               (v) Within three (3) months after receiving FDA approval of the NDA or BLA for each Licensed Product, Company or its Affiliate 
shall market the approved Licensed Product in the United States.  

     3.2. If University determines that Company has not fulfilled its obligations under Subsection 3.1(b), University shall furnish Company with 
written notice of the determination. Within sixty (60) days after receipt of the notice, Company shall either (a) fulfill the relevant obligation or 
(b) negotiate with University a mutually acceptable schedule of revised diligence obligations, failing which University may, immediately upon 
written notice to Company, terminate this Agreement.  

     3.3. Indemnification .  

          (a) Indemnity . Company shall indemnify, defend, and hold harmless University and its trustees, officers, faculty, students, employees, 
and agents and their respective successors, heirs and assigns (the “Indemnitees”), against any liability, damage, loss, or expense (including 
reasonable attorneys’ fees and expenses of litigation) incurred by or imposed upon any of the Indemnitees in connection with any claims, suits, 
actions, demands or judgments arising out of any theory of liability (including without limitation actions in the form of tort, warranty, or strict 
liability and regardless of whether the action has any factual basis) concerning any product, process, or service that is made, used, or sold 
pursuant to any right or license granted under this Agreement. However, indemnification does not apply to any liability, damage, loss, or 
expense to the extent directly attributable to (i) the gross negligence or intentional misconduct of the Indemnitees or (ii) the settlement of a 
claim, suit, action, or demand by Indemnitees without the prior written approval of Company.  
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          (b) Procedures . The Indemnitees agree to provide Company with prompt written notice of any claim, suit, action, demand, or judgment 
for which indemnification is sought under this Agreement. Company agrees, at its own expense, to provide attorneys reasonably acceptable to 
University to defend against any claim. The Indemnitees shall cooperate fully with Company in the defense and will permit Company to 
conduct and control the defense and the disposition of the claim, suit, or action (including all decisions relative to litigation, appeal, and 
settlement). However, any Indemnitee may retain its own counsel, at the expense of Company, if representation of the Indemnitee by the 
counsel retained by Company would be inappropriate because of actual or potential conflicts in the interests of the Indemnitee and any other 
party represented by that counsel. Company agrees to keep University informed of the progress in the defense and disposition of the claim and 
to consult with University regarding any proposed settlement.  

          (c) Insurance . Company shall maintain insurance or self-insurance that is reasonably adequate to fulfill any potential obligation to the 
Indemnitees, but not less than one million dollars ($1,000,000) for injuries to any one person arising out of a single occurrence and five million 
dollars ($5,000,000) for injuries to all persons arising out of a single occurrence. Company shall provide University, upon request, with written 
evidence of insurance or self-insurance. Company shall continue to maintain the insurance or self-insurance after the expiration or termination 
of this Agreement while Company or its Affiliate continues to make, use, or sell a Licensed Product and thereafter for five (5) years.  

     3.4. Use of University Name . In accordance with Section 7.2., Company and its Affiliates may not use the name “University of 
Massachusetts” or any variation of that name in connection with the marketing or sale of any Licensed Products.  

     3.5. Marking of Licensed Products . To the extent commercially feasible and consistent with prevailing business practices, Company shall 
mark and shall cause its Affiliates to mark all Licensed Products that are manufactured or sold under this Agreement with the number of each 
issued patent under the Patent Rights that applies to a Licensed Product.  

     3.6. Compliance with Law . Company shall comply with, and shall ensure that its Affiliates comply with, all local, state, federal, and 
international laws and regulations relating to the development, manufacture, use, and sale of Licensed Products. Company expressly agrees to 
comply with the following:  

          (a) Company or its Affiliates shall obtain all necessary approvals from the United States Food & Drug Administration and any similar 
foreign governmental authorities in which Company or Affiliate intends to make, use, or sell Licensed Products.  

          (b) Company and its Affiliates shall comply with all United States laws and regulations controlling the export of commodities and 
technical data, including without limitation all Export Administration Regulations of the United States Department of Commerce. Among other 
things, these laws and regulations prohibit or require a license for the export of certain types of commodities and technical data to specified 
countries and foreign nationals. Company hereby gives written assurance that it will comply with and will cause its Affiliates to comply with 
all United States export control laws and regulations, that it bears sole responsibility  
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for any violation of those laws and regulations by itself or its Affiliates, and that it will indemnify, defend, and hold University harmless (in 
accordance with Section 3.3.) for the consequences of any violation.  

          (c) If any invention claimed in the Patent Rights has been partially funded by the United States government, and only to the extent 
required by applicable laws and regulations, Company agrees that any Licensed Products used or sold in the United States will be 
manufactured substantially in the United States or its territories. Current law provides that if domestic manufacture is not commercially feasible 
under the circumstances, University may seek a waiver of this requirement from the relevant federal agency on behalf of Company.  

4. Consideration for Grant of Rights .  

     4.1. License Fees .  

          (a) On the Effective Date, Company shall pay to University{***}.  

          (b) Within thirty (30) days after the closing of the Initial Financing, Company shall pay to University {***}.  

The license fees are nonrefundable and are not creditable against any other payments due to University under this Agreement.  

     4.2. Equity .  

          (a) Within thirty (30) days after the closing of the Initial Financing, Company shall issue to University that number shares of Common 
Stock of Company having an aggregate valuation equal to {***} according to the Company valuation at the Initial Financing. In connection 
with the issuance of stock pursuant to this Subsection 4.2(a), the University agrees to become a party to other agreements of Company to the 
same extent (except any limitations relating to the University’s status as an agency of the Commonwealth of Massachusetts, e.g., prohibition on 
indemnification) as holders of more than five percent (5%) of the Common Stock of Company (such as, voting agreement and stock restriction 
agreement). University acknowledges that all certificates representing the shares described in this Subsection 4.2(a) may bear customary 
legends that require compliance with the Securities Act of 1933 and related state securities laws upon any transfer of the shares. Company shall 
use commercially reasonable efforts to register the stock issued to University pursuant to this Subsection 4.2(a) as soon as possible, subject to 
customary terms in connection with the registration.  

          (b) Beginning on the Effective Date, Company shall notify University reasonably prior to each Company board of directors meeting and 
provide University with related documentation to the same extent that is supplied to the board of directors. Company shall permit one 
representative of University to attend all board of director meetings until the earlier of five (5) years after the Effective Date or the 
commencement by the Company of a Phase II clinical trial relating to a Licensed Product. The University attendee may not be a voting member 
of the board. The University attendee shall comply with restrictions to which other board members are subject, such as, confidentiality 
requirements relating to Board  
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discussions and shall execute any agreement reasonably required by Company to effect those restrictions. The Company board of directors may 
exclude University representative from those portions of board meetings that pertain to compensation and personnel issues and as deemed 
reasonably necessary for the board members to exercise their fiduciary responsibilities and to comply with applicable laws and regulations.  

     4.3. License Maintenance Fee . At the beginning of each calendar year during the term of this Agreement, commencing on January 1, 2008, 
Company shall pay to University {***}. This annual license maintenance fee is nonrefundable and is not creditable against any other payments 
due to University under this Agreement.  

     4.4. Milestone Payments . Company shall pay University the following milestone payments within thirty (30) days after the occurrence of 
each event for each Licensed Product:  

If a milestone payment is made under this Section 4.4 based on the passage of time rather than on the achievement of a particular milestone 
event, that milestone payment is not due for the first Licensed Product with respect to the later achievement of that milestone event.  

These milestone payments are nonrefundable and are not creditable against any other payments due to University under this Agreement. For 
each Licensed Product, Company shall make all milestone payments, even if an earlier milestone event has not occurred. For example, if 
Company proceeds from Phase I clinical trial directly to Phase III, the milestone payments for both Phase II and III are due upon achievement 
of the Phase III milestone event. Also, if Company uses a Phase II clinical trial as a registration trial and proceeds directly to NDA submission 
without performing a Phase III trial, then upon filing of the NDA, both the Phase III and NDA milestone payments are due.  

     4.5. Royalties . Company shall pay to University a royalty of {***} of Net Sales of Licensed Products that are compositions of matter and 
one percent (1%) of Net Sales of Licensed Products that are covered only by methods claims.  

     4.6. Minimum Royalty . Within sixty (60) days after the beginning of each calendar year during the term of this Agreement, beginning 
January 1, 2012, Company shall pay to University a minimum royalty of {***}. Company may credit the minimum royalty paid under this 
Section 4.6 against actual royalties due and payable for the same calendar year. Waiver of any minimum royalty payment by University is not a 
waiver of any subsequent minimum royalty payment. If Company fails to make any minimum royalty payment within the sixty-day period, that 
failure is a material breach of its obligations under this Agreement, and University may terminate this Agreement in accordance with 
Section 8.3.  
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Event   Payment 

The first issuance of any claim under any Patent Rights      {***}   
Earlier of filing IND or 3 years after Effective Date      {***}   
Commencement of Licensed Product marketing in US or 11 years after the Effective Date      {***}   



   

5. Royalty Reports; Payments; Records .  

     5.1. First Sale . Company shall report to University the date of first commercial sale of each Licensed Product within thirty (30) days after 
occurrence in each country.  

     5.2. Reports and Payments .  

          (a) Within sixty (60) days after the conclusion of each Royalty Period, Company shall deliver to University a report containing the 
following information:  

               (i) the number of Licensed Products sold to independent third parties in each country and the number of Licensed Products used by 
Company and its Affiliates in the provision of services in each country;  

               (ii) the gross sales price for each Licensed Product by Company and its Affiliates during the applicable Royalty Period in each 
country; and  

               (iii) calculation of Net Sales for the applicable Royalty Period in each country, including a listing of applicable deductions;  

               (iv) total royalty payable on Net Sales in United States dollars, together with the exchange rates used for conversion.  

          (b) Concurrent with this report, Company shall remit to University any payment due for the applicable Royalty Period. If no royalties are 
due to University for any Royalty Period, the report shall so state.  

     5.3. Payments in United States Dollars . Company shall make all payments in United States dollars. Company shall convert foreign currency 
to United States dollars at the conversion rate existing in the United States (as reported in the Wall Street Journal ) on the last working day of 
the calendar quarter preceding the applicable Royalty Period. Company may not deduct exchange, collection, or other charges.  

     5.4. Payments in Other Currencies . If by law, regulation, or fiscal policy of a particular country, conversion into United States dollars or 
transfer of funds of a convertible currency to the United States is restricted or forbidden, Company shall give University prompt written notice 
of the restriction within the sixty-day payment deadline described in Section 5.2. Company shall pay any amounts due University through 
whatever lawful methods University reasonably designates. However, if University fails to designate a payment method within thirty (30) days 
after University is notified of the restriction, Company may deposit payment in local currency to the credit of University in a recognized 
banking institution selected by Company and identified by written notice to University, and that deposit fulfills all obligations of Company to 
University with respect to that payment.  

     5.5. Records . Company shall maintain and shall cause its Affiliates to maintain complete and accurate records of Licensed Products that are 
made, used, or sold under this Agreement and any amounts payable to University in relation to Licensed Products with  
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sufficient information to permit University to confirm the accuracy of any reports delivered to University under Section 5.2. The relevant party 
shall retain records relating to a given Royalty Period for at least three (3) years after the conclusion of that Royalty Period, during which time 
University may, at its expense, cause its internal accountants or an independent, certified public accountant to inspect records during normal 
business hours for the sole purpose of verifying any reports and payments delivered under this Agreement. The accountant may not disclose to 
University any information other than information relating to accuracy of reports and payments delivered under this Agreement. The parties 
shall reconcile any underpayment or overpayment within thirty (30) days after the accountant delivers the results of the audit. If any audit 
performed under this Section 5.5 reveals an underpayment in excess of ten percent (10%) in any Royalty Period, Company shall bear the full 
cost of the audit. University may exercise its rights under this Section 5.5 only once every year and only with reasonable prior notice to 
Company.  

     5.6. Late Payments . Any payments by Company that are not paid on or before the date payments are due under this Agreement bear interest 
at 1.5% per month, calculated on the number of days that payment is delinquent.  

     5.7. Method of Payment . All payments under this Agreement should be made to the “University of Massachusetts” and sent to the address 
identified below. Each payment should reference this Agreement and identify the obligation under this Agreement that the payment satisfies.  

     5.8. Withholding and Similar Taxes . Royalty payments and other payments due to University under this Agreement may not be reduced by 
reason of any withholding or similar taxes applicable to payments to University. Therefore all amounts owed to University under this 
Agreement are net amounts and shall be grossed-up to account for any withholding taxes, value-added taxes or other taxes, levies or charges.  

6. Patents and Infringement .  

     6.1. Responsibility for Patent Rights .  

          (a) University has primary responsibility at the expense of Company for the preparation, filing, prosecution, and maintenance of all 
Patent Rights, using patent counsel reasonably acceptable to Company. University shall consult with Company as to the preparation, filing, 
prosecution, and maintenance of all Patent Rights reasonably prior to any deadline or action with the United States Patent & Trademark Office 
or any foreign patent office and shall furnish Company with copies of relevant documents reasonably in advance of consultation. University 
shall consider in good faith any comments of Company on any patent filings for the Patent Rights.  

          (b) If University desires to abandon any patent or patent application within the Patent Rights, University shall provide Company with 
reasonable prior notice of the intended abandonment, and Company may, at its expense, prepare, file, prosecute, and maintain the relevant 
Patent Rights.  
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     6.2. Cooperation . Each party shall provide reasonable cooperation in the preparation, filing, prosecution, and maintenance of all Patent 
Rights. Cooperation includes, without limitation, promptly informing the other party of matters that may affect the preparation, filing, 
prosecution, or maintenance of Patent Rights (such as, becoming aware of an additional inventor who is not listed as an inventor in a patent 
application).  

     6.3. Payment of Expenses .  

          (a) Within thirty (30) days after the Effective Date, Company shall pay the University {***} to reimburse University for its actual 
expenses incurred as of the Effective Date in connection with obtaining the Patent Rights. If this Agreement is terminated according to the 
terms of Section 3.2, University shall reimburse Company for any patent expenses that are paid pursuant to this Subsection 6.3(a), if it enters 
into a license agreement with another party for the Patent Rights in the Field.  

          (b) Within thirty (30) days after University invoices Company, Company shall reimburse University for all patent-related expenses that 
have not been paid under Subsection 6.3(a) and that are incurred by University pursuant to Section 6.1. Company may elect, upon sixty 
(60) days’ written notice to University, to cease payment of the expenses associated with obtaining or maintaining patent protection for one or 
more Patent Rights in one or more countries. If Company elects to cease payment of any patent expenses, Company loses all rights under this 
Agreement with respect to the particular Patent Rights in those one or more countries.  

          (c) University shall use reasonable efforts to have patent costs shared by other licenses that may be executed under the Patent Rights.  

     6.4. Infringement .  

          (a) Notification of Infringement . Each party agrees to provide written notice to the other party promptly after becoming aware of any 
infringement of the Patent Rights.  

          (b) Company Right to Prosecute . As long as Company remains the only licensee of the Patent Rights in the Field, Company may, under 
its own control and at its own expense, prosecute any third party infringement of the Patent Rights in the Field or, together with licensees of the 
Patent Rights in other fields (if any), defend the Patent Rights in any declaratory judgment action brought by a third party which alleges 
invalidity, unenforceability, or infringement of the Patent Rights. Prior to commencing any action, Company shall consult with University and 
shall consider the views of University regarding the advisability of the proposed action and its effect on the public interest. Company may not 
enter into any settlement, consent judgment, or other voluntary final disposition of any infringement action under this Subsection 6.4(b) 
without the prior written consent of University, which consent may not be unreasonably withheld or delayed. Any recovery obtained in an 
action under this Subsection 6.4(b) shall be distributed as follows: (i) each party shall be reimbursed for any expenses incurred in the action 
(including the amount of any royalty payments withheld from University as described below); (ii) as to ordinary damages, Company shall 
receive an amount equal to its lost profits or a reasonable royalty on the infringing sales (whichever measure of damages the court applied), less 
a reasonable approximation of the royalties that Company would have paid to University if  
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Company had sold the infringing products and services rather than the infringer; and (iii) as to special or punitive damages, the parties shall 
share equally in any award. Company may offset a total of fifty percent (50%) of any expenses incurred under this Subsection 6.4(b) against 
any royalty payments due to University under this Agreement. However, Company may never reduce royalty payments under Section 4.5. by 
more than fifty percent (50%) in any Royalty Period.  

          (c) University as Indispensable Party . University shall permit any action under Subsection 6.4(b) to be brought in its name if required by 
law, provided that Company shall hold University harmless from, and if necessary indemnify University against, any costs, expenses, or 
liability that University may incur in connection with the action.  

          (d) University Right to Prosecute . If Company fails to initiate an infringement action within a reasonable time after it first becomes 
aware of the basis for the action, or to answer a declaratory judgment action within a reasonable time after the action is filed, University may 
prosecute the infringement or answer the declaratory judgment action under its sole control and at its sole expense, and any recovery obtained 
shall be given to University. If University takes action under this Subsection 6.4(d), University shall keep Company reasonably informed of 
material actions taken by University pursuant to the infringement or declaratory action.  

          (e) Cooperation . Both parties shall cooperate fully in any action under this Section 6.4. which is controlled by the other party, provided 
that the controlling party reimburses the cooperating party promptly for any reasonable costs and expenses incurred by the cooperating party in 
connection with providing assistance.  

7. Confidential Information; Publications; Publicity .  

     7.1. Confidential Information .  

          (a) Designation . The Disclosing Party shall mark Confidential Information that is disclosed in writing with a legend indicating its 
confidential status (such as, “Confidential” or “Proprietary”). The Disclosing party shall document Confidential Information that is disclosed 
orally or visually in a written notice and deliver the notice to the Receiving Party within thirty (30) days of the date of disclosure. The notice 
shall summarize the Confidential Information that was disclosed and reference the time and place of disclosure.  

          (b) Obligations . For five (5) years after disclosure of any portion of Confidential Information, the Receiving Party shall (i) maintain 
Confidential Information in confidence, except that the Receiving Party may disclose or permit the disclosure of any Confidential Information 
to its trustees or directors, officers, employees, consultants, and advisors who are obligated to maintain the confidential nature of Confidential 
Information and who need to know Confidential Information for the purposes of this Agreement; (ii) use Confidential Information solely for 
the purposes of this Agreement; and (iii) allow its trustees or directors, officers, employees, consultants, and advisors to reproduce the 
Confidential Information only to the extent necessary for the purposes of this Agreement, with all reproductions being Confidential 
Information.  
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          (c) Exceptions . The obligations of the Receiving Party under Subsection 7.1(b) do not apply to the extent that the Receiving Party can 
demonstrate that Confidential Information (i) was in the public domain prior to the time of its disclosure under this Agreement; (ii) entered the 
public domain after the time of its disclosure under this Agreement through means other than an unauthorized disclosure resulting from an act 
or omission by the Receiving Party; (iii) was already known or independently developed or discovered by the Receiving Party without use of 
the Confidential Information; (iv) is or was disclosed to the Receiving Party at any time, whether prior to or after the time of its disclosure 
under this Agreement, by a third party having no fiduciary relationship with the Disclosing Party and having no obligation of confidentiality 
with respect to the Confidential Information; or (v) is required to be disclosed to comply with applicable laws or regulations or with a court or 
administrative order, provided that the Disclosing Party receives reasonable prior written notice of the disclosure.  

          (d) Ownership and Return . The Receiving Party acknowledges that the Disclosing Party (or a third party entrusting its own information 
to the Disclosing Party) owns the Confidential Information in the possession of the Receiving Party. Upon expiration or termination of this 
Agreement, or at the request of the Disclosing Party, the Receiving Party shall return to the Disclosing Party all originals, copies, and 
summaries of documents, materials, and other tangible manifestations of Confidential Information in the possession or control of the Receiving 
Party, except that the Receiving Party may retain one copy of the Confidential Information in the possession of its legal counsel solely for the 
purpose of monitoring its obligations under this Agreement.  

     7.2. Publicity Restrictions . Company may not use the name of University or any of its trustees, officers, faculty, students, employees, or 
agents, or any adaptation of their names, or any terms of this Agreement in any promotional material or other public announcement or 
disclosure without the prior written consent of University. The foregoing notwithstanding, Company or CytRx Corporation may disclose that 
information without the consent of University in any prospectus, offering memorandum, or other document or filing required by applicable 
securities laws or other applicable law or regulation, provided that Company provides University at least ten (10) days (or a shorter period in 
order to enable Company to make a timely announcement to fulfill applicable securities laws or other applicable law or regulation, while 
affording University the maximum feasible time to review the announcement) prior written notice of the proposed text for the purpose of 
giving University the opportunity to comment on the text.  

8. Term and Termination .  

     8.1. Term . This Agreement commences on the Effective Date and remains in effect until the expiration of all issued patents within the 
Patent Rights unless earlier terminated in accordance with the provisions of this Agreement.  

     8.2. Voluntary Termination by Company . Company may terminate this Agreement for any reason upon ninety (90) days’ prior written 
notice to University.  
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     8.3. Termination for Default . If either party commits a material breach of its obligations under this Agreement and fails to cure that breach 
within sixty (60) days after receiving written notice of the breach, the other party may terminate this Agreement immediately upon written 
notice to the party in breach. If the alleged breach involves nonpayment of any amounts due University under this Agreement, Company has 
only one opportunity to cure a material breach for which it receives notice as described above. Any subsequent material breach by Company 
will entitle University to terminate this Agreement immediately upon written notice to Company, without the sixty-day cure period.  

     8.4. Force Majeure . Neither party is responsible for delays resulting from causes beyond its reasonable control, including without limitation 
fire, explosion, flood, war, strike, act of terrorism or riot, provided that the nonperforming party uses commercially reasonable efforts to avoid 
or remove those causes of nonperformance and continues performance under this Agreement with reasonable dispatch whenever the causes are 
removed.  

     8.5. Effect of Termination . The following provisions survive the expiration or termination of this Agreement: Articles 1 and 9; 
Sections 3.3., 3.4, 3.6., 5.2. (obligation to provide final report and payment), 5.3., 5.4., 5.5., 5.6., 5.7., 5.8., 6.4., 7.1., 7.2., 8.5 and 10.9. Upon 
the early termination of this Agreement, Company and its Affiliates may complete and sell any work-in-progress and inventory of Licensed 
Products that exist as of the effective date of termination, provided that (a) Company is current in payment of all amounts due University under 
this Agreement, (b) Company pays University the applicable royalty and Sublicense Income on sales of Licensed Products in accordance with 
the terms of this Agreement, and (c) Company and its Affiliates complete and sell all work-in-progress and inventory of Licensed Products 
within six (6) months after the effective date of termination.  

9. Dispute Resolution .  

     9.1. Procedures Mandatory . The parties shall resolve any dispute arising out of or relating to this Agreement solely by means of the 
procedures set forth in this Article. These procedures constitute legally binding obligations that are an essential provision of this Agreement. If 
either party fails to observe the procedures of this Article, as modified by their written agreement, the other party may bring an action for 
specific performance in any court of competent jurisdiction.  

     9.2. Dispute Resolution Procedures .  

          (a) Negotiation . In the event of any dispute arising out of or relating to this Agreement, the affected party shall notify the other party, 
and the parties shall attempt in good faith to resolve the matter within ten (10) days after the date of notice (the “Notice Date”). Any disputes 
not resolved by good faith discussions shall be referred to senior executives of each party, who shall meet at a mutually acceptable time and 
location within thirty (30) days after the Notice Date and attempt to negotiate a settlement.  

          (b) Mediation . If the matter remains unresolved within sixty (60) days after the Notice Date, or if the senior executives fail to meet 
within thirty (30) days after the Notice Date, either party may initiate mediation upon written notice to the other party, and both parties  
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shall engage in a mediation proceeding under the then current CPR Institute for Dispute Resolution (“CPR”) Model Procedure for Mediation of 
Business Disputes. Specific provisions of this Subsection 9.2(b) override inconsistent provisions of the CPR Model Procedure. The parties shall 
select the mediator from the CPR Panels of Neutrals. If the parties cannot agree upon the selection of a mediator within ninety (90) days after 
the Notice Date, then upon the request of either party, the CPR shall appoint the mediator. The parties shall attempt to resolve the dispute 
through mediation until one of the following occurs: (i) the parties reach a written settlement; (ii) the mediator notifies the parties in writing 
that they have reached an impasse; (iii) the parties agree in writing that they have reached an impasse; or (iv) the parties have not reached a 
settlement within one hundred twenty (120) days after the Notice Date.  

          (c) Trial Without Jury . If the parties fail to resolve the dispute through mediation, or if neither party elects to initiate mediation, each 
party may pursue any other remedies legally available to resolve the dispute. However, the parties expressly waive the right to a jury trial in the 
legal proceeding under this Subsection 9.2(c).  

     9.3. Preservation of Rights Pending Resolution .  

          (a) Performance to Continue . Each party shall continue to perform its obligations under this Agreement pending final resolution of any 
dispute arising out of or relating to this Agreement. However, a party may suspend performance of its obligations during any period in which 
the other party fails or refuses to perform its obligations.  

          (b) Provisional Remedies . Although the procedures specified in this Article are the exclusive procedures for resolution of disputes 
arising out of or relating to this Agreement, either party may seek a preliminary injunction or other provisional equitable relief if, in its 
reasonable judgment, that action is necessary to avoid irreparable harm to itself or to preserve its rights under this Agreement.  

          (c) Statute of Limitations . The parties agree that all applicable statutes of limitation and time-based defenses (such as, estoppel and 
laches) are tolled while the procedures set forth in Subsections 9.2.(a) and 9.2(b) are pending. The parties shall take any actions necessary to 
effectuate this result.  

10. Miscellaneous .  

     10.1. Representations and Warranties . University represents that its employees have assigned to University their entire right, title, and 
interest in the Patent Rights, and that it has authority to grant the rights and licenses set forth in this Agreement, and that it has not granted any 
rights in the Patent Rights to any third party that is inconsistent with the grant of rights in this Agreement. UNIVERSITY MAKES NO 
OTHER WARRANTIES CONCERNING THE PATENT RIGHTS, INCLUDING WITHOUT LIMITATION ANY EXPRESS OR IMPLIED 
WARRANTY OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE. Specifically, University makes no warranty or 
representation (a) regarding the validity or scope of the Patent Rights, (b) that the exploitation of the Patent Rights or any Licensed Product will 
not infringe any patents or other intellectual property rights of a third party, and (c) that any third party is not currently infringing or will not 
infringe the Patent Rights.  
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     10.2. Compliance with Law and Policies . Company agrees to comply with applicable law and the policies of University in the area of 
technology transfer and shall promptly notify University of any violation that Company knows or has reason to believe has occurred or is likely 
to occur. The University policies currently in effect at the Worcester campus are the Intellectual Property Policy, Policy on Conflicts of Interest 
Relating to Intellectual Property and Commercial Ventures, and Policy on Faculty Consulting and Outside Activities.  

     10.3. Tax-Exempt Status . Company acknowledges that University, as a public institution of the Commonwealth of Massachusetts, is an 
exempt organization under the United States Internal Revenue Code of 1986, as amended. Company also acknowledges that certain facilities in 
which the licensed inventions were developed may have been financed through offerings of tax-exempt bonds. If the Internal Revenue Service 
determines, or if counsel to University reasonably determines, that any term of this Agreement jeopardizes the tax-exempt status of University 
or the bonds used to finance University facilities, the relevant term is invalid and shall be modified in accordance with Section 10.11.  

     10.4. Counterparts . This Agreement may be executed in one or more counterparts, each of which is an original, and all of which together 
are one instrument.  

     10.5. Headings . All headings are for convenience only and do not affect the meaning of any provision of this Agreement.  

     10.6. Binding Effect . This Agreement is binding upon and inures to the benefit of the parties and their respective permitted successors and 
assigns.  

     10.7. Assignment . This Agreement may not be assigned by either party without the prior written consent of the other party, which consent 
may not be unreasonably withheld or delayed. Notwithstanding the foregoing, this Agreement may be assigned by either party in connection 
with a merger, consolidation, sale of all of the equity interests of the party, or a sale of all or substantially all of the assets of the party to which 
this Agreement relates.  

     10.8. Amendment and Waiver . The parties may only amend, supplement, or otherwise modify this Agreement through a written instrument 
signed by both parties. The waiver of any rights or failure to act in a specific instance relates only to that instance and is not an agreement to 
waive any rights or fail to act in any other instance.  

     10.9. Governing Law . This Agreement is governed by and construed in accordance with the laws of the Commonwealth of Massachusetts 
irrespective of any conflicts of law principles. The parties may only bring legal action that arises out of or in connection with this Agreement in 
the Massachusetts Superior Court in Suffolk County.  

     10.10. Notice . Any notices required or permitted under this Agreement shall be in writing, shall specifically refer to this Agreement, and 
shall be sent by recognized national overnight courier, or registered or certified mail, postage prepaid, return receipt requested, to the following 
addresses:  
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All notices under this Agreement are effective upon receipt. A party may change its contact information immediately upon written notice to the 
other party in the manner provided in this Section 10.10.  

     10.11. Severability . If any provision of this Agreement is held invalid or unenforceable for any reason, the invalidity or unenforceability 
does not affect any other provision of this Agreement, and the parties shall negotiate in good faith to modify the Agreement to preserve (to the 
extent possible) their original intent. If the parties fail to reach a modified agreement within sixty (60) days after the relevant provision is held 
invalid or unenforceable, then the dispute shall be resolved in accordance with the procedures set forth in Article 9. While the dispute is 
pending resolution, this Agreement shall be construed as if the provision were deleted by agreement of the parties.  

     10.12. Entire Agreement . This Agreement constitutes the entire agreement between the parties with respect to its subject matter and 
supersedes all prior agreements or understandings between the parties relating to its subject matter.  

      THE PARTIES have caused this Agreement to be executed by their duly authorized representatives as of the Effective Date.  
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If to University:    If to Company: 
       
Office of Technology Management    RXi Pharmaceuticals Corporation 
University of Massachusetts    One Innovation Drive 
333 South Street, Suite 400    Worcester, MA 01605 
Shrewsbury, MA 01545      
Attention: Executive Director    Attention: President 

                  
UNIVERSITY OF MASSACHUSETTS       RXI PHARMACEUTICALS CORP. 
                   
By:    /s/ James P. McNamara        By:   /s/ Tod Woolf  
   

  
  

  
  

  
  

  
  

                   
Name:   James P. McNamara, Ph.D.,       Name:   Tod Woolf, Ph.D. 
Title:    Executive Director,       Title:   President & CEO 
     Office of Technology Management             
                   
Date:            Date:     
   

  
  

  
  

  
  

  
  



   

EXHIBIT A  

Patent Rights  

UMMC 06-08  

Invention Disclosure  

Entitled: Methods of Synthesis and Formulation of New Reagents for Efficient Nucleic Acids Delivery in Cells and Animals”  

Provisional Application  

Entitled: “Methods and Compositions for the Efficient Delivery of Therapeutic Agents to Cells and Animals”  
Filed 8/11/2005 – Application No. 60/707,805  

U.S. Utility Application  

Entitled: “Methods and Compositions for the Efficient Delivery of Therapeutic Agents to Cells and Animals”  
Filed 8/11/2006 – Application No. 11/503,531  

PCT Application  

Entitled: “Methods and Compositions for the Efficient Delivery of Therapeutic Agents to Cells and Animals”  
Filed 8/11/17/2006  

UMMC 07-08  

Invention Disclosure  

Entitled: “Microwave Assisted Method of Synthesis of New Cationic Reagents for Efficient Drug Delivery in Cells and Animals”  
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Exhibit 10.8 

NON-EXCLUSIVE LICENSE AGREEMENT  

     This Agreement, effective as of April 15, 2003 (the “Effective Date”), is between the University of Massachusetts Medical School 
(“Medical School”), a public institution of higher education of the Commonwealth of Massachusetts having an address of 55 Lake Avenue 
North, Worcester, MA 01655 and CytRx Corporation (“Company”), a Delaware corporation having an address of 11726 San Vicente Blvd., 
Suite 650, Los Angeles, CA 90049.  

R E C I T A L S  

     WHEREAS, Medical School is owner by assignment of the invention claimed in the United States Patent Application listed in Exhibit A 
pertaining to the Medical School’s invention disclosure number UMMC 01-36 entitled RNA Sequence-Specific Mediators of RNA 
Interference;  

     WHEREAS, Company desires to obtain a non-exclusive license in the field of therapeutics limited to the narrowed fields of other Medical 
School license agreements; specifically, using RNAi to inhibit HCMV Immediate Early (IE) gene expression in Retinitis applications, using 
RNAi to inhibit mutant SOD1 gene expression in Amytrophic Lateral Sclerosis (ALS) applications, and using RNAi to inhibit gene targets 
implicated in Type II Diabetes and Obesity under the rights of Medical School in any patent rights claiming those inventions; and  

     WHEREAS, Medical School is willing to grant Company a non-exclusive license on the terms set forth in this Agreement.  

     NOW, THEREFORE, Medical School and Company hereby agree as follows:  

1. Definitions .  

     1.1. “ Affiliate ” means any legal entity (such as a corporation, partnership, or limited liability company) that is controlled by Company. For 
the purposes of this definition, the term “control” means (a) beneficial ownership of at least fifty percent (50%) of the voting securities of a 
corporation or other business organization with voting securities or (b) a fifty percent (50%) or greater interest in the net assets or profits of a 
partnership or other business organization without voting securities.  

     1.2. “ Biological Materials ” means the tangible biological materials described on Exhibit A , as well as tangible materials that are routinely 
produced through use of the original materials, including, for example, any progeny derived from a cell line, monoclonal antibodies produced 
by hybridoma cells, DNA or RNA replicated from isolated DNA or RNA, recombinant proteins produced through use of isolated DNA or 
RNA, and substances routinely purified from a source material included in the original materials (such as recombinant proteins isolated from a 
cell extract or supernatant by non-proprietary affinity purification methods). These Biological  

   



   

Materials shall be listed on Exhibit A, which will be periodically amended to include any additional Biological Materials that Medical School 
may furnish to Company.  

     1.3. “ Combination Product ” means a product that contains a Licensed Product component and at least one other essential functional 
component.  

     1.4. “ Confidential Information ” means any confidential or proprietary information furnished by one party (the “Disclosing Party”) to the 
other party (the “Receiving Party”) in connection with this Agreement, provided that such information is specifically designated as 
confidential. Such Confidential Information shall include, without limitation, any diligence reports furnished to Medical School under 
Section 3.1. and royalty reports furnished to Medical School under Section 5.2.  

     1.5. “ Field ” means therapeutics, prophylactics, and diagnostics arising from the limited use of RNAi to inhibit HCMV Immediate Early 
(IE) gene expression in Retinitis applications, using RNAi to inhibit mutant SOD1 gene expression in Amyotrophic Lateral Sclerosis (ALS) 
applications, and using RNAi to inhibit gene targets implicated in Type II Diabetes and Obesity.  

     1.6. “ Licensed Product ” means any product that cannot be developed, manufactured, used, or sold without (a) infringing one or more 
claims under the Patent Rights or (b) using or incorporating some portion of one or more Biological Materials.  

     1.7. “Net Sales” means the gross amount billed or invoiced on sales by Company and its Affiliates and Sublicensees of Licensed Products, 
less the following: (a) customary trade, quantity, or cash discounts and commissions to non-affiliated brokers or agents to the extent actually 
allowed and taken; (b) amounts repaid or credited by reason of rejection or return; (c) to the extent separately stated on purchase orders, 
invoices, or other documents of sale, any taxes or other governmental charges levied on the production, sale, transportation, delivery, or use of 
a Licensed Product which is paid by or on behalf of Company; (d) outbound transportation costs prepaid or allowed and costs of insurance in 
transit; and (e) allowance for bad debt that is customary and reasonable for the industry and in accordance with generally accepted accounting 
principles. Notwithstanding anything to the contrary in this Section 1.7, Net Sales does not include sales of Licensed Products at or below the 
fully burdened cost of manufacturing solely for research or clinical testing or for indigent or similar public support or compassionate use 
programs.  

     In any transfers of Licensed Products between Company and an Affiliate or Sublicensee, Net Sales shall be calculated based on the final sale 
of the Licensed Product to an independent third party. In the event that Company or an Affiliate or Sublicensee receives non-monetary 
consideration for any Licensed Products, Net Sales shall be calculated based on the fair market value of such consideration.  
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     In the case of Combination Products, Net Sales means the gross amount billed or invoiced on sales of the Combination Product less the 
deductions set forth above, multiplied by a proration factor that is determined as follows:  

     (i) If all components of the Combination Product were sold separately during the same or immediately preceding Royalty Period, the 
proration factor shall be determined by the formula [A / (A+B)], where A is the aggregate gross sales price of all Licensed Product 
components during such period when sold separately from the other essential functional components, and B is the aggregate gross sales 
price of the other essential functional components during such period when sold separately from the Licensed Product Components; or  

     (ii) If all components of the Combination Product were not sold separately during the same or immediately preceding Royalty Period, the 
proration factor shall be determined by the formula [C / (C+D)], where C is the aggregate fully absorbed cost of the Licensed Product 
components during the prior Royalty Period and D is the aggregate fully absorbed cost of the other essential functional components during 
the prior Royalty Period, with such costs being determined in accordance with generally accepted accounting principles.  

     1.8.“ Patent Rights ” means the U.S. patent applications listed on Exhibit A , and any divisional, continuation, or continuation-in-part of 
such patent applications to the extent the claims are directed to subject matter specifically described therein, as well as any patent issued 
thereon and any reissue or reexamination of such patent, and any foreign counterparts to such patents and patent applications. Exhibit A shall 
be periodically amended to include any additional Patent Rights that may arise. “Medical School Patent Rights” means Patent Rights assigned 
to the Medical School and the joint owners Massachusetts Institute of Technology, the Whitehead Institute for Biomedical Research, and Max-
Planck-Gesellschaft Zur Foerderung Der Wissenschaften E.V.  

     1.9.“ Royalty Period ” means the partial calendar quarter commencing on the date on which the first Licensed Product is sold or used every 
complete or partial calendar quarter thereafter during which either (a) this Agreement remains in effect or (b) Company has the right to 
complete and sell work-in-progress and inventory of Licensed Products pursuant to Section 6.5.  

     1.10. “Sublicensee” means any permitted sublicensee of the rights granted Company under this Agreement, as further described in 
Section 2.2.  

     1.11. “Sublicense Income” means any payments that Company receives from a Sublicensee in consideration of the sublicense of the rights 
granted Company under Section 2.1., including without limitation license fees, royalties, milestone payments, and license maintenance fees, 
but excluding the following payments: (a) payments made in consideration for the issuance of equity or debt securities of Company at fair 
market value, and (b) payments specifically committed to the development of Licensed Products.  
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2. Grant of Rights .  

     2.1. Subject to the terms of this Agreement, Medical School hereby grants to Company and its Affiliates a non-exclusive, worldwide, 
royalty-bearing license (with the right to sublicense) under its commercial rights in the Patent Rights and Biological Materials to develop, 
make, have made, use, and sell Licensed Products in the Field.  

     2.2. Sublicenses. Company shall have the right to grant sublicenses of its rights under Section 2.1. with the consent of Medical School, 
which consent shall not be unreasonably withheld or delayed. All sublicense agreements executed by Company pursuant to this Article 2 shall 
expressly bind the Sublicensee to the terms of this. Company shall promptly furnish Medical School with a fully executed copy of any such 
sublicense agreement.  

3. Company Obligations Relating to Commercialization .  

     3.1. Diligence Requirements . Company shall use diligent efforts or shall cause its Affiliates or Sublicensees to use diligent efforts to 
develop Licensed Products and to introduce Licensed Products into the commercial market; thereafter, Company or its Affiliates or 
Sublicensees shall make Licensed Products reasonably available to the public. Specifically, Company or its Affiliates or Sublicensees shall 
fulfill the following obligations:  

     (a) Within ninety (90) days after the Effective Date, Company shall furnish Medical School with a written research and development plan 
under which Company intends to develop Licensed Products.  

     (b) Within sixty (60) days after each anniversary of the Effective Date, Company shall furnish Medical School with a written report on 
the progress of its efforts during the prior year to develop and commercialize Licensed Products, including without limitation research and 
development efforts, efforts to obtain regulatory approval, marketing efforts, and sales figures. The report shall also contain a discussion of 
intended efforts and sales projections for the current year.  

     (c) Company shall endeavor to obtain all necessary governmental approvals for the manufacture, use and sale of Combination Product 
and Licensed Product. Specifically, Company shall:  

          (i) Within eight (8) years after the Effective Date, file an Investigational New Drug Application (“IND”) or its equivalent covering 
at least one Combination Product or Licensed Product with the U.S. Food and Drug Administration (“FDA”);  

          (ii) Within thirteen (13) years after the Effective Date, file a New Drug Application (“NDA”) with the FDA covering at least one 
Combination Product or Licensed Product;  
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          (iii) Within eighteen (18) months after receiving FDA approval of the NDA for a Combination Product or Licensed Product, 
market at least one Combination Product or Licensed Product in the U.S.; and  

          (iv) reasonably fill the market demand for any Combination Product or Licensed Product following commencement of marketing of 
such product at any time during the exclusive period of this Agreement.  

           (d) Within eighteen (18) months after the Effective Date, Company shall successfully undertake a public or private offering of raising 
ten million dollars ($10,000,000).  

           (e) In addition to the obligations set forth above, Company or its Affiliates or Sublicensees shall spend (either directly or through 
sponsored research by Company or its Affiliates or Sublicensees at the Medical School) an aggregate of not less than {***} per calendar 
year for the development of Combination Product and/or Licensed Product commencing with the year 2004.  

Company shall have the responsibility to finance its obligations in this Section 3.1, and the Medical School shall provide reasonable 
cooperation to Company in this regard. In the event that Medical School determines that Company (or an Affiliate or Sublicensee) has not 
fulfilled its obligations under this Section 3.1., Medical School shall furnish Company with written notice of such determination. Within sixty 
(60) days after receipt of such notice, Company shall either (i) fulfill the relevant obligation or (ii) negotiate with Medical School a mutually 
acceptable schedule of revised diligence obligations, failing which Medical School shall have the right, immediately upon written notice to 
Company, to terminate this Agreement.  

     3.2. Indemnification .  

          (a) Indemnity . Company shall indemnify, defend, and hold harmless Medical School and its trustees, officers, faculty, students, 
employees, and agents and their respective successors, heirs and assigns (the “Indemnitees”), against any liability, damage, loss, or expense 
(including reasonable attorneys fees and expenses of litigation) incurred by or imposed upon any of the Indemnitees in connection with any 
claims, suits, actions, demands or judgments arising out of any theory of liability (including without limitation actions in the form of tort, 
warranty, or strict liability and regardless of whether such action has any factual basis) concerning any product, process, or service that is made, 
used, or sold pursuant to any right or license granted under this Agreement; provided, however, that such indemnification shall not apply to any 
liability, damage, loss, or expense to the extent directly attributable to (i) the negligent activities or intentional misconduct of the Indemnitees 
or (ii) the settlement of a claim, suit, action, or demand by Indemnitees without the prior written approval of Company.  

          (b) Procedures . The Indemnitees agree to provide Company with prompt written notice of any claim, suit, action, demand, or judgment 
for which indemnification is sought under this Agreement. Company agrees, at its own expense, to provide attorneys reasonably acceptable to 
Medical School to defend against any such claim. The Indemnitees shall cooperate  
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fully with Company in such defense and will permit Company to conduct and control such defense and the disposition of such claim, suit, or 
action (including all decisions relative to litigation, appeal, and settlement); provided, however, that any Indemnitee shall have the right to 
retain its own counsel, at the expense of Company, if representation of such Indemnitee by the counsel retained by Company would be 
inappropriate because of actual or potential differences in the interests of such Indemnitee and any other party represented by such counsel. 
Company agrees to keep Medical School informed of the progress in the defense and disposition of such claim and to consult with Medical 
School with regard to any proposed settlement.  

          (c) Insurance . Company shall maintain insurance or self-insurance that is reasonably adequate to fulfill any potential obligation to the 
Indemnitees, but in any event not less than one million dollars ($1,000,000) for injuries to any one person arising out of a single occurrence and 
five million dollars ($5,000,000) for injuries to all persons arising out of a single occurrence. Company shall provide Medical School, upon 
request, with written evidence of such insurance or self-insurance. Company shall continue to maintain such insurance or self-insurance after 
the expiration or termination of this Agreement during any period in which Company or any Affiliate or Sublicensee continues to make, use, or 
sell a product that was a Licensed Product under this Agreement and thereafter for a period of two (2) years.  

     3.3. Use of Medical School Name . In accordance with Section 6.3., Company and its Affiliates and Sublicensees shall not use the name 
“University of Massachusetts Medical School” or any variation of that name in connection with the marketing or sale of any Licensed 
Products.  

     3.4. Marking of Licensed Products . To the extent commercially feasible and consistent with prevailing business practices, Company shall 
mark, and shall cause its Affiliates and Sublicensees to mark, all Licensed Products that are manufactured or sold under this Agreement with 
the number of each issued patent under the Patent Rights that applies to such Licensed Product.  

     3.5. Compliance with Law . Company shall comply with, and shall ensure that its Affiliates and Sublicensees comply with, all local, state, 
federal, and international laws and regulations relating to the development, manufacture, use, and sale of Licensed Products. Company 
expressly agrees to comply with the following:  

     (a) Company or its Affiliates and Sublicensees shall obtain all necessary approvals from the United States Food & Drug Administration 
and any similar governmental authorities of any foreign jurisdiction in which Company or an Affiliate or Sublicensee intends to make, use, 
or sell Licensed Products.  

     (b) Company and its Affiliates and Sublicensees shall comply with all United States laws and regulations controlling the export of certain 
commodities and technical data, including without limitation all Export Administration Regulations of the United States Department of 
Commerce. Among other things, these laws and regulations prohibit, or require a license for, the export of certain types of commodities and 
technical  
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data to specified countries. Company hereby gives written assurance that it will comply with, and will cause its Affiliates and Sublicensees 
to comply with, all United States export control laws and regulations, that it bears sole responsibility for any violation of such laws and 
regulations by itself or its Affiliates and Sublicensees, and that it will indemnify, defend, and hold Medical School harmless (in accordance 
with Section 3.1.) for the consequences of any such violation.  

4. Consideration for Grant of Rights .  

     4.1. License Fee . In partial consideration of the rights granted Company under this Agreement, Company shall pay to Medical School, 
within thirty (30) days after the Effective Date, (a) a license fee of {***}, and (b) a payment in the amount of {***} to reimburse Medical 
School for its actual expenses incurred as of January 31, 2003 in connection with obtaining the Patent Rights. These license fee payments are 
nonrefundable and are not creditable against any other payments due to Medical School under this Agreement.  

     4.2. Equity. In partial consideration of the license granted to Company under this Agreement, on or about April 18, 2003, Company shall 
issue to Medical School a total number of shares of Common Stock of Company, ($.01 par value per share) equal to {***} of the outstanding 
shares of Company. Company shall register the shares that are issued to the Medical School within ninety (90) days after their issuance and 
those shares will then be unrestricted.  

     4.3. License Maintenance Fee . Beginning on the anniversary of the Effective Date, and in each calendar year during the term of the 
Agreement, Company shall pay to Medical School {***}. This annual license maintenance fee is nonrefundable and is not creditable against 
any other payments due to Medical School under this Agreement.  

     4.4. Royalties . In partial consideration of the rights granted Company under this Agreement, Company shall pay to Medical School a 
royalty of {***} of Net Sales of Licensed Products by Company and its Affiliates.  

          (a) If there is a competing product in the marketplace, no royalties are due for a Licensed Product that is within the definition of 
“Licensed Product” because it uses or incorporates only Biological Materials.  

          (b) If during the Royalty Period, patents under the Patent Rights have expired or have been abandoned in a particular country, (i) no 
royalty is payable by Company, if there is a competing product in that country, and (ii) if Company reduces its prices for Licensed Products in 
that country, even if there is no competing product in that country, Company and Medical School shall negotiate in good faith a reduction in 
the royalty rate to reflect the reduction in Company’s gross margins caused by the price reduction.  

          (c) Company shall pay Medical School {***} of Net Sales of commercial clinical laboratory services by Company and its Affiliates.  
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     4.5. Minimum Royalty . At the beginning of each calendar year during the term of this Agreement, beginning January 1, 2016, Company 
shall pay to Medical School a minimum royalty of {***}. If the actual royalty payments to Medical School in any calendar year are less than 
the minimum royalty payment required for that year, Company shall have the right to pay Medical School the difference between the actual 
royalty payment and the minimum royalty payment in full satisfaction of its obligations under this Section, provided such minimum payment is 
made to Medical School within sixty (60) days after the conclusion of the calendar year. Waiver of any minimum royalty payment by Medical 
School shall not be construed as a waiver of any subsequent minimum royalty payment. If Company fails to make any minimum royalty 
payment within the sixty-day period, such failure shall constitute a material breach of its obligations under this Agreement, and Medical School 
shall have the right to terminate this Agreement in accordance with Section 7.3.  

     4.6. Third-Party Royalties. If Company is legally required to make royalty payments to Medical School under any agreement other than this 
Agreement (the “Other Medical School Licenses”), or to one or more third parties in the same Royalty Period for which royalties are due under 
Section 4.5 or 4.7 in order for Company to make, use or sell Licensed Products or have its sublicense make, use, or sell Licensed Products:  
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  (a)   in the case of any payments to Medical School under Other Medical School Licenses with respect to Licensed Products under this 
Agreement, the royalty payment made by Company to Medical School under this Agreement for the applicable Royalty Payment shall 
be reduced by fifty percent (50%) of the aggregate amounts payable for the same Royalty Period under the Other Medical School 
Licenses (before making any similar reduction in those payments pursuant to a corresponding reduction clause in those agreements), 
with a minimum floor of {***} of Net Sales of Licensed Products or {***} of the Sublicense Income to be paid under this Agreement; 
and 

  

  (b)   in the case of payments to one or more third parties, an offset of fifty percent (50%) of the amount paid to third parties may be taken 
by Company against any royalties payable by Company to the Medical School under this Agreement with a minimum floor of {***} 
of Net Sales of Licensed Products or {***} of all Sublicense Income, provided that in no event shall the royalty payments under 
Section 4.5 and 4.7, when aggregated with any other offsets and credits allowed under this Agreement, be reduced by more than fifty 
percent (50%); in the case of payments to one or more third parties, Medical School shall receive {***} of the Sublicense Income net 
of the foregoing third party payments; and 

  

  (c)   in the case of both payments under Other Medical School Licenses and to third parties in the same Royalty Period, the reduction 
described in (i) above shall first be made, and then the offset described in (ii) above shall be taken, provided that only a pro rata 
amount of the offset pursuant to (ii) above shall be taken against the royalties payable under this Agreement (with the pro-ration 
calculated based on the relative royalty rates under this Agreement and the Other Medical School Licenses), with a 



   

By way of illustration, assume a royalty of {***} under the Other Medical School Licenses of Net Sales of Licensed Products and a 
payment of {***} of Net Sales of Licensed Products to a third party. The reduction and offsets calculation would be as follows:  

     (ii) The remaining {***} of Net Sales of Licensed Products would be offset by an amount equal to {***} of Net Sales of Licensed Products, 
for a net royalty to the Medical School under this Agreement of {***} of Net Sales of Licensed Products (i.e., the offset of 50% of the {***} of 
Net Sales of Licensed Products payable to the third party is allocated pro rata against Medical School under this Agreement, with 33 1/3% of 
this net offset of {***} of Net Sales of Licensed Products being allocated to the royalties under this Agreement (the {***} royalty rate under 
this Agreement divided by the {***} royalty rate under this Agreement plus the {***} royalty rate under the Other Medical School Licenses)).  

5. Royalty Reports; Payments; Records .  

     5.1. First Sale . Company shall report to Medical School the date of first commercial sale of each Licensed Product within thirty (30) days 
of occurrence in each country.  

     5.2. Reports and Payments . Within sixty (60) days after the conclusion of each Royalty Period, Company shall deliver to Medical School a 
report containing the following information:  

     (a) the number of Licensed Products sold to independent third parties in each country, and the number of Licensed Products used by 
Company and its Affiliates in the provision services in each country;  

     (b) the gross sales price for each Licensed Product by Company and its Affiliates or Sublicensees during the applicable Royalty Period in 
each country;  

     (c) calculation of Net Sales for the applicable Royalty Period in each country, including a listing of applicable deductions; and  

     (d) total royalty payable on Net Sales in U.S. dollars, together with the exchange rates used for conversion.  

If no royalties are due to Medical School for any Royalty Period, the report shall so state. Concurrent with this report, Company shall remit to 
Medical School any payment due for the applicable Royalty Period. Medical School shall instruct Company as to the method of payment.  
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      minimum floor under this Agreement of {***} of Net Sales of Licensed Products and {***} of Sublicense Income. 

  (i)   The {***} of Net Sales of Licensed Products would be reduced to {***} of Net Sales of Licensed Products (i.e., a reduction of 50% of 
the {***} of Net Sales of Licensed Products under Other Medical School Licenses); and 



   

The contents of all such reports shall be the confidential and proprietary information of Company. To the extent permitted by applicable law, 
Medical School shall use reasonable efforts to maintain the confidentiality of such reports.  

     5.3. Payments in U.S. Dollars . All payments due under this Agreement shall be payable in United States dollars. Conversion of foreign 
currency to U.S. dollars shall be made at the conversion rate existing in the United States (as reported in the Wall Street Journal ) on the last 
working day of the calendar quarter preceding the applicable Royalty Period. Such payments shall be without deduction of exchange, 
collection, or other charges.  

     5.4. Payments in Other Currencies. If by law, regulation, or fiscal policy of a particular country, conversion into United States dollars or 
transfer of funds of a convertible currency to the United States is restricted or forbidden, Company shall give Medical School prompt written 
notice of such restriction, which notice shall satisfy the sixty-day payment deadline described in Section 5.2. Company shall pay any amounts 
due Medical School through whatever lawful methods Medical School reasonably designates; provided, however, that if Medical School fails 
to designate such payment method within thirty (30) days after Medical School is notified of the restriction, Company may deposit such 
payment in local currency to the credit of Medical School in a recognized banking institution selected by Company and identified by written 
notice to Medical School, and such deposit shall fulfill all obligations of Company to Medical School with respect to such payment.  

     5.5. Records . Company shall maintain, and shall cause its Affiliates to maintain, complete and accurate records of Licensed Products that 
are made, used, sold, or performed under this Agreement and any amounts payable to Medical School in relation to such Licensed Products, 
which records shall contain sufficient information to permit Medical School to confirm the accuracy of any reports delivered to Medical School 
under Section 5.2. The relevant party shall retain such records relating to a given Royalty Period for at least three (3) years after the conclusion 
of that Royalty Period, during which time Medical School shall have the right, at its expense, to cause its internal accountants or an 
independent, certified public accountant to inspect such records during normal business hours for the sole purpose of verifying any reports and 
payments delivered under this Agreement. Such accountant shall not disclose to Medical School any information other than information 
relating to accuracy of reports and payments delivered under this Agreement. The parties shall reconcile any underpayment or overpayment 
within thirty (30) days after the accountant delivers the results of the audit. In the event that any audit performed under this Section reveals an 
underpayment in excess of the greater of (a) five thousand dollars ($5,000) or (b) ten percent (10%) in any Royalty Period, Company shall bear 
the full cost of such audit. Medical School may exercise its rights under this Section only once every year and only with reasonable prior notice 
to Company.  

     5.6. Late Payments . Any payments by Company that are not paid on or before the date such payments are due under this Agreement shall 
bear interest, to the extent permitted by law, at two percentage points above the Prime Rate of interest as reported in the Wall Street Journal on 
the date payment is due, with interest calculated based on the number of days that payment is delinquent.  

- 10 -  



   

     5.7. Method of Payment . All payments under this Agreement should be made in the name of the “Medical School of Massachusetts” and 
sent to the address identified below. Each payment should reference this Agreement and identify the obligation under this Agreement that the 
payment satisfies.  

     5.8. Withholding and Similar Taxes . Royalty payments and other payments due to Medical School under this Agreement shall be reduced 
by reason of any withholding or similar taxes applicable to such payments to Medical School, which shall be paid by Company as required by 
applicable law and reported by Company to the Medical School.  

6. Confidential Information; Publications; Publicity .  

     6.1. Confidential Information .  

          (a) Designation . Confidential Information that is disclosed in writing shall be marked with a legend indicating its confidential status 
(such as “Confidential” or “Proprietary”). Confidential Information that is disclosed orally or visually shall be documented in a written notice 
prepared by the Disclosing Party and delivered to the Receiving Party within thirty (30) days of the date of disclosure; such notice shall 
summarize the Confidential Information disclosed to the Receiving Party and reference the time and place of disclosure.  

          (b) Obligations . For a period of five (5) years after disclosure of any portion of Confidential Information, the Receiving Party shall 
(i) maintain such Confidential Information in strict confidence, except that the Receiving Party may disclose or permit the disclosure of any 
Confidential Information to its directors, officers, employees, consultants, and advisors who are obligated to maintain the confidential nature of 
such Confidential Information and who need to know such Confidential Information for the purposes of this Agreement; (ii) use such 
Confidential Information solely for the purposes of this Agreement; and (iii) allow its trustees or directors, officers, employees, consultants, 
and advisors to reproduce the Confidential Information only to the extent necessary for the purposes of this Agreement, with all such 
reproductions being considered Confidential Information.  

          (c) Exceptions . The obligations of the Receiving Party under Subsection 6.1.(b) above shall not apply to the extent that the Receiving 
Party can demonstrate that certain Confidential Information (i) was in the public domain prior to the time of its disclosure under this 
Agreement; (ii) entered the public domain after the time of its disclosure under this Agreement through means other than an unauthorized 
disclosure resulting from an act or omission by the Receiving Party; (iii) was independently developed or discovered by the Receiving Party 
without use of the Confidential Information; (iv) is or was disclosed to the Receiving Party at any time, whether prior to or after the time of its 
disclosure under this Agreement, by a third party having no fiduciary relationship with the Disclosing Party and having no obligation of 
confidentiality with respect to such Confidential Information; or (v) is required to be disclosed to comply with applicable laws or regulations, 
or with a court or  
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administrative order, provided that the Disclosing Party receives reasonable prior written notice of such disclosure.  

          (d) Ownership and Return . The Receiving Party acknowledges that the Disclosing Party (or any third party entrusting its own 
information to the Disclosing Party) claims ownership of its Confidential Information in the possession of the Receiving Party. Upon the 
expiration or termination of this Agreement, and at the request of the Disclosing Party, the Receiving Party shall return to the Disclosing Party 
all originals, copies, and summaries of documents, materials, and other tangible manifestations of Confidential Information in the possession or 
control of the Receiving Party, except that the Receiving Party may retain one copy of the Confidential Information in the possession of its 
legal counsel solely for the purpose of monitoring its obligations under this Agreement.  

     6.2. Publications . Medical School and its employees will be free to publicly disclose (through journals, lectures, or otherwise) the results of 
any research in the Field or relating to the subject matter of the Patent Rights, except as otherwise provided by written agreement between 
Medical School and Company (e.g., a sponsored research agreement).  

     6.3. Publicity Restrictions . Company shall not use the name of Medical School or any of its trustees, officers, faculty, students, employees, 
or agents, or any adaptation of such names, or any terms of this Agreement in any promotional material or other public announcement or 
disclosure without the prior written consent of Medical School. The foregoing notwithstanding, Company shall have the right to disclose such 
information without the consent of Medical School in any prospectus, offering memorandum, or other document or filing required by 
applicable securities laws or other applicable law or regulation, provided that Company shall have given Medical School at least ten (10) days 
(or such prior shorter period in order to enable Company to make a timely announcement, while affording the Medical School the maximum 
feasible time to review the announcement) prior written notice of the proposed text for the purpose of giving Medical School the opportunity to 
comment on such text.  

7. Term and Termination .  

     7.1. Term . This Agreement shall commence on the Effective Date and shall remain in effect until (a) the expiration of all issued patents 
within the Patent Rights or (b) for a period of ten (10) years after the Effective Date if no such patents have issued within that ten-year period, 
unless earlier terminated in accordance with the provisions of this Agreement.  

     7.2. Termination for Default . In the event that either party commits a material breach of its obligations under this Agreement and fails to 
cure that breach within sixty (60) days after receiving written notice thereof, the other party may terminate this Agreement immediately upon 
written notice to the party in breach.  

     7.4. Force Majeure . Neither party will be responsible for delays resulting from causes beyond the reasonable control of such party, 
including without limitation fire, explosion, flood, war, strike, or riot, provided that the nonperforming party uses commercially reasonable 
efforts  
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to avoid or remove such causes of nonperformance and continues performance under this Agreement with reasonable dispatch whenever such 
causes are removed.  

     7.5. Effect of Termination . The following provisions shall survive the expiration or termination of this Agreement: Articles 1 and 8; 
Sections 3.2., 3.5., 5.2. (obligation to provide final report and payment), 6.1., 7.5., and 9.9. Upon the early termination of this Agreement, 
Company and its Affiliates or Sublicensees may complete and sell any work-in-progress and inventory of Licensed Products that exist as of the 
effective date of termination, provided that (a) Company is current in payment of all amounts due Medical School under this Agreement, 
(b) Company pays Medical School the applicable royalty on such sales of Licensed Products in accordance with the terms and conditions of 
this Agreement, and (c) Company and its Affiliates or Sublicensees shall complete and sell all work-in-progress and inventory of Licensed 
Products within six (6) months after the effective date of termination.  

8. Dispute Resolution .  

     8.1. Procedures Mandatory . The parties agree that any dispute arising out of or relating to this Agreement shall be resolved solely by means 
of the procedures set forth in this Article, and that such procedures constitute legally binding obligations that are an essential provision of this 
Agreement; provided, however, that all procedures and deadlines specified in this Article may be modified by written agreement of the parties. 
If either party fails to observe the procedures of this Article, as modified by their written agreement, the other party may bring an action for 
specific performance in any court of competent jurisdiction.  

     8.2. Dispute Resolution Procedures .  

          (a) Negotiation . In the event of any dispute arising out of or relating to this Agreement, the affected party shall notify the other party, 
and the parties shall attempt in good faith to resolve the matter within ten (10) days after the date of such notice (the “Notice Date”). Any 
disputes not resolved by good faith discussions shall be referred to senior executives of each party, who shall meet at a mutually acceptable 
time and location within thirty (30) days after the Notice Date and attempt to negotiate a settlement.  

          (b) Mediation . If the matter remains unresolved within sixty (60) days after the Notice Date, or if the senior executives fail to meet 
within thirty (30) days after the Notice Date, either party may initiate mediation upon written notice to the other party, whereupon both parties 
shall be obligated to engage in a mediation proceeding under the then current Center for Public Resources (“CPR”) Model Procedure for 
Mediation of Business Disputes, except that specific provisions of this Section shall override inconsistent provisions of the CPR Model 
Procedure. The mediator will be selected from the CPR Panels of Neutrals. If the parties cannot agree upon the selection of a mediator within 
ninety (90) days after the Notice Date, then upon the request of either party, the CPR shall appoint the mediator. The parties shall attempt to 
resolve the dispute through mediation until one of the following occurs: (i) the parties reach a written settlement; (ii) the mediator notifies the 
parties in writing that they have reached an impasse; (iii) the parties  
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agree in writing that they have reached an impasse; or (iv) the parties have not reached a settlement within one hundred and twenty (120) days 
after the Notice Date.  

          (c) Trial Without Jury . If the parties fail to resolve the dispute through mediation, or if neither party elects to initiate mediation, each 
party shall have the right to pursue any other remedies legally available to resolve the dispute, provided, however, that the parties expressly 
waive any right to a jury trial in any legal proceeding under this Section.  

     8.3. Preservation of Rights Pending Resolution .  

          (a) Performance to Continue . Each party shall continue to perform its obligations under this Agreement pending final resolution of any 
dispute arising out or relating to this Agreement; provided, however, that a party may suspend performance of its obligations during any period 
in which the other party fails or refuses to perform its obligations.  

          (b) Provisional Remedies . Although the procedures specified in this Article are the sole and exclusive procedures for the resolution of 
disputes arising out of relating to this Agreement, either party may seek a preliminary injunction or other provisional equitable relief if, in its 
reasonable judgment, such action is necessary to avoid irreparable harm to itself or to preserve its rights under this Agreement.  

          (c) Statute of Limitations . The parties agree that all applicable statutes of limitation and time-based defenses (such as estoppel and 
laches) shall be tolled while the procedures set forth in Subsections 8.2.(a) and 8.2(b) are pending. The parties shall take any actions necessary 
to effectuate this result.  

9. Miscellaneous .  

     9.1. Representations and Warranties . Representations and Warranties. Medical School represents and warrants that its employees have 
assigned to Medical School their entire right, title, and interest in the Patent Rights, that it has authority to grant the rights and licenses set forth 
in this Agreement, and that, to its best knowledge, Medical School does not hold any other intellectual property rights that would be infringed 
by the exploitation of the Patent Rights. MEDICAL SCHOOL MAKES NO OTHER WARRANTIES CONCERNING THE PATENT 
RIGHTS AND BIOLOGICAL MATERIALS, INCLUDING WITHOUT LIMITATION ANY EXPRESS OR IMPLIED WARRANTY OF 
MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE. Specifically, Medical School makes no warranty or representation 
(a) that the exploitation of any Licensed Product will not infringe any patents or other intellectual property rights of a third party, (b) regarding 
the validity or scope of the Patent Rights, and (c) that any third party is not currently infringing or will not infringe the Patent Rights.  

     9.2. Compliance with Law and Policies . Company agrees to comply with applicable law and the policies of Medical School in the area of 
technology transfer and shall promptly notify Medical School of any violation that Company knows or has reason to believe has occurred or is  
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likely to occur. The Medical School policies currently in effect at 365 Plantation Street, Ste. 130, Worcester MA, 01605 campus are available 
online at www.umassmed.edu/research/policies .  

     9.3. Tax-Exempt Status . Company acknowledges that Medical School, as a public institution of the Commonwealth of Massachusetts, 
holds the status of an exempt organization under the United States Internal Revenue Code. Company also acknowledges that certain facilities in 
which the licensed inventions were developed may have been financed through offerings of tax-exempt bonds. If the Internal Revenue Service 
determines, or if counsel to Medical School reasonably determines, that any term of this Agreement jeopardizes the tax-exempt status of 
Medical School or the bonds used to finance Medical School facilities, the relevant term shall be deemed an invalid provision and modified in 
accordance with Section 10.11.  

     9.4. Counterparts . This Agreement may be executed in one or more counterparts, each of which shall be deemed an original, and all of 
which together shall be deemed to be one and the same instrument.  

     9.5. Headings . All headings are for convenience only and shall not affect the meaning of any provision of this Agreement.  

     9.6. Binding Effect . This Agreement shall be binding upon and inure to the benefit of the parties and their respective permitted successors 
and assigns.  

     9.7. Assignment . This Agreement may not be assigned by either party without the prior written consent of the other party, except that 
Company may assign this Agreement to an Affiliate or to a successor in connection with the merger, consolidation, or sale of all or 
substantially all of its assets or that portion of its business to which this Agreement relates.  

     9.8. Amendment and Waiver . This Agreement may be amended, supplemented, or otherwise modified only by means of a written 
instrument signed by both parties. Any waiver of any rights or failure to act in a specific instance shall relate only to such instance and shall not 
be construed as an agreement to waive any rights or fail to act in any other instance, whether or not similar.  

     9.9. Governing Law . This Agreement shall be governed by and construed in accordance with the laws of the Commonwealth of 
Massachusetts irrespective of any conflicts of law principles.  

     9.10. Notice . Any notices required or permitted under this Agreement shall be in writing, shall specifically refer to this Agreement, and 
shall be sent by hand, recognized national overnight courier, confirmed facsimile transmission, confirmed electronic mail, or registered or 
certified mail, postage prepaid, return receipt requested, to the following addresses or facsimile numbers of the parties:  
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All notices under this Agreement shall be deemed effective upon receipt. A party may change its contact information immediately upon written 
notice to the other party in the manner provided in this Section.  

     9.11. Severability . In the event that any provision of this Agreement shall be held invalid or unenforceable for any reason, such invalidity or 
unenforceability shall not affect any other provision of this Agreement, and the parties shall negotiate in good faith to modify the Agreement to 
preserve (to the extent possible) their original intent. If the parties fail to reach a modified agreement within sixty (60) days after the relevant 
provision is held invalid or unenforceable, then the dispute shall be resolved in accordance with the procedures set forth in Article 7. While the 
dispute is pending resolution, this Agreement shall be construed as if such provision were deleted by agreement of the parties.  

     9.12. Entire Agreement . This Agreement constitutes the entire agreement between the parties with respect to its subject matter and 
supersedes all prior agreements or understandings between the parties relating to its subject matter.  
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    If to Medical School: 
           
    Office of Technology Management 
    Medical School of Massachusetts 
    365 Plantation Street, Suite 130 
    Worcester, MA 01605 
     Attention:   Joseph F.X. McGuirl 
         Executive Director 
           
    Tel: (508) 856-1626 
    Fax: (508) 856-1482 
           
    If to Company: 
           
    CytRx Corporation 
    11726 San Vicente Blvd., Suite 650 
    Los Angeles, CA 90049 
     Attention:   Steven A. Kriegsman 
         Chief Executive Officer 
           
    Tel: (310) 826-5449 
    Fax: (310) 826-5529 



   

     IN WITNESS WHEREOF, the parties have caused this Agreement to be executed by their duly authorized representatives as of the date 
first written above.  
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MEDICAL SCHOOL OF MASSACHUSETTS   CYTRX CORPORATION 
               
By:   /s/ Joseph F.X. McGuirl       By: /s/ Steven A. Kriegsman 
   

  
  

  
  

  
  

     Joseph F.X. McGuirl       Steven A. Kriegsman 
     Executive Director, CVIP       Chief Executive Officer 



   

EXHIBIT A  

List of Patent Rights  

UMMC 01-36 “RNA Sequence-Specific Mediators of RNA Interference” Inventors: David P. Bartel, Philip A. Sharp, Thomas Tuschl, and 
Philip D. Zamore  

     I.  United States Patents and Application  

USSN 60/265232 entitled “RNA Sequence-Specific Mediators of RNA Interference”, by  
David P. Bartel, Philip A. Sharp, Thomas Tuschl, and Philip D. Zamore  

USSN 09/821832 entitled “RNA Sequence-Specific Mediators of RNA Interference”, by  
David P. Bartel, Philip A. Sharp, Thomas Tuschl, and Philip D. Zamore  

     II. International (non-U.S.) Patents and Applications  

PCT/US01/10188 entitle “RNA Sequence-Specific Mediators of RNA Interference”, by  
David P. Bartel, Philip A. Sharp, Thomas Tuschl, and Philip D. Zamore  

   



   

AMENDMENT NO. 1  
TO  

NON-EXCLUSIVE LICENSE AGREEMENT  
(UMMC 01-36)  

     This Amendment No. 1, dated as of February 1, 2004 (the “Amendment”) is being made to the Non-Exclusive License Agreement relating 
to UMMC 01-36 (the “License Agreement”), effective as of April 15, 2003, by and between the University of Massachusetts Medical School 
(“Medical School”), a public institution of higher education of the Commonwealth of Massachusetts having an address of 55 Lake Avenue 
North, Worcester, MA 01655, and CytRx Corporation (“Company”), a Delaware corporation having an address of 11726 San Vicente 
Boulevard, Suite 650, Los Angeles, California 90049.  

R E C I T A L S  

     WHEREAS, Section 4.6 of the License Agreement provided for the calculation of payments payable to Medical School under Section 4.4 of 
the License Agreement in the event Company was required to make certain other payments to Medical School or third parties; and  

     WHEREAS, Medical School and Company wish to clarify the manner in which Section 4.6 of the License Agreement shall operate;  

     NOW, THEREFORE, Medical School and Company hereby agree as follows:  

1. Amendment to Section 4.6 .  

     Section 4.6 of the License Agreement is hereby amended to read in full as follows:  

     “4.6 Third-Party and Other Payments . If Company is legally required to make royalty or sublicense income payments to Medical School 
under any other license agreement, as well as this Agreement, or to one or more third parties, as well as this Agreement, in the same Royalty 
Period for which payments are due under Section 4.4 in order for Company to make, use or sell Licensed Products or have its Sublicensee 
make, use, or sell Licensed Products:  

          (a) Other Medical School Payments . In the case of payments to Medical School under Section 4.4 with respect to any Licensed Product, 
Company shall pay only the highest rate among this Agreement and any other Medical School licenses, and that one payment shall be deemed 
to satisfy the payment requirements for the applicable period under not only this Agreement but each of the other Medical School licenses.  

   



   

          (b) Third Party Payments . In the case of payments to one or more third parties with respect to any Licensed Product under this 
Agreement, Company may reduce its payment to Medical School under Section 4.4 of this Agreement for the applicable Royalty Period by 
fifty percent (50%) of the amount actually paid to third parties. However, in no event will the reductions made pursuant to this Section 4.6(b) 
result in more than a fifty percent (50%) reduction in the payments that would otherwise be payable to Medical School under Section 4.4 (after 
taking into account Section 4.6(b)).  

          (c) Example: Royalty Reductions . By way of illustration for Section 4.4 royalty payment reductions, for a particular Licensed Product, 
assume a royalty of (***) of Net Sales under another Medical School license and a payment of (***) of Net Sales to a third party. The 
reduction calculation would be as follows: The total (***) royalty rate in this Agreement would apply, and Company would reduce that rate by 
50% due to the (***) due to the third party (with a 50% cap on the rate reduction pursuant to Section 4.6), resulting in a (***) royalty to 
Medical School under this Agreement, and no royalties payable to the Medical School under the other Medical School license.  

2. Continuation of All Other Terms of Agreement.  

     Except for the amendment of Section 4.6 of the License Agreement provided for in Section 1 of this Amendment, all of the terms and 
conditions of the License Agreement shall continue in full force and effect.  

3. Miscellaneous .  

     3.1 Dispute Resolution . The parties agree that any dispute arising out of or relating to this Amendment shall be resolved solely by means of 
the procedures set forth in Article 8 of the Agreement.  

     3.2 Counterparts . This Amendment may be executed in one or more counterparts, each of which shall be deemed an original, and all of 
which together shall be deemed to be one and the same instrument.  

     3.3 Headings . All headings are for convenience only and shall not affect the meaning of any provision of this Amendment.  

     3.4 Binding Effect . This Amendment shall be binding upon and inure to the benefit of the parties and their respective permitted successors 
and assigns.  

     3.5 Amendment . This Amendment may be amended, supplemented, or otherwise modified only by means of a written instrument signed by 
all of the parties.  

   



   

     3.6 Governing Law . This Amendment shall be governed by and construed in accordance with the laws of the Commonwealth of 
Massachusetts irrespective of any conflicts of law principles.  

     IN WITNESS WHEREOF, the parties have caused this Amendment to be executed by their duly authorized representatives as of the date 
first above written.  

   

 

                  
UNIVERSITY OF MASSACHUSETTS       CYTRX CORPORATION 
MEDICAL SCHOOL             
                   
By:   /s/ Chester A. Bisbee       By:   /s/ Steven A. Kriegsman 
   

  
  

  
  

  
  

  
  

     Acting Executive Director           Steven A. Kriegsman 
     Office of Technology Management           Chief Executive Officer 



   



   

Exhibit 10.9 

EXCLUSIVE LICENSE AGREEMENT  

     This Agreement, effective as of April 15, 2003 (the “Effective Date”), is between the University of Massachusetts Medical School 
(“Medical School”), a public institution of higher education of the Commonwealth of Massachusetts having an address of 55 Lake Avenue 
North, Worcester, MA 01655, and CytRx Corporation (“Company”), a Delaware corporation having an address of 11726 San Vicente Blvd., 
Suite 650, Los Angeles, CA 90049.  

R E C I T A L S  

     WHEREAS, Medical School is owner by assignment of the invention claimed in the United States Patent Application listed in Exhibit A 
pertaining to the Medical School’s invention disclosure number UMMC 02-01 entitled In Vivo Production of Small Interfering RNAs.  

     WHEREAS Company desires to obtain an exclusive license in the field of therapeutics, prophylactics, and diagnostics limited to the 
narrowed fields of other Medical School license agreements; specifically, using RNAi to inhibit HCMV Immediate Early (IE) gene expression 
in Retinitis applications, using RNAi to inhibit mutant SOD1 gene expression in Amytrophic Lateral Sclerosis (ALS) applications, and using 
RNAi to inhibit gene targets implicated in Type II Diabetes and Obesity under the rights of Medical School in any patent rights claiming those 
inventions; and  

     WHEREAS, Medical School is willing to grant Company an exclusive license on the terms set forth in this Agreement.  

     NOW, THEREFORE, Medical School and Company hereby agree as follows:  

1. Definitions .  

     1.1. “ Affiliate ” means any legal entity (such as a corporation, partnership, or limited liability company) that is controlled by Company. For 
the purposes of this definition, the term “control” means (a) beneficial ownership of at least fifty percent (50%) of the voting securities of a 
corporation or other business organization with voting securities or (b) a fifty percent (50%) or greater interest in the net assets or profits of a 
partnership or other business organization without voting securities.  

     1.2. “ Biological Materials ” means certain tangible biological materials that are necessary for the effective exercise of the Patent Rights, 
which materials are described on Exhibit A , as well as tangible materials that are routinely produced through use of the original materials, 
including, for example, any progeny derived from a cell line, monoclonal antibodies produced by hybridoma cells, DNA or RNA replicated 
from isolated DNA or RNA, recombinant proteins produced through use of isolated DNA or RNA, and substances routinely purified from a 
source material included in the original materials (such as recombinant proteins isolated from a cell extract or supernatant by non-proprietary 
affinity purification methods). These Biological  

   



   

Materials shall be listed on Exhibit A , which will be periodically amended to include any additional Biological Materials that Medical School 
may furnish to Company.  

     1.3. “ Combination Product ” means a product that contains a Licensed Product component and at least one other essential functional 
component.  

     1.4. “ Confidential Information ” means any confidential or proprietary information furnished by one party (the “Disclosing Party”) to the 
other party (the “Receiving Party”) in connection with this Agreement, provided that such information is specifically designated as 
confidential. Such Confidential Information shall include, without limitation, any diligence reports furnished to Medical School under 
Section 3.1. and royalty reports furnished to Medical School under Section 5.2.  

     1.5. “ Field ” means therapeutics, prophylactics, and diagnostics arising from the limited use of RNAi to inhibit HCMV Immediate Early 
(IE) gene expression in Retinitis applications, using RNAi to inhibit mutant SOD1 gene expression in Amyotrophic Lateral Sclerosis (ALS) 
applications, and using RNAi to inhibit gene targets implicated in Type II Diabetes and Obesity.  

     1.6. “ Licensed Product ” means any product that cannot be developed, manufactured, used, or sold without (a) infringing one or more 
claims under the Patent Rights, (b) using or incorporating some portion of one or more Biological Materials, or (c) using some portion of the 
Related Technology.  

     1.7. “Net Sales” means the gross amount billed or invoiced on sales by Company and its Affiliates and Sublicensees of Licensed Products, 
less the following: (a) customary trade, quantity, or cash discounts and commissions to non-affiliated brokers or agents to the extent actually 
allowed and taken; (b) amounts repaid or credited by reason of rejection or return; (c) to the extent separately stated on purchase orders, 
invoices, or other documents of sale, any taxes or other governmental charges levied on the production, sale, transportation, delivery, or use of 
a Licensed Product which is paid by or on behalf of Company; (d) outbound transportation costs prepaid or allowed and costs of insurance in 
transit; (e) allowance for bad debt that is customary and reasonable for the industry and in accordance with genrally accepted accounting 
principles. Notwithstanding anything to the contrary in this Section 1.7, Net Sales does not include sales of Licensed Products at or below the 
fully burdened cost of manufacturing solely for research or clinical testing or for indigent or similar public support or compassionate use 
programs.  

     In any transfers of Licensed Products between Company and an Affiliate or Sublicensee, Net Sales shall be calculated based on the final sale 
of the Licensed Product to an independent third party. In the event that Company or an Affiliate or Sublicensee receives non-monetary 
consideration for any Licensed Products, Net Sales shall be calculated based on the fair market value of such consideration.  

   



   

     In the case of Combination Products, Net Sales means the gross amount billed or invoiced on sales of the Combination Product less the 
deductions set forth above, multiplied by a proration factor that is determined as follows:  

     (i) If all components of the Combination Product were sold separately during the same or immediately preceding Royalty Period, the 
proration factor shall be determined by the formula [A / (A+B)], where A is the aggregate gross sales price of all Licensed Product 
components during such period when sold separately from the other essential functional components, and B is the aggregate gross sales 
price of the other essential functional components during such period when sold separately from the Licensed Product Components; or  

     (ii) If all components of the Combination Product were not sold separately during the same or immediately preceding Royalty Period, the 
proration factor shall be determined by the formula [C / (C+D)], where C is the aggregate fully absorbed cost of the Licensed Product 
components during the prior Royalty Period and D is the aggregate fully absorbed cost of the other essential functional components during 
the prior Royalty Period, with such costs being determined in accordance with generally accepted accounting principles.  

     1.8. “ Patent Rights ” means the U.S. patent applications listed on Exhibit A , and any divisional, continuation, or continuation-in-part of 
such patent applications to the extent the claims are directed to subject matter specifically described therein, as well as any patent issued 
thereon and any reissue or reexamination of such patent, and any foreign counterparts to such patents and patent applications. Exhibit A shall 
be periodically amended to include any additional Patent Rights that may arise. “ Medical School Patent Rights ” means Patent Rights assigned 
solely to Medical School (and other academic institutions, if any). “ Joint Patent Rights ” means Patent Rights assigned to both Medical School 
and Company.  

     1.9. “ Related Technology ” means any know-how, technical information, research and development information, test results, and data 
necessary for the effective exercise of the Patent Rights which has been developed by Philip Zamore, Craig Mello, Gyorgy Hutvagner, Juanita 
McLachlan, and Alla Grishok as of the Effective Date and which is owned by Medical School.  

     1.10. “ Royalty Period ” means the partial calendar quarter commencing on the date on which the first Licensed Product is sold or used and 
every complete or partial calendar quarter thereafter during which either (a) this Agreement remains in effect or (b) Company has the right to 
complete and sell work-in-progress and inventory of Licensed Products pursuant to Section 8.5.  

     1.11. “ Sublicense Income ” means any payments that Company receives from a Sublicensee in consideration of the sublicense of the rights 
granted Company under Section 2.1., including without limitation license fees, royalties, milestone payments, and license maintenance  

   



   

fees, but excluding the following payments: (a) payments made in consideration for the issuance of equity or debt securities of Company at fair 
market value, and (b) payments specifically committed to the development of Licensed Products.  

     1.12. “ Sublicensee ” means any permitted sublicensee of the rights granted Company under this Agreement, as further described in 
Section 2.2.  

2. Grant of Rights .  

     2.1. License Grants .  

          (a) Patent Rights and Biological Materials . Subject to the terms of this Agreement, Medical School hereby grants to Company and its 
Affiliates an exclusive, worldwide, royalty-bearing license (with the right to sublicense) under its commercial rights in the Patent Rights and 
Biological Materials to develop, make, have made, use, and sell Licensed Products in the Field.  

          (b) Related Technology . Subject to the terms of this Agreement, Medical School hereby grants to Company and its Affiliates a non-
exclusive, royalty-bearing license (with the right to sublicense) under its commercial rights in the Related Technology to develop, make, have 
made, use, and sell Licensed Products in the Field.  

          (c) Subject to applicable law or the rights of research sponsors, the Medical School shall use its best efforts to make any improvements to 
the Patent Rights available to Company.  

     2.2. Sublicenses . Company shall have the right to grant sublicenses of its rights under Section 2.1. with the consent of Medical School, 
which consent shall not be unreasonably withheld or delayed. All sublicense agreements executed by Company pursuant to this Article 2 shall 
expressly bind the Sublicensee to the terms of this Agreement. Company shall promptly furnish Medical School with a fully executed copy of 
any such sublicense agreement.  

     2.3. Retained Rights .  

          (a) Medical School . Medical School retains the right to make and use Licensed Products for academic research, teaching, and non-
commercial patient care, without payment of compensation to Company. Medical School may license its retained rights under this Section to 
research collaborators of Medical School faculty members, post-doctoral fellows, and students.  

          (b) Federal Government . To the extent that any invention claimed in the Patent Rights has been partially funded by the federal 
government, this Agreement and the grant of any rights in such Patent Rights are subject to and governed by federal law as set forth in 35 
U.S.C. §§ 201-211, and the regulations promulgated thereunder, as amended, or any successor statutes  

   



   

or regulations. Company acknowledges that these statutes and regulations reserve to the federal government a royalty-free, non-exclusive, non-
transferrable license to practice any government-funded invention claimed in any Patent Rights. If any term of this Agreement fails to conform 
with such laws and regulations, the relevant term shall be deemed an invalid provision and modified in accordance with Section 10.11. Upon 
execution of this Agreement, the Medical School shall disclose in writing to Company any funding that would be subject to this Section 2.3(b).  

          (c) Other Organizations . To the extent that any invention claimed in the Patent Rights has been partially funded by a non-profit 
organization or state or local agency, this Agreement and the grant of any rights in such Patent Rights are subject to and governed by the terms 
and conditions of the applicable research grant. If any term of this Agreement fails to conform with such terms and conditions, the relevant 
term shall be deemed an invalid provision and modified by the parties pursuant to Section 10.11. Upon execution of this Agreement, the 
Medical School shall disclose in writing to Company any funding that would be subject to this Section 2.3(c).  

3. Company Obligations Relating to Commercialization .  

     3.1. Diligence Requirements . Company shall use diligent efforts, or shall cause its Affiliates and Sublicensees to use diligent efforts, to 
develop Licensed Products and to introduce Licensed Products into the commercial market; thereafter, Company or its Affiliates or 
Sublicensees shall make Licensed Products reasonably available to the public. Specifically, Company or Affiliate or Sublicensee shall fulfill 
the following obligations:  

     (a) Within ninety (90) days after the Effective Date, Company shall furnish Medical School with a written research and development plan 
under which Company intends to develop Licensed Products.  

     (b) Within sixty (60) days after each anniversary of the Effective Date, Company shall furnish Medical School with a written report on 
the progress of its efforts during the prior year to develop and commercialize Licensed Products, including without limitation research and 
development efforts, efforts to obtain regulatory approval, marketing efforts, and sales figures. The report shall also contain a discussion of 
intended efforts and sales projections for the current year.  

     (c) Company shall endeavor to obtain all necessary governmental approvals for the manufacture, use and sale of Combination Product 
and Licensed Product. Specifically, Company shall:  

          (i) Within eight (8) years after the Effective Date, file an Investigational New Drug Application (“IND”) or its equivalent covering at 
least one Combination Product or Licensed Product with the U.S. Food and Drug Administration (“FDA”);  

   



   

          (ii) Within thirteen (13) years after the Effective Date, file a New Drug Application (“NDA”) with the FDA covering at least one 
Combination Product or Licensed Product;  

          (iii) Within eighteen (18) months after receiving FDA approval of the NDA for a Combination Product or Licensed Product, market at 
least one Combination Product or Licensed Product in the U.S.; and  

          (iv) reasonably fill the market demand for any Combination Product or Licensed Product following commencement of marketing of 
such product at any time during the exclusive period of this Agreement.  

     (d) Within eighteen (18) months after the Effective Date, Company shall successfully undertake a public or private offering of raising ten 
million dollars ($10,000,000).  

     (e) In addition to the obligations set forth above, Company and/or its sublicensees shall spend (either directly or through sponsored 
research by Company or its Sublicensee at the Medical School) an aggregate of not less than {***} per calendar year for the development of 
Combination Product and/or Licensed Product commencing with the year 2004.  

Company shall have the responsibility to finance its obligations in this Section 3.1, and the Medical School shall provide reasonable 
cooperation to Company in this regard. In the event that Medical School determines that Company (or an Affiliate or Sublicensee) has not 
fulfilled its obligations under this Section 3.1., Medical School shall furnish Company with written notice of such determination. Within sixty 
(60) days after receipt of such notice, Company shall either (i) fulfill the relevant obligation or (ii) negotiate with Medical School a mutually 
acceptable schedule of revised diligence obligations, failing which Medical School shall have the right, immediately upon written notice to 
Company, to terminate this Agreement or to grant additional licenses to third parties to the Patent Rights and Biological Materials in the Field. 
The Medical School may not unreasonably withhold acceptance of Company’s revised diligence obligations.  

     3.2. Indemnification .  

          (a) Indemnity . Company shall indemnify, defend, and hold harmless Medical School and its trustees, officers, faculty, students, 
employees, and agents and their respective successors, heirs and assigns (the “Indemnitees”), against any liability, damage, loss, or expense 
(including reasonable attorneys fees and expenses of litigation) incurred by or imposed upon any of the Indemnitees in connection with any 
claims, suits, actions, demands or judgments arising out of any theory of liability (including without limitation actions in the form of tort, 
warranty, or strict liability and regardless of whether such action has any factual basis) concerning any product, process, or service that is made, 
used, or sold pursuant to any right or license granted under this Agreement; provided, however, that such indemnification shall not apply to any 

   



   

liability, damage, loss, or expense to the extent directly attributable to (i) the negligent activities or intentional misconduct of the Indemnitees 
or (ii) the settlement of a claim, suit, action, or demand by Indemnitees without the prior written approval of Company.  

          (b) Procedures . The Indemnitees agree to provide Company with prompt written notice of any claim, suit, action, demand, or judgment 
for which indemnification is sought under this Agreement. Company agrees, at its own expense, to provide attorneys reasonably acceptable to 
Medical School to defend against any such claim. The Indemnitees shall cooperate fully with Company in such defense and will permit 
Company to conduct and control such defense and the disposition of such claim, suit, or action (including all decisions relative to litigation, 
appeal, and settlement); provided, however, that any Indemnitee shall have the right to retain its own counsel, at the expense of Company, if 
representation of such Indemnitee by the counsel retained by Company would be inappropriate because of actual or potential differences in the 
interests of such Indemnitee and any other party represented by such counsel. Company agrees to keep Medical School informed of the 
progress in the defense and disposition of such claim and to consult with Medical School with regard to any proposed settlement.  

          (c) Insurance . Company shall maintain insurance or self-insurance that is reasonably adequate to fulfill any potential obligation to the 
Indemnitees, but in any event not less than one million dollars ($1,000,000) for injuries to any one person arising out of a single occurrence and 
five million dollars ($5,000,000) for injuries to all persons arising out of a single occurrence. Company shall provide Medical School, upon 
request, with written evidence of such insurance or self-insurance. Company shall continue to maintain such insurance or self-insurance after 
the expiration or termination of this Agreement during any period in which Company or any Affiliate or Sublicensee continues to make, use, or 
sell a product that was a Licensed Product under this Agreement for a period of two (2) years.  

     3.3. Use of Medical School Name . In accordance with Section 7.3., Company and its Affiliates and Sublicensees shall not use the name 
“University of Massachusetts Medical School” or any variation of that name in connection with the marketing or sale of any Licensed 
Products.  

     3.4. Marking of Licensed Products . To the extent commercially feasible and consistent with prevailing business practices, Company shall 
mark, and shall cause its Affiliates and Sublicensees to mark, all Licensed Products that are manufactured or sold under this Agreement with 
the number of each issued patent under the Patent Rights that applies to such Licensed Product.  

     3.5. Compliance with Law . Company shall comply with, and shall ensure that its Affiliates and Sublicensees (to the extent commercially 
feasible) comply with, all local, state, federal, and international laws and regulations relating to the development, manufacture, use, and sale of 
Licensed Products. Company expressly agrees to comply with the following:  

   



   

     (a) Company or its Affiliates or Sublicensees shall obtain all necessary approvals from the United States Food & Drug Administration 
and any similar governmental authorities of any foreign jurisdiction in which Company or an Affiliate or Sublicensee intends to make, use, 
or sell Licensed Products.  

     (b) Company and its Affiliates and Sublicensees shall comply with all United States laws and regulations controlling the export of certain 
commodities and technical data, including without limitation all Export Administration Regulations of the United States Department of 
Commerce. Among other things, these laws and regulations prohibit, or require a license for, the export of certain types of commodities and 
technical data to specified countries. Company hereby gives written assurance that it will comply with, and will cause its Affiliates and 
Sublicensees to comply with, all United States export control laws and regulations, that it bears sole responsibility for any violation of such 
laws and regulations by itself or its Affiliates or Sublicensees, and that it will indemnify, defend, and hold Medical School harmless (in 
accordance with Section 3.2.) for the consequences of any such violation.  

     (c) To the extent that any invention claimed in the Patent Rights has been partially funded by the United States government, and only to 
the extent required by applicable laws and regulations, Company agrees that any Licensed Products used or sold in the United States will be 
manufactured substantially in the United States or its territories. Current law provides that if domestic manufacture is not commercially 
feasible under the circumstances, Medical School may seek a waiver of this requirement from the relevant federal agency on behalf of 
Company.  

4. Consideration for Grant of Rights .  

     4.1. License Fee . In partial consideration of the rights granted Company under this Agreement, Company shall pay to Medical School on 
the Effective Date (a) a license fee of {***}, and (b) a payment in the amount of {***} to reimburse Medical School for its actual expenses 
incurred as of January 31, 2003 in connection with obtaining the Patent Rights. These license fee payments are nonrefundable and are not 
creditable against any other payments due to Medical School under this Agreement.  

     4.2. Equity . In partial consideration of the license granted to Company under this Agreement, on or about April 18, 2003, Company shall 
issue to Medical School a total number of shares of Common Stock of Company, ($.01 par value per share) equal to {***} of the outstanding 
shares of Company. Company shall register the shares that are issued to the Medical School within ninety (90) days after their issuance and 
those shares will then be unrestricted.  

     4.3. License Maintenance Fee . Beginning on the first anniversary of the Effective Date, and on each anniversary of the Effective Date 
thereafter during the term of the Agreement, Company shall pay to Medical School {***}. This annual license maintenance fee is  

   



   

nonrefundable and is not creditable against any other payments due to Medical School under this Agreement.  

     4.4. Milestone Payments . Company shall pay Medical School the following milestone payments within thirty (30) days after the occurrence 
of each event:  

These milestone payments are nonrefundable and are not creditable against any other payments due to University under this Agreement.  

     4.5. Royalties .  

          (a) Base Royalty. In partial consideration of the rights granted Company under this Agreement, Company shall pay to Medical School a 
royalty of {***} of Net Sales of Licensed Products by Company and its Affiliates (but not Sublicensees).  

               (i) If a particular Licensed Product is within the definition of “Licensed Product” solely because it uses or incorporates Related 
Technology, the royalty rate applicable to such Licensed Product shall be reduced by {***}.  

               (ii) If there is a competing product in the marketplace, no royalties are due for a Licensed Product that is within the definition of 
“Licensed Product” because it uses or incorporates only Related Technology or Biological Materials.  

               (iii) If during the Royalty Period, patents under the Patent Rights have expired or have been abandoned in a particular country, (I) no 
royalty is payable by Company, if there is a competing product in that country, and (II) if Company reduces its prices for Licensed Products in 
that country, even if there is no competing product in that country, Company and  

   

      
Milestone   Payment 
Filing of IND or equivalent for each product    ${***} 
Entry into Phase I Clinical trial or  
equivalent for each Licensed Product    

${***} for first product and ${***} for each subsequent 
product 

Entry into Phase II clinical trial  
or equivalent for each Licensed Product    

${***} for first product and ${***} for each subsequent 
product 

Entry into Phase III clinical trial  
or equivalent for each Licensed Product    

${***} for first product and ${***} for each subsequent 
product 

Filing for market approval (NDA or  
equivalent) in any country besides  
the United States    

${***} for first product and ${***} for each subsequent 
product 

Commencement of product marketing in the United States    ${***} 
First market approval for first  
three European countries in total    

${***} 



   

Medical School shall negotiate in good faith a reduction in the royalty rate to reflect the reduction in Company’s gross margins caused by the 
price reduction.  

               (iv) Company shall pay Medical School {***} of Net Sales of commercial clinical laboratory services by Company and its Affiliates.  

          (b) Royalty Reduction . If Medical School grants additional licenses to third parties pursuant to Section 3.1., the royalty rates set forth in 
Subsection 4.5.(a) shall be adjusted, if necessary, so as not to exceed the royalty rates charged any other licensee of the Patent Rights during the 
term of the non-exclusive license.  

     4.6. Minimum Royalty . At the beginning of each calendar year during the term of this Agreement, beginning January 1, 2016, Company 
shall pay to Medical School a minimum royalty of {***}. If the actual royalty payments to Medical School in any calendar year are less than 
the minimum royalty payment required for that year, Company shall have the right to pay Medical School the difference between the actual 
royalty payment and the minimum royalty payment in full satisfaction of its obligations under this Section, provided such minimum payment is 
made to Medical School within sixty (60) days after the conclusion of the calendar year. Waiver of any minimum royalty payment by Medical 
School shall not be construed as a waiver of any subsequent minimum royalty payment. If Company fails to make any minimum royalty 
payment within the sixty-day period, such failure shall constitute a material breach of its obligations under this Agreement, and Medical School 
shall have the right to terminate this Agreement in accordance with Section 8.3.  

     4.7. Sublicense Income. Company shall pay Medical School {***} of all Sublicense Income. Such amounts shall be due and payable within 
sixty (60) days after Company receives the relevant payment from the Sublicensee.  

     4.8. Third-Party Royalties. If Company is legally required to make royalty payments to Medical School under any agreement other than this 
Agreement (the “Other Medical School Licenses”), or to one or more third parties in the same Royalty Period for which royalties are due under 
Section 4.5 or 4.7 in order for Company to make, use or sell Licensed Products or have its sublicense make, use, or sell Licensed Products:  

   

  (a)   in the case of any payments to Medical School under Other Medical School Licenses with respect to Licensed Products under this 
Agreement, the royalty payment made by Company to Medical School under this Agreement for the applicable Royalty Payment shall 
be reduced by fifty percent (50%) of the aggregate amounts payable for the same Royalty Period under the Other Medical School 
Licenses (before making any similar reduction in those payments pursuant to a corresponding reduction clause in those agreements), 
with a minimum floor of {***} of Net Sales of Licensed Products or {***} of the Sublicense Income to be paid under this Agreement; 
and 



   

     By way of illustration, assume a royalty of {***} under the Other Medical School Licenses of Net Sales of Licensed Products and a 
payment of {***} of Net Sales of Licensed Products to a third party. The reduction and offsets calculation would be as follows:  

     (i) The {***} of Net Sales of Licensed Products would be reduced to {***} of Net Sales of Licensed Products (i.e., a reduction of 50% of 
the {***} of Net Sales of Licensed Products under Other Medical School Licenses); and  

     (ii) The remaining {***} of Net Sales of Licensed Products would be offset by an amount equal to {***} of Net Sales of Licensed Products, 
for a net royalty to the Medical School under this Agreement of {***} of Net Sales of Licensed Products (i.e., the offset of 50% of the {***} of 
Net Sales of Licensed Products payable to the third party is allocated pro rata against Medical School under this Agreement, with {***} of this 
net offset of {***} of Net Sales of Licensed Products being allocated to the royalties under this Agreement (the {***} royalty rate under this 
Agreement divided by the {***} royalty rate under this Agreement plus the {***} royalty rate under the Other Medical School Licenses)).  

5. Royalty Reports; Payments; Records .  

     5.1. First Sale . Company shall report to Medical School the date of first commercial sale of each Licensed Product within thirty (30) days 
of occurrence in each country.  

     5.2. Reports and Payments . Within sixty (60) days after the conclusion of each Royalty Period, Company shall deliver to Medical School a 
report containing the following information:  

   

  (b)   in the case of payments to one or more third parties, an offset of fifty percent (50%) of the amount paid to third parties may be taken 
by Company against any royalties payable by Company to the Medical School under this Agreement with a minimum floor of {***} 
of Net Sales of Licensed Products or {***} of all Sublicense Income, provided that in no event shall the royalty payments under 
Section 4.5 and 4.7, when aggregated with any other offsets and credits allowed under this Agreement, be reduced by more than fifty 
percent (50%); in the case of payments to one or more third parties, Medical School shall receive {***} of the Sublicense Income net 
of the foregoing third party payments; and 

  

  (c)   in the case of both payments under Other Medical School Licenses and to third parties in the same Royalty Period, the reduction 
described in (i) above shall first be made, and then the offset described in (ii) above shall be taken, provided that only a pro rata 
amount of the offset pursuant to (ii) above shall be taken against the royalties payable under this Agreement (with the pro-ration 
calculated based on the relative royalty rates under this Agreement and the Other Medical School Licenses), with a minimum floor 
under this Agreement of {***} of Net Sales of Licensed Products and {***} of Sublicense Income. 



   

     (a) the number of Licensed Products sold to independent third parties in each country, and the number of Licensed Products used by 
Company in each country;  

     (b) the gross sales price for each Licensed Product sold by Company and its Affiliates during the applicable Royalty Period in each 
country;  

     (c) calculation of Net Sales for the applicable Royalty Period in each country, including a listing of applicable deductions;  

     (d) total royalty payable on Net Sales in U.S. dollars, together with the exchange rates used for conversion; and  

     (v) the portion of royalty-based Sublicense Income due to Medical School for the applicable Royalty Period from each Sublicensee.  

All such reports shall be considered Company Confidential Information. If no royalties are due to Medical School for any Royalty Period, the 
report shall so state. Concurrent with this report, Company shall remit to Medical School any payment due for the applicable Royalty Period.  

     5.3. Payments in U.S. Dollars . All payments due under this Agreement shall be payable in United States dollars. Conversion of foreign 
currency to U.S. dollars shall be made at the conversion rate existing in the United States (as reported in the Wall Street Journal ) on the last 
working day of the calendar quarter preceding the applicable Royalty Period. Such payments shall be without deduction of exchange, 
collection, or other charges.  

     5.4. Payments in Other Currencies . If by law, regulation, or fiscal policy of a particular country, conversion into United States dollars or 
transfer of funds of a convertible currency to the United States is restricted or forbidden, Company shall give Medical School prompt written 
notice of such restriction, which notice shall satisfy the sixty-day payment deadline described in Section 5.2. Company shall pay any amounts 
due Medical School through whatever lawful methods Medical School reasonably designates; provided, however, that if Medical School fails 
to designate such payment method within thirty (30) days after Medical School is notified of the restriction, Company may deposit such 
payment in local currency to the credit of Medical School in a recognized banking institution selected by Company and identified by written 
notice to Medical School, and such deposit shall fulfill all obligations of Company to Medical School with respect to such payment.  

     5.5. Records . Company shall maintain, and shall cause its Affiliates and Sublicensees to maintain, complete and accurate records of 
Licensed Products that are made, used, sold, or performed under this Agreement and any amounts payable to Medical School in relation to such 
Licensed Products, which records shall contain sufficient information to permit Medical School to confirm the accuracy of any reports 
delivered to Medical School under Section 5.2. The relevant party shall retain such records relating to a given Royalty Period for at least three 
(3) years after the conclusion of that Royalty Period, during which time Medical School shall have  

   



   

the right, at its expense, to cause its internal accountants or an independent, certified public accountant to inspect such records during normal 
business hours for the sole purpose of verifying any reports and payments delivered under this Agreement. Such accountant shall not disclose 
to Medical School any information other than information relating to accuracy of reports and payments delivered under this Agreement. The 
parties shall reconcile any underpayment or overpayment within thirty (30) days after the accountant delivers the results of the audit. In the 
event that any audit performed under this Section reveals an underpayment in excess of the greater of (a) five thousand dollars ($5,000) or 
(b) ten percent (10%) in any Royalty Period, Company shall bear the full cost of such audit. Medical School may exercise its rights under this 
Section only once every year and only with reasonable prior notice to Company.  

     5.6. Late Payments . Any payments by Company that are not paid on or before the date such payments are due under this Agreement shall 
bear interest, to the extent permitted by law, at two percentage points above the Prime Rate of interest as reported in the Wall Street Journal on 
the date payment is due, with interest calculated based on the number of days that payment is delinquent.  

     5.7. Method of Payment . All payments under this Agreement should be made in the name of the “University of Massachusetts Medical 
School” and sent to the address identified below. Each payment should reference this Agreement and identify the obligation under this 
Agreement that the payment satisfies.  

     5.8. Withholding and Similar Taxes. Royalty payments and other payments due to Medical School under this Agreement shall be reduced 
by reason of any withholding or similar taxes applicable to such payments to Medical School, which shall be paid by Company as required by 
applicable law and reported by Company to the Medical School.  

6. Patents and Infringement .  

     6.1. Responsibility for Medical School Patent Rights . Medical School shall have primary responsibility, at the expense of Company, for the 
preparation, filing, prosecution, and maintenance of all Medical School Patent Rights, using patent counsel reasonably acceptable to Company. 
Medical School shall consult with Company as to the preparation, filing, prosecution, and maintenance of all such Patent Rights reasonably 
prior to any deadline or action with the U.S. Patent & Trademark Office or any foreign patent office and shall furnish Company with copies of 
all relevant documents reasonably in advance of such consultation.  

     6.2. Responsibility for Joint Patent Rights . Company shall have primary responsibility, at its expense, for the preparation, filing, 
prosecution, and maintenance of all Joint Patent Rights, using patent counsel reasonably acceptable to Medical School. Company shall consult 
with Medical School as to the preparation, filing, prosecution, and maintenance of all such Patent Rights reasonably prior to any deadline or 
action with the U.S. Patent & Trademark Office or any foreign patent office and shall furnish Medical School with copies of all relevant 
documents reasonably in advance of such consultation.  

   



   

     6.3. Cooperation . Medical School and Company shall cooperate fully in the preparation, filing, prosecution, and maintenance of all Patent 
Rights. Such cooperation includes, without limitation, (a) promptly executing all papers and instruments or requiring employees of Medical 
School or Company to execute such papers and instruments as reasonable and appropriate so as to enable Medical School or Company to file, 
prosecute, and maintain such Patent Rights in any country; and (b) promptly informing the other party of matters that may affect the 
preparation, filing, prosecution, or maintenance of any such Patent Rights (such as becoming aware of an additional inventor who is not listed 
as an inventor in a patent application).  

     6.4. Payment of Expenses . Within thirty (30) days after Medical School invoices Company, Company shall reimburse Medical School for 
all reasonable patent-related expenses incurred by Medical School pursuant to Section 6.1. Company may elect, upon sixty (60) days written 
notice to Medical School, to cease payment of the expenses associated with obtaining or maintaining patent protection for one or more Patent 
Rights in one or more countries. In such event, Company shall lose all rights under this Agreement with respect to such Patent Rights in such 
countries for which it has elected not to pay.  

     6.5. Abandonment . In the event that a party desires to abandon any patent or patent application within the Patent Rights for which it has 
primary responsibility, such party shall provide the other party with reasonable prior written notice of such intended abandonment or decline of 
responsibility, and the other party shall have the right, at its expense, to prepare, file, prosecute, and maintain the relevant Patent Rights.  

     6.6. Grant back: The Company agrees that for any patent rights, as defined in the sponsored research agreement that implements Company’s 
obligation to the Medical School in Section 3.1(e) that it has not licensed, the Company grants back to the Medical School, without limiting in 
any way its rights under this Agreement, a non-exclusive license to the Patent Rights in order that the Medical School may license the patent 
rights from the sponsored research to third parties. Medical School shall pay Company {***} of any revenues or other consideration received 
by Medical School with respect to any patent rights granted back by Company pursuant to this Section 6.6.  

     6.7. Infringement .  

          (a) Notification of Infringement . Each party agrees to provide written notice to the other party promptly after becoming aware of any 
infringement of the Patent Rights.  

          (b) Company Right to Prosecute . So long as Company remains the only licensee of the Patent Rights and Biological Materials in the 
Field, Company shall have the right, under its own control and at its own expense, to prosecute any third party infringement of the Patent 
Rights in the Field or, together with licensees of the Patent Rights in other fields (if any), to defend the Patent Rights in any declaratory 
judgment action brought by a third party which alleges invalidity, unenforceability, or non-infringement of the Patent Rights. Prior to  

   



   

commencing any such action, Company shall consult with Medical School and shall consider the views of Medical School regarding the 
advisability of the proposed action and its effect on the public interest. Company shall not enter into any settlement, consent judgment, or other 
voluntary final disposition of any infringement action under this Subsection without the prior written consent of Medical School, which consent 
shall not be unreasonably withheld or delayed. Any recovery obtained in an action under this Subsection shall be distributed as follows: (i) each 
party shall be reimbursed for any expenses incurred in the action (including the amount of any royalty payments withheld from Medical School 
as described below), (ii) as to ordinary damages, Company shall receive an amount equal to its lost profits or a reasonable royalty on the 
infringing sales (whichever measure of damages the court shall have applied), less a reasonable approximation of the royalties that Company 
would have paid to Medical School if Company had sold the infringing products and services rather than the infringer, and (iii) as to special or 
punitive damages, the parties shall share equally in any award. Company may offset a total of fifty percent (50%) of any expenses incurred 
under this Subsection against any royalty payments due to Medical School under this Agreement, provided that in no event shall the royalty 
payments under Section 4.5. and 4.7., when aggregated with any other offsets and credits allowed under this Agreement, be reduced by more 
than fifty percent (50%) in any Royalty Period.  

          (c) Medical School as Indispensable Party . Medical School shall permit any action under this Section to be brought in its name if 
required by law, provided that Company shall hold Medical School harmless from, and if necessary indemnify Medical School against, any 
costs, expenses, or liability that Medical School may incur in connection with such action.  

          (d) Medical School Right to Prosecute . In the event that Company fails to initiate an infringement action within a reasonable time after it 
first becomes aware of the basis for such action, or to answer a declaratory judgment action within a reasonable time after such action is filed, 
Medical School shall have the right to prosecute such infringement or answer such declaratory judgment action, under its sole control and at its 
sole expense, and any recovery obtained shall be given to Medical School.  

          (e) Cooperation . Each party agrees to cooperate fully in any action under this Section 6.6. which is controlled by the other party, 
provided that the controlling party reimburses the cooperating party promptly for any costs and expenses incurred by the cooperating party in 
connection with providing such assistance.  

   



   

          (f) Grant Back . Company shall grant back to Medical School technology rights in UMMC 02-01 entitled “In Vivo Production of siRNAs 
that Mediate Gene Silencing” in order that Medical School may license to third parties certain intellectual property that Company has declined 
to license or failed to exercise option rights under terms of the sponsored research agreement referred to in section 3.1(5).  

7. Confidential Information; Publications; Publicity .  

     7.1. Confidential Information .  

          (a) Designation . Confidential Information that is disclosed in writing shall be marked with a legend indicating its confidential status 
(such as “Confidential” or “Proprietary”). Confidential Information that is disclosed orally or visually shall be documented in a written notice 
prepared by the Disclosing Party and delivered to the Receiving Party within thirty (30) days of the date of disclosure; such notice shall 
summarize the Confidential Information disclosed to the Receiving Party and reference the time and place of disclosure.  

          (b) Obligations . For a period of five (5) years after disclosure of any portion of Confidential Information, the Receiving Party shall 
(i) maintain such Confidential Information in strict confidence, except that the Receiving Party may disclose or permit the disclosure of any 
Confidential Information to its directors, officers, employees, consultants, and advisors who are obligated to maintain the confidential nature of 
such Confidential Information and who need to know such Confidential Information for the purposes of this Agreement; (ii) use such 
Confidential Information solely for the purposes of this Agreement; and (iii) allow its trustees or directors, officers, employees, consultants, 
and advisors to reproduce the Confidential Information only to the extent necessary for the purposes of this Agreement, with all such 
reproductions being considered Confidential Information.  

          (c) Exceptions . The obligations of the Receiving Party under Subsection 7.1.(b) above shall not apply to the extent that the Receiving 
Party can demonstrate that certain Confidential Information (i) was in the public domain prior to the time of its disclosure under this 
Agreement; (ii) entered the public domain after the time of its disclosure under this Agreement through means other than an unauthorized 
disclosure resulting from an act or omission by the Receiving Party; (iii) was independently developed or discovered by the Receiving Party 
without use of the Confidential Information; (iv) is or was disclosed to the Receiving Party at any time, whether prior to or after the time of its 
disclosure under this Agreement, by a third party having no fiduciary relationship with the Disclosing Party and having no obligation of 
confidentiality with respect to such Confidential Information; or (v) is required to be disclosed to comply with applicable laws or regulations, 
or with a court or administrative order, provided that the Disclosing Party receives reasonable prior written notice of such disclosure.  

   



   

          (d) Ownership and Return . The Receiving Party acknowledges that the Disclosing Party (or any third party entrusting its own 
information to the Disclosing Party) claims ownership of its Confidential Information in the possession of the Receiving Party. Upon the 
expiration or termination of this Agreement, and at the request of the Disclosing Party, the Receiving Party shall return to the Disclosing Party 
all originals, copies, and summaries of documents, materials, and other tangible manifestations of Confidential Information in the possession or 
control of the Receiving Party, except that the Receiving Party may retain one copy of the Confidential Information in the possession of its 
legal counsel solely for the purpose of monitoring its obligations under this Agreement.  

     7.2. Publications . Medical School and its employees will be free to publicly disclose (through journals, lectures, or otherwise) the results of 
any research in the Field or relating to the subject matter of the Patent Rights, except as otherwise provided by written agreement between 
Medical School and Company (e.g., a sponsored research agreement).  

     7.3. Publicity Restrictions . Company shall not use the name of Medical School or any of its trustees, officers, faculty, students, employees, 
or agents, or any adaptation of such names, or any terms of this Agreement in any promotional material or other public announcement or 
disclosure without the prior written consent of Medical School. The foregoing notwithstanding, Company shall have the right to disclose such 
information without the consent of Medical School in any prospectus, offering memorandum, or other document or filing required by 
applicable securities laws or other applicable law or regulation, provided that Company shall have given Medical School at least ten (10) days 
(or such prior shorter period in order to enable Company to make a timely announcement, while affording the Medical School the maximum 
feasible time to review the announcement) prior written notice of the proposed text for the purpose of giving Medical School the opportunity to 
comment on such text.  

8. Term and Termination .  

     8.1. Term . This Agreement shall commence on the Effective Date and shall remain in effect until (a) the expiration of all issued patents 
within the Patent Rights or (b) for a period of ten (10) years after the Effective Date if no such patents have issued within that ten-year period, 
unless earlier terminated in accordance with the provisions of this Agreement.  

     8.2. Termination for Default . In the event that either party commits a material breach of its obligations under this Agreement and fails to 
cure that breach within sixty (60) days after receiving written notice thereof, the other party may terminate this Agreement immediately upon 
written notice to the party in breach.  

     8.3. Force Majeure . Neither party will be responsible for delays resulting from causes beyond the reasonable control of such party, 
including without limitation fire, explosion, flood, war, strike, or riot, provided that the nonperforming party uses commercially reasonable 
efforts to avoid or remove such causes of nonperformance and continues performance under this Agreement with reasonable dispatch whenever 
such causes are removed.  

   



   

     8.4. Effect of Termination . The following provisions shall survive the expiration or termination of this Agreement: Articles 1 and 9; 
Sections 3.2., 3.5., 5.2. (obligation to provide final report and payment), 5.5., 6.4., 7.1., 7.3., 8.4., and 10.9. Upon the early termination of this 
Agreement, Company and its Affiliates and Sublicensees may complete and sell any work-in-progress and inventory of Licensed Products that 
exist as of the effective date of termination, provided that (a) Company is current in payment of all amounts due Medical School under this 
Agreement, (b) Company pays Medical School the applicable royalty on such sales of Licensed Products in accordance with the terms and 
conditions of this Agreement, and (c) Company and its Affiliates and Sublicensees shall complete and sell all work-in-progress and inventory 
of Licensed Products within six (6) months after the effective date of termination.  

9. Dispute Resolution .  

     9.1. Procedures Mandatory . The parties agree that any dispute arising out of or relating to this Agreement shall be resolved solely by means 
of the procedures set forth in this Article, and that such procedures constitute legally binding obligations that are an essential provision of this 
Agreement; provided, however, that all procedures and deadlines specified in this Article may be modified by written agreement of the parties. 
If either party fails to observe the procedures of this Article, as modified by their written agreement, the other party may bring an action for 
specific performance in any court of competent jurisdiction.  

     9.2. Dispute Resolution Procedures .  

          (a) Negotiation . In the event of any dispute arising out of or relating to this Agreement, the affected party shall notify the other party, 
and the parties shall attempt in good faith to resolve the matter within ten (10) days after the date of such notice (the “Notice Date”). Any 
disputes not resolved by good faith discussions shall be referred to senior executives of each party, who shall meet at a mutually acceptable 
time and location within thirty (30) days after the Notice Date and attempt to negotiate a settlement.  

          (b) Mediation . If the matter remains unresolved within sixty (60) days after the Notice Date, or if the senior executives fail to meet 
within thirty (30) days after the Notice Date, either party may initiate mediation upon written notice to the other party, whereupon both parties 
shall be obligated to engage in a mediation proceeding under the then current Center for Public Resources (“CPR”) Model Procedure for 
Mediation of Business Disputes, except that specific provisions of this Section shall override inconsistent provisions of the CPR Model 
Procedure. The mediator will be selected from the CPR Panels of Neutrals. If the parties cannot agree upon the selection of a mediator within 
ninety (90) days after the Notice Date, then upon the request of either party, the CPR shall appoint the mediator. The parties shall attempt to 
resolve the dispute through mediation until one of the following occurs: (i) the parties reach a written settlement; (ii) the mediator notifies the 
parties in writing that they have reached an impasse; (iii) the parties agree in writing that they have reached an impasse; or (iv) the parties have 
not reached a settlement within one hundred and twenty (120) days after the Notice Date.  

   



   

          (c) Trial Without Jury . If the parties fail to resolve the dispute through mediation, or if neither party elects to initiate mediation, each 
party shall have the right to pursue any other remedies legally available to resolve the dispute, provided, however, that the parties expressly 
waive any right to a jury trial in any legal proceeding under this Section.  

     9.3. Preservation of Rights Pending Resolution .  

          (a) Performance to Continue . Each party shall continue to perform its obligations under this Agreement pending final resolution of any 
dispute arising out or relating to this Agreement; provided, however, that a party may suspend performance of its obligations during any period 
in which the other party fails or refuses to perform its obligations.  

          (b) Provisional Remedies . Although the procedures specified in this Article are the sole and exclusive procedures for the resolution of 
disputes arising out of relating to this Agreement, either party may seek a preliminary injunction or other provisional equitable relief if, in its 
reasonable judgment, such action is necessary to avoid irreparable harm to itself or to preserve its rights under this Agreement.  

     10.  Miscellaneous .  

     10.1. Representations and Warranties. Medical School represents and warrants that its employees have assigned to Medical School their 
entire right, title, and interest in the Patent Rights, that it has authority to grant the rights and licenses set forth in this Agreement, and that, to 
its best knowledge, Medical School does not hold any other intellectual property rights that would be infringed by the exploitation of the 
Patent Rights. MEDICAL SCHOOL MAKES NO OTHER WARRANTIES CONCERNING THE PATENT RIGHTS, RELATED 
TECHNOLOGY, AND BIOLOGICAL MATERIALS, INCLUDING WITHOUT LIMITATION ANY EXPRESS OR IMPLIED 
WARRANTY OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE. Specifically, Medical School makes no 
warranty or representation (a) regarding the validity or scope of the Patent Rights, (b) that the exploitation the Patent Rights or any Licensed 
Product will not infringe any patents or other intellectual property rights of a third party, and (c) that any third party is not currently 
infringing or will not infringe the Patent Rights.  

     10.2. Compliance with Law and Policies . Company agrees to comply with applicable law and the policies of Medical School in the area of 
technology transfer and shall promptly notify Medical School of any violation that Company knows or has reason to believe has  

   

  (a)   Statute of Limitations . The parties agree that all applicable statutes of limitation and time-based defenses (such as estoppel and laches) 
shall be tolled while the procedures set forth in Subsections 9.2.(a) and 9.2(b) are pending. The parties shall take any actions necessary 
to effectuate this result. 



   

occurred or is likely to occur. The Medical School policies currently in effect at 365 Plantation Street, Ste. 130, Worcester MA, 01605 campus 
are available online at www.umassmed.edu/research/policies.  

     10.3. Tax-Exempt Status . Company acknowledges that Medical School, as a public institution of the Commonwealth of Massachusetts, 
holds the status of an exempt organization under the United States Internal Revenue Code. Company also acknowledges that certain facilities in 
which the licensed inventions were developed may have been financed through offerings of tax-exempt bonds. If the Internal Revenue Service 
determines, or if counsel to Medical School reasonably determines, that any term of this Agreement jeopardizes the tax-exempt status of 
Medical School or the bonds used to finance Medical School facilities, the relevant term shall be deemed an invalid provision and modified in 
accordance with Section 10.11.  

     10.4. Counterparts . This Agreement may be executed in one or more counterparts, each of which shall be deemed an original, and all of 
which together shall be deemed to be one and the same instrument.  

     10.5. Headings . All headings are for convenience only and shall not affect the meaning of any provision of this Agreement.  

     10.6. Binding Effect . This Agreement shall be binding upon and inure to the benefit of the parties and their respective permitted successors 
and assigns.  

     10.7. Assignment . This Agreement may not be assigned by either party without the prior written consent of the other party, except that 
Company may assign this Agreement to an Affiliate or to a successor in connection with the merger, consolidation, or sale of all or 
substantially all of its assets or that portion of its business to which this Agreement relates.  

     10.8. Amendment and Waiver . This Agreement may be amended, supplemented, or otherwise modified only by means of a written 
instrument signed by both parties. Any waiver of any rights or failure to act in a specific instance shall relate only to such instance and shall not 
be construed as an agreement to waive any rights or fail to act in any other instance, whether or not similar.  

     10.9. Governing Law . This Agreement shall be governed by and construed in accordance with the laws of the Commonwealth of 
Massachusetts irrespective of any conflicts of law principles.  

     10.10. Notice . Any notices required or permitted under this Agreement shall be in writing, shall specifically refer to this Agreement, and 
shall be sent by hand, recognized national overnight courier, confirmed facsimile transmission, confirmed electronic mail, or registered or 
certified mail, postage prepaid, return receipt requested, to the following addresses or facsimile numbers of the parties:  

   



   

If to Medical School:  

Office of Technology Management  
University of Massachusetts Medical School  
365 Plantation Street, Suite 130  
Worcester, MA 01605  
Attention:      Joseph F.X. McGuirl  
                      Executive Director  

Tel: (508) 856-1626  
Fax: (508) 856-1482  

If to Company:  

CytRx Corporation  
11726 San Vicente Blvd., Suite 650  
Los Angeles, CA 90049  
Attention:     Steven A. Kriegsman  
                     Chief Executive Officer  

Tel: (310) 826-5449  
Fax: (310) 826-5529  

All notices under this Agreement shall be deemed effective upon receipt. A party may change its contact information immediately upon written 
notice to the other party in the manner provided in this Section.  

     10.11. Severability . In the event that any provision of this Agreement shall be held invalid or unenforceable for any reason, such invalidity 
or unenforceability shall not affect any other provision of this Agreement, and the parties shall negotiate in good faith to modify the Agreement 
to preserve (to the extent possible) their original intent. If the parties fail to reach a modified agreement within sixty (60) days after the relevant 
provision is held invalid or unenforceable, then the dispute shall be resolved in accordance with the procedures set forth in Article 9. While the 
dispute is pending resolution, this Agreement shall be construed as if such provision were deleted by agreement of the parties.  

     10.12. Entire Agreement . Except for the Common Stock Purchase Agreement, this Agreement constitutes the entire agreement between the 
parties with respect to its subject matter and supersedes all prior agreements or understandings between the parties relating to its subject matter. 

   



   

     IN WITNESS WHEREOF, the parties have caused this Agreement to be executed by their duly authorized representatives as of the date 
first written above.  

   

                  
UNIVERSITY OF MASSACHUSETTS  
MEDICAL SCHOOL   

  
  

CYTRX CORPORATION 

                   
By:   /s/ Joseph F.X. McGuirl       By:   /s/ Steven A. Kriegsman 
   

  
  

  
  

  
  

  
  

     Joseph F.X. McGuirl           Steven A. Kriegsman 
     Executive Director, Office of           Chief Executive Officer 
     Technology Management             



   

EXHIBIT A  

List of Patent Rights  

Provisional Patent Application filed on July 12, 2001 #60/305,185 entitled “In Vivo Production of Small Interfering RNAs that Mediate Gene 
Silencing”  

U.S. Patent Application filed on July 12, 2002 #10/195,034  

WIPO/PCT filing on July 12, 2002  

   

UMMC 02-01:             “ In Vivo Production of Small Interfering RNAs”  

Inventors:              Phillip Zamore, Craig Mello, Gyorgy Hutvagner, Juanita McLachlan, and Alla Grishock 



   

CONFIDENTIAL  

[Letter amendment]  

Reference is made to the Exclusive License Agreement between the University of Massachusetts Medical School and CytRx Corporation dated 
April 15, 2003, for the University’s invention disclosure UMMC 02-01 (the “License Agreement”). Capitalized terms used but not defined 
herein shall have the meaning ascribed to them in the License Agreement.  

Because at least one inventor of the invention covered by the Patent Rights is an investigator of the Howard Hughes Medical Institute 
(“HHMI”), the parties which to amend the License Agreement to add the following terms for the benefit of HHMI.  

   

1.   Notwithstanding anything to the contrary in the License Agreement, HHMI retains a paid-up, non-exclusive irrevocable license to use any 
invention(s) claimed in the Patent Rights, Biological materials and Related Technology for its non-commercial research purposes, but with 
no right to assign or sublicense. 

2.   Company agrees that Section 2.1(c) of the Licensed Agreement shall not apply to any improvements conceived or reduced to practice in the 
laboratory of Dr. Craig Mello, except to the extent such improvements are within the definition of Patent Rights. 

3.   Payments made by Company pursuant to Section 3.1(e) of the License Agreement shall not be used to fund research conducted in the 
laboratory of Dr. Craig Mello. 

4.   HHMI and its trustees, officers, employees, and agents (collectively, “HHMI Indemnitees”), will be indemnified, defended by counsel 
acceptable to HHMI, and held harmless by Company from and against any claim, liability, cost, expense, damage, deficiency, loss, or 
obligation, of any kind or nature (including, without limitation, reasonable attorneys’ fees and other costs and expenses of defense) 
(collectively, “Claims”), based upon, arising out of, or otherwise relating to the License Agreement, including without limitation any cause 
of action relating to product liability. The previous sentence will not apply to any Claim that is determined with finality by a court o 
competent jurisdiction to result solely from the gross negligence or willful misconduct of an HHMI Indemnitee. Company agrees not to 
settle any Claim against an HHMI Indemnitee without HHMI’s written consent, where (a) such settlement would include any admission of 
liability on the part of any HHMI Indemnitee, (b) such settlement would impose any restriction on any HHMI Indemnitee’s conduct of any 
of its activities, or (c) such settlement would not include an unconditional release of all HHMI Indemnitees from all liability for claims that 
are the subject matter of the settled Claim. An HHMI Indemnitee shall provide Licensee with prompt notice of any claim for which 
indemnification may be sought pursuant hereto. Notice shall be given reasonably promptly following actual receipt of written notice thereof 
by an officer or attorney of HHMI. Notwithstanding the foregoing, the delay or failure of any HHMI Indemnitee to give reasonably prompt 
notice to Licensee of any such claim shall not affect the rights of such HHMI Indemnitee unless, and then only to the extent that, such delay 
or failure is prejudicial to or otherwise adversely affects Licensee. This provision shall survive termination hereof and of the License 
Agreement. 



   

This letter constitutes an amendment to the License Agreement and is effective as of April 15, 2003. Except as set forth above, all other 
provisions of the License Agreement, as previously amended, remain in effect as stated in the License Agreement.  

If the foregoing is acceptable, please have this document signed in duplicate and return both copies to me. I will return a fully endorsed 
duplicate original to you for your files. If you have any questions or concerns, please call me at 508-856-1626.  

Sincerely,  

/s/ Hemi Chopra, Ph.D.  
Hemi Chopra, Ph.D.  

   

5.   Company acknowledges that under HHMI policy, Company may use the name of any HHMI employee (including Dr. Craig Mello) and, in 
doing so, may cite the relationship of the employee with HHMI, including in any business plan, press release, advertisement, prospectus or 
other offering document of the Company or its affiliates, so long as such usage (1) is limited to reporting factual events or occurrences only, 
and (2) is made in a manner that could not reasonably constitute a specific endorsement by HHMI or its employees of Company or its 
affiliates or of any program, product or service of Company or its affiliates. However, Company shall not use the name of HHMI or any 
HHMI employees in any press release, or quote any HHMI employee in any company materials (including advertisements) or otherwise use 
the name of HHMI or any HHMI employee in a manner not specifically permitted by the preceding sentence, unless, in each case, Company 
obtains in advance the written consent of HHMI and, in the case of use of the HHMI employee’s name, except to the extent such HHMI 
employee has agreed otherwise in a separate agreement with the Company (for example, the Scientific Advisory Board Agreement between 
Dr. Craig Mello, the Company and one of its subsidiaries), the written consent of the HHMI employee as well. Notwithstanding the 
foregoing, if, in the opinion of the Company’s counsel, Company is required by applicable law to use the HHMI employee’s name or 
HHMI’s name in a press release or governmental filing and, under the circumstances, Company is not reasonably able to obtain the advance 
written consent of HHMI or the HHMI employee, as applicable to such use, then Company may proceed without obtaining the advance 
consent of HHMI or the HHMI employee, as applicable. 

6.   HHMI is not a party to the License Agreement and has no liability to any licensee, sublicensee, or use of any technology covered by the 
License Agreement, but HHMI is an intended third-party beneficiary of the License Agreement and certain of its provisions, in particular 
sections 2.3 and 3.2(c), and paragraphs 1 through 5 hereof, are for the benefit of HHMI and are enforceable by HHMI in its own name. 



   

     The parties agree to the terms and conditions set forth above.  

   

      
University of Massachusetts Medical School    CytRx Corporation 
       
     /s/ Chester A. Bisbee, Ph.D., J.D.         /s/ Steven A. Kriegsman 
   

  
  

Typed Name: Chester A. Bisbee, Ph.D., J.D.    Typed Name: Steven A. Kriegsman 
Title: Acting Director, OTM    Title: CEO 
Date: 3/18/04    Date: March 4, 2004 



   

AMENDMENT TO EXCLUSIVE LICENSE AGREEMENT  

     This Amendment, effective September 10, 2004 (the “Amendment Date”), is made between the University of Massachusetts Medical 
School (“Medical School”), a public institution of higher education of the Commonwealth of Massachusetts as represented by its Worcester 
campus, and CytRx Corporation (“CytRx”), a Delaware corporation having an address at 11726 San Vicente Blvd., Suite 650, Los Angeles, 
CA 90049, and amends that certain Exclusive License Agreement dated April 15, 2003 between Medical School and CytRx (the “License”) 
pertaining to Medical School’s invention disclosure number UMMC 02-01 entitled In Vivo Production of Small Interfering RNAs. Capitalized 
terms used but not defined herein shall have the meanings set forth in the License.  

     Whereas, Medical School and CytRx are each party to the License; and  

     Whereas, CytRx desires to obtain Patent Rights in Israel as part of the License.  

     Therefore, in consideration of the premises and terms of this agreement, the adequacy of which is acknowledged by both parties, Medical 
School and CytRx agree as follows:  

     1. Exhibit A of the License is hereby replaced in its entirety with Exhibit A attached hereto.  

     2. All other terms of the License remain unchanged and in full force and effect.  

The parties have duly executed this Amendment as of the Amendment Date.  

   

      
UNIVERSITY OF MASSACHUSETTS    CYTRX CORPORATION 
       
By:      /s/ Chester A. Bisbee, Ph.D., J.D.    By:      /s/ Steven Kriegsman 
   

  
  

Name: Chester A. Bisbee, Ph.D., J.D.    Name: Steven Kriegsman 
Title: Acting Executive Director    Title: President & CEO 
Date: November 2, 2004    Date: 9/10/04 



   

EXHIBIT A  

List of Patent Rights  

Provisional Application serial number 60/305,185, filed July 12, 2001, entitled “In Vivo Production of Small Interfering RNAs that Mediate 
Gene Silencing”  

U.S. Application serial number 10/195,034, filed July 12, 2002  

International Application serial number PCT/US02/22010, filed July 12, 2002  

Israeli Application serial number 159756, filed July 12, 2002  

   

 

UMMC 02-01:        “ In Vivo Production of Small Interfering RNAs”  

Inventors:        Phillip Zamore, Craig Mello, Gyorgy Hutvagner, Juanita McLaclan and Alla Grishok 



   



   

Exhibit 10.10 

AMENDED AND RESTATED LICENSE AGREEMENT  

     This Amended and Restated License Agreement entered into as of September 15, 2003 and effective as of April 15, 2003 (the “Effective 
Date”), is between the University of Massachusetts (“Medical School”), a public institution of higher education of the Commonwealth of 
Massachusetts as represented by its Medical School at the Worcester campus, having an address of 55 Lake Avenue North, Worcester, 
Massachusetts 01655 and, CytRx Corporation, (“Company”), a Delaware corporation, having an address of 11726 San Vicente Boulevard 
Suite 650, Los Angeles, California 90049.  

R E C I T A L S  

      WHEREAS , Medical School and Company on April 15, 2003, entered into a license agreement in the field of drug discovery in type 2 
diabetes and/or obesity for another Medical School technology, designated UMMC 03-05 and entitled “Inhibition of Gene Expression in 
Adipocytes using Interference RNA” (the “03-05 License”);  

      WHEREAS , Medical School is the owner by assignment of the inventions claimed in the United States Patent Applications listed in 
Exhibit A pertaining to the Medical School’s invention disclosure numbers: UMMC 00-37, entitled “Diabetes Gene Database,” 01-31 entitled 
“Diabetes Gene Database,” UMMC 03-134, entitled “Use of the Endoplasmic Reticulum Stress Response pathway of Adipose cells to enhance 
whole body insulin sensitivity,” and UMMC 93-09, entitled “Receptor-Activated Reporter Systems”;  

      WHEREAS , Medical School is the owner by assignment of the inventions claimed in Medical School’s invention disclosure number 02-38, 
entitled “Database of Genes Related to Diabetes and Obesity” also listed in Exhibit A;  

      WHEREAS , Company desires to obtain an exclusive license in the field of drug discovery in type 2 diabetes and/or obesity under the rights 
of Medical School in any patent rights claiming the UMMC inventions 00-37, 01-31, 03-134, 93-09 and 02-38;  

      WHEREAS , Company intends to form a company based in Massachusetts, called Araios, Inc., for the purpose of developing, manufacturing 
and marketing drugs and other therapeutics in the field of type 2 diabetes and obesity;  

      WHEREAS , Medical School is willing to grant Company an exclusive license on the terms set forth in this Agreement; and  

      WHEREAS , Medical School and Company wish to amend and restate the 03-05 License to include the grant of an exclusive license to the 
additional inventions identified above.  

      THEREFORE , Medical School and Company agree to amend and restate the 03-05 License as follows:  

   



   

1. Definitions .  

     1.1. “Affiliate” means any legal entity (such as a corporation, partnership, or limited liability company) that is controlled by Company. For 
the purposes of this definition, the term “control” means (a) beneficial ownership of at least fifty percent (50%) of the voting securities of a 
corporation or other business organization with voting securities or (b) a fifty percent (50%) or greater interest in the net assets or profits of a 
partnership or other business organization without voting securities.  

     1.2. “ Biological Materials ” means tangible biological materials that are necessary for the effective exercise of the Patent Rights, which 
materials are described on Exhibit A, as well as tangible materials that are routinely produced through use of the original materials, including, 
for example, any progeny derived from a cell line, monoclonal antibodies produced by hybridoma cells, DNA or RNA replicated from isolated 
DNA or RNA, recombinant proteins produced through use of isolated DNA or RNA, and substances routinely purified from a source material 
included in the original materials (such as, recombinant proteins isolated from a cell extract or supernatant by non-proprietary affinity 
purification methods). Exhibit A shall be periodically amended to include any additional Biological Materials that Medical School may furnish 
to Company.  

     1.3. “ Combination Product ” means a product that contains a Licensed Product component and at least one other essential functional 
component.  

     1.4. “ Confidential Information ” means any confidential or proprietary information furnished by one party (the “Disclosing Party”) to the 
other party (the “Receiving Party”) in connection with this Agreement that is specifically designated as confidential. Confidential Information 
includes, without limitation, any diligence reports furnished to Medical School under Section 3.1. and royalty reports furnished to Medical 
School under Section 5.2.  

     1.5. “Field” means drug discovery in type 2 diabetes and/or obesity with therapeutic, prophylactic, or diagnostic applications and products 
for treatment, prevention or diagnosis of type 2 diabetes and/or obesity.  

     1.6. “ Licensed Product ” means any “Covered Product” or “Developed Product.”  

          (a) “Covered Product” means any product that (i) cannot be manufactured, used, or sold without infringing one or more claims under the 
Patent Rights, (ii) incorporates some portion of one or more Biological Materials proprietary to Medical School, or (iii) cannot be 
manufactured, used, or sold without using some portion of the Related Technology.  

          (b) “Developed Product” means any product that is not a Covered Product and is developed (i) using methods claimed in the Patent 
Rights or (ii) using some material portion of the Related Technology.  

     1.7. “ Licensed Service ” means any service that (a) cannot be developed or performed without using at least one process that infringes one 
or more claims under the Patent Rights, (b)  
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uses some portion of one or more Biological Materials, or (c) uses some portion of the Related Technology.  

     1.8. “ Net Sales ” means the gross amount billed or invoiced on sales by Company and its Affiliates and Sublicensees of Licensed Products 
and Licensed Services, less the following: (a) customary trade, quantity, or cash discounts to non-affiliated brokers or agents to the extent 
actually allowed and taken; (b) amounts repaid or credited by reason of rejection or return; (c) to the extent separately stated on purchase 
orders, invoices, or other documents of sale, any taxes or other governmental charges levied on the production, sale, transportation, delivery, or 
use of a Licensed Product or Licensed Service which is paid by or on behalf of Company; and (d) outbound transportation costs prepaid or 
allowed and costs of insurance in transit; and (e) allowance for bad debt that is customary and reasonable for the industry and in accordance 
with generally accepted accounting principles. Notwithstanding anything to the contrary in this Section 1.8, Net Sales does not include sales of 
Licensed Products at or below the fully burdened cost of manufacturing solely for research or clinical testing or for indigent or similar public 
support or compassionate use programs .  

     In any transfers of Licensed Products between Company and its Affiliate or Sublicensee, Net Sales are calculated based on the final sale of 
the Licensed Product to an independent third party. If Company or its Affiliate or a Sublicensee receives non-monetary consideration for any 
Licensed Products or Licensed Services, Net Sales are calculated based on the fair market value of that consideration. If Company or its 
Affiliate or its Sublicensees use or dispose of a Licensed Product in the provision of a commercial service other than a Licensed Service, the 
Licensed Product is sold and the Net Sales are calculated based on the sales price of the Licensed Product to an independent third party during 
the same Royalty Period or, in the absence of sales, on the fair market value of the Licensed Product as determined by the parties in good faith.  

     In the case of Combination Products, Net Sales means the gross amount billed or invoiced on sales of the Combination Product less the 
deductions set forth above, multiplied by a proration factor that is determined as follows:  

     (i) If all components of the Combination Product were sold separately during the same or immediately preceding Royalty Period, the 
proration factor shall be determined by the formula [A / (A+B)], where A is the aggregate gross sales price of all Licensed Product 
components during such period when sold separately from the other essential functional components, and B is the aggregate gross sales 
price of the other essential functional components during such period when sold separately from the Licensed Product Components; or  

     (ii) If all components of the Combination Product were not sold separately during the same or immediately preceding Royalty Period, the 
proration factor shall be determined by the formula [C / (C+D)], where C is the aggregate fully absorbed cost of the Licensed Product 
components during the prior Royalty Period and D is the aggregate fully absorbed cost of the other essential functional components during 
the prior Royalty Period, with such costs being determined in accordance with generally accepted accounting principles.  
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     1.9. “ Patent Rights ” means the United States patent applications listed on Exhibit A and any divisional, continuation, or continuation-in-
part of those patent applications to the extent the claims are directed to subject matter specifically described therein as well as any patents 
issued on these patent applications and any reissues or reexaminations of those patents, and any foreign counterparts to those patents and patent 
applications. Exhibit A shall be periodically amended to include any additional Patent Rights that may arise. Patent Rights include 
improvements to the Patent Rights developed by Dr. Michael Czech.  

     1.10. “ Related Technology ” means know-how, technical information, research and development information, test results, and data 
necessary for the effective exercise of the Patent Rights which are owned by the Medical School and (a) have been developed by Dr. Michael 
Czech and Dr. Silvia Corvera and their associates in their laboratories at the Medical School as of the Effective Date or (b) are subsequently 
developed by Dr. Michael Czech.  

     1.11. “ Royalty Period ” means the partial calendar quarter commencing on the date on which the first Licensed Product is sold or used or 
the first Licensed Service is performed and every complete or partial calendar quarter thereafter during which either (a) this Agreement remains 
in effect or (b) Company has the right to complete and sell work-in-progress and inventory of Licensed Products or perform Licensed Services 
pursuant to Section 8.5.  

     1.12. “ Sublicense Income ” means payments that Company receives from a Sublicensee in consideration of the sublicense of the rights 
granted Company under Section 2.1., including without limitation license fees, royalties, milestone payments, and license maintenance fees, 
but excluding the following payments: (a) payments made in consideration for the issuance of equity or debt securities of Company at fair 
market value, and (b) payments specifically committed to the development of Licensed Products or Licensed Services.  

     1.13. “ Sublicensee ” means any permitted sublicensee of the rights granted Company under this Agreement, as further described in 
Section 2.2.  

2. Grant of Rights .  

     2.1. License Grants .  

          (a) Patent Rights and Biological Materials . Medical School grants to Company and its Affiliates an exclusive, worldwide, royalty-
bearing license (with the right to sublicense) under its commercial rights in the Patent Rights and Biological Materials to develop, make, have 
made, use, and sell Licensed Products in the Field and to develop and perform Licensed Services in the Field.  

          (b) Related Technology . Medical School grants to Company and its Affiliates a non-exclusive, royalty-bearing license (with the right to 
sublicense) under its commercial rights in the Related Technology to develop, make, have made, use, and sell Licensed Products in the Field 
and to develop and perform Licensed Services in the Field.  

     2.2. Sublicenses . Company and its Affiliates may grant sublicenses of its rights under Section 2.1. with the consent of Medical School, 
which consent may not be unreasonably  
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withheld or delayed. All sublicense agreements executed by Company pursuant to this Article 2 shall expressly bind the Sublicensee to the 
terms of this Agreement. Company shall promptly furnish Medical School with a fully executed copy of any sublicense agreement.  

     2.3. Retained Rights .  

          (a) Medical School . Medical School retains the right to make and use Licensed Products and to perform Licensed Services for academic 
research, teaching, and non-commercial patient care, without payment of compensation to Company. Medical School may license its retained 
rights under this Section to research collaborators of Medical School faculty members, post-doctoral fellows, and students.  

          (b) Federal Government . To the extent that any invention claimed in the Patent Rights has been funded by the federal government, this 
Agreement and the grant of any rights in Patent Rights are subject to and governed by federal law as set forth in 35 U.S.C. §§ 201-211, and the 
regulations promulgated thereunder, as amended, or any successor statutes or regulations. Company acknowledges that these statutes and 
regulations reserve to the federal government a royalty-free, non-exclusive, non-transferable license to practice any government-funded 
invention claimed in the Patent Rights. If any term of this Agreement fails to conform with those laws and regulations, the relevant term is an 
invalid provision and shall be modified by the parties pursuant to Section 10.11. Upon execution of this Agreement, Medical School shall 
disclose in writing to Company any funding that would be subject to this Section 2.3(b).  

          (c) Other Organizations . To the extent that any invention claimed in the Patent Rights has been funded by a non-profit organization or 
state or local agency, this Agreement and the grant of any rights in Patent Rights are subject to and governed by the terms of the applicable 
research grant. If any term of this Agreement fails to conform with those terms , the relevant term is an invalid provision and shall be modified 
by the parties pursuant to Section 10.11. Upon execution of this Agreement, Medical School shall disclose in writing to Company any funding 
that would be subject to this Section 2.3(c).  

     2.4. Improvements . Subject to applicable law or the rights of research sponsors, the Medical School shall use its best efforts to make any 
improvements to the Patent Rights available to Company.  

3. Company Obligations Relating to Commercialization .  

     3.1. Diligence Requirements . Company shall use diligent efforts, or shall cause its Affiliates or Sublicensees to use diligent efforts, to 
develop Licensed Products or Licensed Services and to introduce Licensed Products or Licensed Services into the commercial market. 
Thereafter, Company or its Affiliates or Sublicensees shall make Licensed Products or Licensed Services reasonably available to the public. 
Specifically, Company shall fulfill the following obligations:  

          (a) Within six (6) months after the Effective Date of this Agreement, Company shall furnish Medical School with a written research and 
development plan under which Company intends to develop Licensed Products or Licensed Services.  
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          (b) Within sixty (60) days after each anniversary of the Effective Date, Company shall furnish Medical School with a written report on 
the progress of its efforts during the prior year to develop and commercialize Licensed Products or Licensed Services, including without 
limitation research and development efforts, efforts to obtain regulatory approval, marketing efforts, and sales figures. The report shall also 
contain a discussion of intended efforts and sales projections for the current year.  

          (c) Company shall obtain all necessary governmental approvals for the manufacture, use, and sale of Licensed Products and Combination 
Products or the performance of Licensed Services. Specifically, Company shall:  

               (i) Within eight (8) years after the Effective Date, file an Investigational New Drug Application (“IND”) or its equivalent covering at 
least one Combination Product or Licensed Product with the United States Food and Drug Administration (“FDA”);  

               (ii) Within thirteen (13) years after the Effective Date, file a New Drug Application (“NDA”) with the FDA covering at least one 
Combination Product or Licensed Product;  

               (iii) Within eighteen (18) months after receiving FDA approval of the NDA for a Combination Product or Licensed Product, market at 
least one Combination Product or Licensed Product in the United States; and  

               (iv) Reasonably fill the market demand for any Combination Product or Licensed Product following commencement of marketing of 
the product at any time during the exclusive period of this Agreement.  

          (d) Within eighteen (18) months after the Effective Date, Company shall successfully undertake a public or private offering of raising or 
otherwise commit at least three million dollars ($3,000,000) to the business of Araios or such other entity, division, or operation of Company 
devoted to the development and commercialization of Licensed Products in the Field.  

     (e) Within three months after the Effective Date, Company shall commit to fund basic research in the laboratory of Dr. Michael Czech at an 
amount of at least {***} in direct Medical School costs in the first year, {***} in direct Medical School costs in the second year, and {***} in 
direct Medical School costs in the third year towards in support of licensed Patent Rights and/or Related Technology. In addition to direct 
Medical School costs, Company sponsored research is subject to indirect cost rates, currently fifty percent (50%), for basic research. Company 
shall enter into a formal sponsored research agreement with Medical School in a separate agreement. During the term of any agreement 
covering funding described in this Section 3.1(e), if a lower indirect cost rate is afforded to any other industrial sponsor by the Office of 
Technology Management of the Medical School or if the federal indirect cost rate is reduced, the indirect cost rate charged to the Company 
shall prospectively be reduced to that lower rate.  

Company is responsible for financing its obligations in this Section 3.1, and the Medical School shall provide reasonable cooperation to the 
Company in this regard. If Medical School  
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determines that Company has not fulfilled its obligations under this Section 3.1., Medical School shall furnish Company with written notice of 
the determination. Within sixty (60) days after receipt of the notice, Company shall either (i) fulfill the relevant obligation or (ii) negotiate with 
Medical School a mutually acceptable schedule of revised diligence obligations, failing which Medical School may, immediately upon written 
notice to Company, terminate this Agreement or to grant additional licenses to third parties to the Patent Rights and Biological Materials in the 
Field. The Medical School may not unreasonably withhold acceptance of Company’s revised diligence obligations.  

     3.2. Indemnification .  

          (a) Indemnity . Company shall indemnify, defend, and hold harmless Medical School and its trustees, officers, faculty, students, 
employees, and agents and their respective successors, heirs and assigns (the “Indemnitees”), against any liability, damage, loss, or expense 
(including reasonable attorneys fees and expenses of litigation) incurred by or imposed upon any of the Indemnitees in connection with any 
claims, suits, actions, demands or judgments arising out of any theory of liability (including without limitation actions in the form of tort, 
warranty, or strict liability and regardless of whether the action has any factual basis) concerning any product, process, or service that is made, 
used, or sold pursuant to any right or license granted under this Agreement. However, indemnification does not apply to any liability, damage, 
loss, or expense to the extent directly attributable to (i) the negligent activities or intentional misconduct of the Indemnitees or (ii) the 
settlement of a claim, suit, action, or demand by Indemnitees without the prior written approval of Company.  

          (b) Procedures . The Indemnitees agree to provide Company with prompt written notice of any claim, suit, action, demand, or judgment 
for which indemnification is sought under this Agreement. Company agrees, at its own expense, to provide attorneys reasonably acceptable to 
Medical School to defend against any claim. The Indemnitees shall cooperate fully with Company in the defense and will permit Company to 
conduct and control the defense and the disposition of the claim, suit, or action (including all decisions relative to litigation, appeal, and 
settlement). However, any Indemnitee may retain its own counsel, at the expense of Company, if representation of the Indemnitee by the 
counsel retained by Company would be inappropriate because of actual or potential differences in the interests of the Indemnitee and any other 
party represented by that counsel. Company agrees to keep Medical School informed of the progress in the defense and disposition of the claim 
and to consult with Medical School regarding any proposed settlement.  

          (c) Insurance . Company shall maintain insurance or self-insurance that is reasonably adequate to fulfill any potential obligation to the 
Indemnitees, but not less than one million dollars ($1,000,000) for injuries to any one person arising out of a single occurrence and five million 
dollars ($5,000,000) for injuries to all persons arising out of a single occurrence. Company shall provide Medical School, upon request, with 
written evidence of insurance or self-insurance. Company shall continue to maintain such insurance or self-insurance after the expiration or 
termination of this Agreement during any period in which Company or Sublicensee continues (a) to make, use, or sell a product that was a 
Licensed Product under this Agreement or (b) to perform a service that was a Licensed Service under this Agreement, and thereafter for a 
period of five (5) years.  
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     3.3. Use of Medical School Name . In accordance with Section 7.3., Company or its Affiliates and its Sublicensees may not use the name 
“University of Massachusetts” or any variation of that name in connection with the marketing or sale of any Licensed Products or Licensed 
Services.  

     3.4. Marking of Licensed Products . To the extent commercially feasible and consistent with prevailing business practices, Company or its 
Affiliates shall mark and shall cause its Sublicensees to mark all Licensed Products that are manufactured or sold under this Agreement with 
the number of each issued patent under the Patent Rights that applies to a Licensed Product.  

     3.5. Compliance with Law . Company or its Affiliates shall comply with, and shall ensure that its Sublicensees comply with, all local, state, 
federal, and international laws and regulations relating to the development, manufacture, use, and sale of Licensed Products and Licensed 
Services. Company expressly agrees to comply with the following:  

          (a) Company or its Affiliates or its Sublicensees shall obtain all necessary approvals from the United States Food & Drug Administration 
and any similar governmental authorities of any foreign jurisdiction in which Company or Sublicensee intends to make, use, or sell Licensed 
Products or to perform Licensed Services.  

          (b) Company or its Affiliates and its Sublicensees shall comply with all United States laws and regulations controlling the export of 
commodities and technical data, including without limitation all Export Administration Regulations of the United States Department of 
Commerce. Among other things, these laws and regulations prohibit or require a license for the export of certain types of commodities and 
technical data to specified countries. Company hereby gives written assurance that it will comply with and will cause its Sublicensees to 
comply with all United States export control laws and regulations, that it bears sole responsibility for any violation of those laws and 
regulations by itself or its Sublicensees, and that it will indemnify, defend, and hold Medical School harmless (in accordance with Section 3.2.) 
for the consequences of any violation.  

     (c) To the extent that any invention claimed in the Patent Rights has been partially funded by the United States government, and only to the 
extent required by applicable laws and regulations, Company agrees that any Licensed Products used or sold in the United States will be 
manufactured substantially in the United States or its territories. Current law provides that if domestic manufacture is not commercially feasible 
under the circumstances, Medical School may seek a waiver of this requirement from the relevant federal agency on behalf of Company.  

4. Consideration for Grant of Rights .  

     4.1. License Fee . In partial consideration of the rights granted Company under this Agreement, Company paid Medical School on or about 
the Effective Date a license fee of {***}. Company shall pay to Medical School {***} upon the signing of this Amended and Restated 
Agreement. These license fee payments are nonrefundable and are not creditable against any other payments due to Medical School under this 
Agreement.  
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     4.2. Equity . In partial consideration of the license granted to Company under this Agreement, on or about April 18, 2003, Company issued 
to Medical School a total number of shares of Common Stock of Company ($.01 par value per share) equal to {***} of the outstanding shares 
of Company. Company shall register the shares that are issued to the Medical School within ninety (90) days after their issuance and those 
shares will then be unrestricted.  

     4.3. License Maintenance Fee . Beginning on the first anniversary of the Effective Date, and on each anniversary of the Effective Date 
thereafter during the term of the Agreement, Company shall pay to Medical School {***}, as long as Company has a funding agreement in 
place with the Medical School at the levels described in Section 3.1(e), after which time the annual maintenance fee shall be {***}. This 
annual license maintenance fee is nonrefundable and is not creditable against any other payments due to Medical School under this Agreement. 

     4.4. Milestone Payments . Company shall pay Medical School for Covered Products the following milestone payments within thirty 
(30) days after the occurrence of each event achieved by Company or its Affiliates but not by Sublicensees:  

For Developed Products each milestone event payment above will be reduced by fifty percent (50%) of the amount specified for Covered 
Products.  

Company shall pay Medical School a one-time bonus of {***} in the event that cumulative gross sales of Licensed Products by Company and 
its Affiliates or Sublicensees exceed {***} in one calendar year in the United States. Company shall pay Medical School a one-time bonus of 
{***} in the event that cumulative gross sales of Licensed Products by Company and its Affiliates or Sublicensees exceed {***} in one 
calendar year in Japan and Europe.  

These milestone payments are nonrefundable and are not creditable against any other payments due to Medical School under this Agreement. 
For any one Licensed Product, if Company makes an equivalent payment under another agreement with the Medical School with respect to that 
Licensed Product for a milestone event that is specified in this Section 4.4, then payment under  
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Milestone   Payment 
Filing of IND or equivalent for each Licensed Product    {***} 
Entry into Phase I Clinical trial or equivalent for each Licensed Product   {***} for first product and {***}for each subsequent product 
Entry into Phase II clinical trial or equivalent for each Licensed Product   {***} for first product and {***}for each subsequent product 
Entry into Phase III clinical trial or equivalent for each Licensed 
Product    

{***} for first product and {***}for each subsequent product 

Filing for market approval (NDA or equivalent) in any country besides 
the United States    

{***} for first product and {***}for each subsequent product 

Commencement of product marketing in the United States    {***} 
First market approval for first three European countries in total    {***} 



   

this Section is satisfied, so that the aggregate payments under all Medical School agreements with Company for that milestone including this 
Agreement do not exceed the amount specified in this Section 4.4 for any one (1) Licensed Product.  

     4.5. Royalties . In partial consideration of the rights granted Company under this Agreement, Company shall pay to Medical School the 
following royalties:  

          (a) Covered Products . Company shall pay to Medical School a royalty of {***} of Net Sales of Covered Products by Company or its 
Affiliates but not by Sublicensees.  

          (b) Developed Products . Company shall pay to Medical School a royalty of {***} of Net Sales of Developed Products by Company or 
its Affiliates but not by Sublicensees.  

          (c) Licensed Services . Company shall pay to Medical School a royalty of {***} of Net Sales of Licensed Services by Company or its 
Affiliates but not by Sublicensees.  

          (d) Related Technology and Biological Materials. If a particular Licensed Product or Licensed Service is within the definition of 
“Licensed Product” or “Licensed Service” solely because it uses or incorporates Related Technology or Biological Materials, the royalty rate 
applicable to such Licensed Product or Licensed Service is fifty percent (50%) of the applicable royalty rate set forth above.  

          (e) Competing Product . If there is a competing product in the marketplace, no royalties are due for a Licensed Product that is within the 
definition of “Licensed Product” because it uses or incorporates only Related Technology or Biological Materials.  

          (f) Expired Patent Rights . If during the Royalty Period, patents under the Patent Rights have expired or have been abandoned in a 
particular country, (i) no royalty is payable by Company, if there is a competing product in that country, and (ii) if Company reduces its prices 
for Licensed Products or Licensed Services in that country, even if there is no competing product or service in that country, Company and the 
Medical School shall negotiate in good faith a reduction in the royalty rate to reflect the reduction in the Company’s gross margins caused by 
the price reduction.  

          (g) Laboratory Services . Company shall pay the Medical School {***} of Net Sales of commercial clinical laboratory services by 
Company.  

          (h) Royalty Reduction . If Medical School grants additional licenses to third parties pursuant to Section 3.1., the royalty rates set forth in 
Subsection 4.5.(a) shall be adjusted, if necessary, so as not to exceed the royalty rates charged any other licensee of the Patent Rights during the 
term of the non-exclusive license.  

     4.6. Minimum Royalty . At the beginning of each calendar year during the term of this Agreement, beginning 2016, Company shall pay to 
Medical School a minimum royalty of {***}. If actual royalty payments to Medical School in any calendar year are less than the minimum 
royalty payment required for that year, Company may pay Medical School the difference between the actual royalty payment and the minimum 
royalty payment in full satisfaction of its  
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obligations under this Section, provided the minimum payment is made to Medical School within sixty (60) days after the conclusion of the 
calendar year. Waiver of any minimum royalty payment by Medical School is not a waiver of any subsequent minimum royalty payment. If 
Company fails to make any minimum royalty payment within the sixty-day period, that failure is a material breach of its obligations under this 
Agreement, and Medical School may terminate this Agreement in accordance with Section 8.3. If Company is required to pay minimum 
royalties for any Licensed Product under more than one license agreement with the Medical School, only the minimum royalty in this Section 
4.6 applies.  

     4.7. Sublicense Income . Company shall pay Medical School {***} of all Sublicense Income relating to Covered Products and {***} of all 
Sublicense Income relating to Developed Products. Sublicense Income is due and payable within sixty (60) days after Company receives the 
relevant payment from the Sublicensee.  

     4.8. Third-Party Royalties . If Company is legally required to make royalty payments to the Medical School or payments to the Medical 
School based on income it receives from Sublicensees under any agreement other than this Agreement (“Other Medical School Licenses”) or to 
one or more third parties in order to make, use, or sell Licensed Products or to perform Licensed Services, Company may offset a total of fifty 
percent (50%) of royalty payments that are made to the Medical School under Other Medical School Licenses or to third- parties against any 
payments that are due to Medical School under Section 4.5 or 4.7 in the same Royalty Period according to the following guidelines.  

11  

  (a)   Other Medical School Licenses . In the case of payments under Other Medical School Licenses with respect to Licensed Products or 
Licensed Services under this Agreement, Company may reduce its payment to the Medical School under Section 4.5 of this 
Agreement for the applicable Royalty Period by fifty percent (50%) of the aggregate amounts payable for the same Royalty Period 
under the Other Medical School Licenses (before making any similar reduction in those payments pursuant to a corresponding 
reduction clause in the Other Medical School Licenses). 

  

  (b)   Third Party Payments . In the case of payments to one or more third parties with respect to Licensed Products or Licensed Services 
under this Agreement, Company may reduce its payment to the Medical School under Section 4.5 or 4.7 for the applicable Royalty 
Period by fifty percent (50%) of the amount actually paid to third parties for the same Royalty Period. 

  

  (c)   Calculation . In the case of both payments under the Other Medical School Licenses and to third parties in the same Royalty Period, 
the reduction described in (a) above shall first be made, and then the reduction described in (b) above shall be made, provided that 
only a pro rata amount of the reduction described in (b) above shall be made against the payments payable under this Agreement 
(with the pro-ration calculated based on the relative royalty rates under this Agreement and the Other Medical School Licenses). 



   

5. Royalty Reports; Payments; Records .  

     5.1. First Sale . Company shall report to Medical School the date of first commercial sale of each Licensed Product and the date of first 
commercial performance of each Licensed Service within thirty (30) days after occurrence in each country.  

     5.2. Reports and Payments . Within sixty (60) days after the conclusion of each Royalty Period, Company shall deliver to Medical School a 
report containing the following information:  
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  (d)   Minimum Payments . Notwithstanding any reductions in payments made by the Company to the Medical School under this 
Section 4.8, in no case may royalty payments under Section 4.5 be less than {***}. 

  

  (e)   Maximum Payments . In the case of payments to the Medical School with respect to Licensed Products and Licensed Services, (i)in 
no case may the total royalty payments to the Medical School under Section 4.5 of this Agreement and the Other Medical School 
Licenses exceed in the aggregate the highest royalty rate that the Company has agreed to pay in any one of the Other Medical 
School Licenses and this Agreement, and (ii) in no case may the Sublicense Income payments to the Medical School under 
Section 4.7 of this Agreement and the Other Medical School Licenses exceed in the aggregate the percentage set forth in 
Section 4.7 of this Agreement (with the Addendum to the 03-05 License dated April 15, 2003 relating to Sublicense Income being 
cancelled). 

  

  (f)   Example . By way of illustration for Section 4.5 royalty payment reductions on a Covered Product, assume a royalty of {***} of 
Net Sales under the Other Medical School Licenses and a payment of {***} of Net Sales to a third party. The reduction calculation 
would be as follows: 

  (i)   The {***} under this Agreement would be reduced to {***} (i.e., a reduction of 50% of the {***} payable under the Other 
Medical School License, with the royalty payments under the Other Medical School License reduced according to their 
terms because of the {***} royalty in this Agreement); and 

  

  (ii)   The remaining {***} would be reduced by {***} for a net royalty to the Medical School under this Agreement of {***} 
(i.e., the reduction of 50% of the {***} of Net Sales payable to the third party is allocated pro rata to this Agreement and 
the Other Medical School Licenses, with {***} of this {***} reduction being allocated to the royalties under this 
Agreement (the {***} royalty rate under this Agreement divided by the {***} royalty rate under this Agreement plus the 
{***} royalty rate under the Other Medical School Licenses), and {***} of this {***} reduction being allocated to the 
royalties under the Other Medical School Licenses). 



   

          (a) the number of Licensed Products sold to independent third parties in each country and the number of Licensed Products used by 
Company in the provision of Licensed Services and other services in each country;  

          (b) the number of Licensed Services provided by Company in each country;  

          (c) the gross sales price for each Licensed Product and the gross charge for each Licensed Service by Company during the applicable 
Royalty Period in each country;  

          (d) calculation of Net Sales for the applicable Royalty Period in each country, including a listing of applicable deductions;  

          (e) total royalty payable on Net Sales in United States dollars, together with the exchange rates used for conversion; and  

          (f) Sublicense Income due to Medical School for the applicable Royalty Period from each Sublicensee.  

If no royalties are due to Medical School for any Royalty Period, the report shall so state. Concurrent with this report, Company shall remit to 
Medical School any payment due for the applicable Royalty Period. All reports under this Section 5.2 are Company Confidential Information.  

     5.3. Payments in United States Dollars . All payments due under this Agreement are payable in United States dollars. Conversion of foreign 
currency to United States dollars shall be made at the conversion rate existing in the United States (as reported in the Wall Street Journal ) on 
the last working day of the calendar quarter preceding the applicable Royalty Period. Payments shall be without deduction of exchange, 
collection, or other charges.  

     5.4. Payments in Other Currencies . If by law, regulation, or fiscal policy of a particular country, conversion into United States dollars or 
transfer of funds of a convertible currency to the United States is restricted or forbidden, Company shall give Medical School prompt written 
notice of the restriction, within the sixty-day payment deadline described in Section 5.2. Company shall pay any amounts due Medical School 
through whatever lawful methods Medical School reasonably designates. However, if Medical School fails to designate a payment method 
within thirty (30) days after Medical School is notified of the restriction, Company may deposit payment in local currency to the credit of 
Medical School in a recognized banking institution selected by Company and identified by written notice to Medical School, and that deposit 
fulfills all obligations of Company to Medical School with respect to that payment.  

     5.5. Records . Company shall maintain and shall cause its Sublicensees to maintain complete and accurate records of Licensed Products and 
Licensed Services that are made, used, sold, or performed under this Agreement and any amounts payable to Medical School in relation to 
Licensed Products and Licensed Services, which records shall contain sufficient information to permit Medical School to confirm the accuracy 
of any reports delivered to Medical School under Section 5.2. The relevant party shall retain records relating to a given Royalty Period for  
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at least three (3) years after the conclusion of that Royalty Period, during which time Medical School shall have the right, at its expense, to 
cause its internal accountants or an independent, certified public accountant to inspect records during normal business hours for the sole 
purpose of verifying any reports and payments delivered under this Agreement. The accountant may not disclose to Medical School any 
information other than information relating to accuracy of reports and payments delivered under this Agreement. The parties shall reconcile any 
underpayment or overpayment within thirty (30) days after the accountant delivers the results of the audit. If any audit performed under this 
Section reveals an underpayment in excess of ten percent (10%) in any Royalty Period, Company shall bear the full cost of the audit. Medical 
School may exercise its rights under this Section only once every year and only with reasonable prior notice to Company.  

     5.6. Late Payments. Any payments by Company that are not paid on or before the date payments are due under this Agreement bear interest 
to the extent permitted by law at two percentage points above the Prime Rate of interest as reported in the Wall Street Journal on the date 
payment is due, with interest calculated based on the number of days that payment is delinquent.  

     5.7. Method of Payment . All payments under this Agreement should be made to the “University of Massachusetts” and sent to the address 
identified below. Each payment should reference this Agreement and identify the obligation under this Agreement that the payment satisfies.  

     5.8. Withholding and Similar Taxes . Royalty payments and other payments due to Medical School under this Agreement shall be reduced 
by reason of any withholding or similar taxes applicable to payments to Medical School, which shall be paid by Company as required by 
applicable law and reported to the Medical School.  

6. Patents and Infringement .  

     6.1. Responsibility for Medical School Patent Rights . Medical School has primary responsibility at the expense of Company for the 
preparation, filing, prosecution, and maintenance of all Medical School Patent Rights, using patent counsel reasonably acceptable to Company. 
Medical School shall consult with Company as to the preparation, filing, prosecution, and maintenance of all Patent Rights reasonably prior to 
any deadline or action with the United States Patent & Trademark Office or any foreign patent office and shall furnish Company with copies of 
relevant documents reasonably in advance of consultation.  

     6.2. Cooperation . Company shall cooperate fully in the preparation, filing, prosecution, and maintenance of all Patent Rights. Cooperation 
includes, without limitation, (a) promptly executing all papers and instruments or requiring employees of Company to execute papers and 
instruments as reasonable and appropriate to enable Medical School to file, prosecute, and maintain Patent Rights in any country; and 
(b) promptly informing the Medical School of matters that may affect the preparation, filing, prosecution, or maintenance of Patent Rights 
(such as, becoming aware of an additional inventor who is not listed as an inventor in a patent application).  
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     6.3. Payment of Expenses . On the signing of this Amended and Restated License Agreement, Company shall pay the Medical School 
Thirty-Five Thousand Nine Hundred Four Dollars ($35,904) to reimburse Medical School for its actual expenses incurred as of that date in 
connection with obtaining the Patent Rights. Within thirty (30) days after Medical School invoices Company, Company shall reimburse 
Medical School for all patent-related expenses incurred by Medical School pursuant to Section 6.1., including one-half (1/2) of any amounts for 
patent-related expenses repaid by Medical School to a company that previously held an option to the Patent Rights. Company may elect, upon 
sixty (60) days’ written notice to Medical School, to cease payment of the expenses associated with obtaining or maintaining patent protection 
for one or more Patent Rights in one or more countries. If Company elects to cease payment of any patent expenses, Company loses all rights 
under this Agreement with respect to the particular Patent Rights.  

     6.4. Abandonment . If Medical School desires to abandon any patent or patent application within the Patent Rights, Medical School shall 
provide Company with reasonable prior written notice of the intended abandonment or decline of responsibility, and, in that case, Company has 
the right, at its expense, to prepare, file, prosecute, and maintain the relevant Patent Rights.  

     6.5. Grant back . The Company agrees that for any patent rights, as defined in the sponsored research agreement that implements 
Company’s obligation in Section 3.1(e), that it has not licensed, the Company grants back to the Medical School, without limiting in any way 
its rights under this Agreement, a non-exclusive license to the Patent Rights in order that the Medical School may license the patent rights from 
the sponsored research to third parties. Medical School shall pay Company {***} or {***} for Covered Products or Developed Products, 
respectively, of any revenues or other consideration received by Medical School with respect to any patent rights granted back by Company 
pursuant to this Section 6.5.  

     6.6. Infringement .  

          (a)  Notification of Infringement . Each party agrees to provide written notice to the other party promptly after becoming aware of any 
infringement of the Patent Rights.  

          (b)  Company Right to Prosecute . So long as Company remains the only licensee of the Patent Rights and Biological Materials in the 
Field, Company may, under its own control and at its own expense, prosecute any third party infringement of the Patent Rights in the Field or, 
together with licensees of the Patent Rights in other fields (if any), defend the Patent Rights in any declaratory judgment action brought by a 
third party which alleges invalidity, unenforceability, or infringement of the Patent Rights. Prior to commencing any action, Company shall 
consult with Medical School and shall consider the views of Medical School regarding the advisability of the proposed action and its effect on 
the public interest. Company may not enter into any settlement, consent judgment, or other voluntary final disposition of any infringement 
action under this Subsection without the prior written consent of Medical School, which consent may not be unreasonably withheld or delayed. 
Any recovery obtained in an action under this Subsection shall be distributed as follows: (i) each party shall be reimbursed for any expenses 
incurred in the action (including the amount of any royalty payments withheld from Medical School as described below); (ii) as to ordinary 
damages, Company shall receive an amount equal to its lost profits or a reasonable royalty on the infringing sales (whichever  
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measure of damages the court applied), less a reasonable approximation of the royalties that Company would have paid to Medical School if 
Company had sold the infringing products and services rather than the infringer; and (iii) as to special or punitive damages, the parties shall 
share equally in any award. Company may offset a total of fifty percent (50%) of any expenses incurred under this Subsection against any 
payments due to Medical School under this Agreement. However, payments under Section 4.5 and 4.7 may never be reduced by more than fifty 
percent (50%) in any Royalty Period.  

          (c)  Medical School as Indispensable Party . Medical School shall permit any action under this Section to be brought in its name if 
required by law, provided that Company shall hold Medical School harmless from, and if necessary indemnify Medical School against, any 
costs, expenses, or liability that Medical School may incur in connection with the action.  

          (d)  Medical School Right to Prosecute . If Company fails to initiate an infringement action within a reasonable time after it first becomes 
aware of the basis for the action, or to answer a declaratory judgment action within a reasonable time after the action is filed, Medical School 
may prosecute the infringement or answer the declaratory judgment action under its sole control and at its sole expense, and any recovery 
obtained shall be given to Medical School.  

          (e)  Cooperation . Both parties shall to cooperate fully in any action under this Section 6.6 which is controlled by the other party, 
provided that the controlling party reimburses the cooperating party promptly for any costs and expenses incurred by the cooperating party in 
connection with providing assistance.  

7. Confidential Information; Publications; Publicity .  

     7.1. Confidential Information .  

          (a) Designation . Confidential Information that is disclosed in writing shall be marked with a legend indicating its confidential status 
(such as, “Confidential” or “Proprietary”). Confidential Information that is disclosed orally or visually shall be documented in a written notice 
prepared by the Disclosing Party and delivered to the Receiving Party within thirty (30) days of the date of disclosure. The notice shall 
summarize the Confidential Information disclosed to the Receiving Party and reference the time and place of disclosure.  

          (b) Obligations . For a period of five (5) years after disclosure of any portion of Confidential Information, the Receiving Party shall 
(i) maintain Confidential Information in confidence, except that the Receiving Party may disclose or permit the disclosure of any Confidential 
Information to its trustees or directors, officers, employees, consultants, and advisors who are obligated to maintain the confidential nature of 
Confidential Information and who need to know Confidential Information for the purposes of this Agreement; (ii) use Confidential Information 
solely for the purposes of this Agreement; and (iii) allow its trustees or directors, officers, employees, consultants, and advisors to reproduce 
the Confidential Information only to the extent necessary for the purposes of this Agreement, with all reproductions being Confidential 
Information.  
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          (c) Exceptions . The obligations of the Receiving Party under Subsection 7.1.(b) above do not apply to the extent that the Receiving Party 
can demonstrate that Confidential Information (i) was in the public domain prior to the time of its disclosure under this Agreement; (ii) entered 
the public domain after the time of its disclosure under this Agreement through means other than an unauthorized disclosure resulting from an 
act or omission by the Receiving Party; (iii) was independently developed or discovered by the Receiving Party without use of the Confidential 
Information; (iv) is or was disclosed to the Receiving Party at any time, whether prior to or after the time of its disclosure under this 
Agreement, by a third party having no fiduciary relationship with the Disclosing Party and having no obligation of confidentiality with respect 
to the Confidential Information; or (v) is required to be disclosed to comply with applicable laws or regulations or with a court or 
administrative order, provided that the Disclosing Party receives reasonable prior written notice of the disclosure.  

          (d) Ownership and Return . The Receiving Party acknowledges that the Disclosing Party (or a third party entrusting its own information 
to the Disclosing Party) owns the Confidential Information in the possession of the Receiving Party. Upon expiration or termination of this 
Agreement, or at the request of the Disclosing Party, the Receiving Party shall return to the Disclosing Party all originals, copies, and 
summaries of documents, materials, and other tangible manifestations of Confidential Information in the possession or control of the Receiving 
Party, except that the Receiving Party may retain one copy of the Confidential Information in the possession of its legal counsel solely for the 
purpose of monitoring its obligations under this Agreement.  

     7.2. Publications . Medical School and its employees are free to disclose publicly (through journals, lectures, or otherwise) the results of any 
research relating to the Field or the subject matter of the Patent Rights, except as otherwise provided by written agreement between Medical 
School and Company (e.g., a sponsored research agreement).  

     7.3. Publicity Restrictions . Company may not use the name of Medical School or any of its trustees, officers, faculty, students, employees, 
or agents, or any adaptation of their names, or any terms of this Agreement in any promotional material or other public announcement or 
disclosure without the prior written consent of Medical School. The foregoing notwithstanding, Company may disclose that information 
without the consent of Medical School in any prospectus, offering memorandum, or other document or filing required by applicable securities 
laws or other applicable law or regulation, provided that Company provides Medical School at least ten (10) days prior written notice of the 
proposed text for the purpose of giving Medical School the opportunity to comment on the text.  

8. Term and Termination .  

     8.1. Term . This Agreement commences on the Effective Date and remains in effect until (a) the expiration of all issued patents within the 
Patent Rights or (b) for a period of ten (10) years after the Effective Date if no patents have issued within the Patent Rights within that ten-year 
period, unless earlier terminated in accordance with the provisions of this Agreement.  

     8.2. Voluntary Termination by Company . Company may terminate this Agreement for any reason upon ninety (90) days prior written 
notice to Medical School.  
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     8.3. Termination for Default . If either party commits a material breach of its obligations under this Agreement and fails to cure that breach 
within sixty (60) days after receiving written notice of the breach, the other party may terminate this Agreement immediately upon written 
notice to the party in breach. If the alleged breach involves nonpayment of any amounts due Medical School under this Agreement, Company 
has only one opportunity to cure a material breach for which it receives notice as described above. Any subsequent material breach by 
Company will entitle Medical School to terminate this Agreement immediately upon written notice to Company, without the sixty-day cure 
period.  

     8.4. Force Majeure . Neither party is responsible for delays resulting from causes beyond its reasonable control, including without limitation 
fire, explosion, flood, war, strike, or riot, provided that the nonperforming party uses commercially reasonable efforts to avoid or remove those 
causes of nonperformance and continues performance under this Agreement with reasonable dispatch whenever the causes are removed.  

     8.5. Effect of Termination . The following provisions survive the expiration or termination of this Agreement: Articles 1 and 9; 
Sections 3.2., 3.5., 5.2. (obligation to provide final report and payment), 5.5., 6.3., 7.1., 7.3., 8.5., and 10.9. Upon the early termination of this 
Agreement, Company and its Affiliates and Sublicensees may complete and sell any work-in-progress and inventory of Licensed Products and 
Licensed Services that exist as of the effective date of termination, provided that (a) Company is current in payment of all amounts due Medical 
School under this Agreement, (b) Company pays Medical School the applicable royalty and Sublicense Income payments on sales of Licensed 
Products and Licensed Services in accordance with the terms of this Agreement, and (c) Company and its Affiliates and Sublicensees complete 
and sell all work-in-progress and inventory of Licensed Products and Licensed Services within six (6) months after the effective date of 
termination.  

9. Dispute Resolution .  

     9.1. Procedures Mandatory . The parties agree that any dispute arising out of or relating to this Agreement will be resolved solely by means 
of the procedures set forth in this Article, and that these procedures constitute legally binding obligations that are an essential provision of this 
Agreement. However, all procedures and deadlines specified in this Article may be modified by written agreement of the parties. If either party 
fails to observe the procedures of this Article, as modified by their written agreement, the other party may bring an action for specific 
performance in any court of competent jurisdiction.  

     9.2. Dispute Resolution Procedures .  

          (a) Negotiation . In the event of any dispute arising out of or relating to this Agreement, the affected party shall notify the other party, 
and the parties shall attempt in good faith to resolve the matter within ten (10) days after the date of notice (the “Notice Date”). Any disputes 
not resolved by good faith discussions shall be referred to senior executives of each party, who shall meet at a mutually acceptable time and 
location within thirty (30) days after the Notice Date and attempt to negotiate a settlement.  
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          (b) Mediation . If the matter remains unresolved within sixty (60) days after the Notice Date, or if the senior executives fail to meet 
within thirty (30) days after the Notice Date, either party may initiate mediation upon written notice to the other party, whereupon both parties 
shall to engage in a mediation proceeding under the then current CPR Institute for Dispute Resolution (“CPR”) Model Procedure for Mediation 
of Business Disputes, except that specific provisions of this Section override inconsistent provisions of the CPR Model Procedure. The 
mediator will be selected from the CPR Panels of Neutrals. If the parties cannot agree upon the selection of a mediator within ninety (90) days 
after the Notice Date, then upon the request of either party, the CPR shall appoint the mediator. The parties shall attempt to resolve the dispute 
through mediation until one of the following occurs: (i) the parties reach a written settlement; (ii) the mediator notifies the parties in writing 
that they have reached an impasse; (iii) the parties agree in writing that they have reached an impasse; or (iv) the parties have not reached a 
settlement within one hundred twenty (120) days after the Notice Date.  

          (c) Trial Without Jury . If the parties fail to resolve the dispute through mediation, or if neither party elects to initiate mediation, each 
party may pursue any other remedies legally available to resolve the dispute. However, the parties expressly waive the right to a jury trial in the 
legal proceeding under this Section.  

     9.3. Preservation of Rights Pending Resolution .  

          (a) Performance to Continue . Each party shall continue to perform its obligations under this Agreement pending final resolution of any 
dispute arising out of or relating to this Agreement. However, a party may suspend performance of its obligations during any period in which 
the other party fails or refuses to perform its obligations.  

          (b) Provisional Remedies . Although the procedures specified in this Article are the exclusive procedures for resolution of disputes 
arising out of or relating to this Agreement, either party may seek a preliminary injunction or other provisional equitable relief if, in its 
reasonable judgment, that action is necessary to avoid irreparable harm to itself or to preserve its rights under this Agreement.  

          (c) Statute of Limitations . The parties agree that all applicable statutes of limitation and time-based defenses (such as, estoppel and 
laches) are tolled while the procedures set forth in Subsections 9.2.(a) and 9.2(b) are pending. The parties shall take any actions necessary to 
effectuate this result.  

10. Miscellaneous .  

     10.1. Representations and Warranties . Medical School represents that its employees have assigned to Medical School their entire right, title, 
and interest in the Patent Rights and that it has authority to grant the rights and licenses set forth in this Agreement, and that, to its best 
knowledge, Medical School does not hold any other intellectual property rights that would be infringed by the exploitation of the Patent Rights. 
MEDICAL SCHOOL MAKES NO OTHER WARRANTIES CONCERNING THE PATENT RIGHTS, RELATED TECHNOLOGY, AND 
BIOLOGICAL MATERIALS, INCLUDING WITHOUT LIMITATION ANY EXPRESS OR IMPLIED WARRANTY OF 
MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE. Specifically, Medical School makes no warranty or representation 
(a) regarding the validity or scope of the Patent Rights, (b) that the exploitation of the Patent Rights or any  
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Licensed Product or Licensed Service will not infringe any patents or other intellectual property rights of a third party, and (c) that any third 
party is not currently infringing or will not infringe the Patent Rights.  

     10.2. Compliance with Law and Policies . Company agrees to comply with applicable law and the policies of Medical School in the area of 
technology transfer and shall promptly notify Medical School of any violation that Company knows or has reason to believe has occurred or is 
likely to occur. The Medical School policies currently in effect at the Medical School are the Intellectual Property Policy, Policy on Conflicts 
of Interest Relating to Intellectual Property and Commercial Ventures, and Policy on Faculty Consulting and Outside Activities. The Medical 
School policies currently in effect at the Worcester campus are listed on the http://www.umassmed.edu web site.  

     10.3. Tax-Exempt Status . Company acknowledges that Medical School, as a public institution of the Commonwealth of Massachusetts, is 
an exempt organization under the United States Internal Revenue Code of 1986, as amended. Company also acknowledges that certain facilities 
in which the licensed inventions were developed may have been financed through offerings of tax-exempt bonds. If the Internal Revenue 
Service determines, or if counsel to Medical School reasonably determines, that any term of this Agreement jeopardizes the tax-exempt status 
of Medical School or the bonds used to finance Medical School facilities, the relevant term is invalid and shall be modified in accordance with 
Section 10.11.  

     10.4. Counterparts . This Agreement may be executed in one or more counterparts, each of which is an original, and all of which together 
are one instrument.  

     10.5. Headings . All headings are for convenience only and do not affect the meaning of any provision of this Agreement.  

     10.6. Binding Effect . This Agreement is binding upon and inures to the benefit of the parties and their respective permitted successors and 
assigns.  

     10.7. Assignment . Neither party may assign this Agreement without the prior written consent of the other party, which consent may not be 
unreasonably withheld, except that Company may assign this Agreement to an Affiliate or to a successor in connection with the merger, 
consolidation, or sale of all or substantially all of its assets or that portion of its business to which this Agreement relates.  

     10.8. Amendment and Waiver . This Agreement may be amended, supplemented, or otherwise modified only by means of a written 
instrument signed by both parties. Any waiver of any rights or failure to act in a specific instance relates only to that instance and is not an 
agreement to waive any rights or fail to act in any other instance.  

     10.9. Governing Law . This Agreement shall be governed by and construed in accordance with the laws of the Commonwealth of 
Massachusetts irrespective of any conflicts of law principles.  
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     10.10. Notice . Any notices required or permitted under this Agreement shall be in writing, shall specifically refer to this Agreement, and 
shall be sent by recognized national overnight courier, or registered or certified mail, postage prepaid, return receipt requested, to the following 
addresses:  

All notices under this Agreement are effective upon receipt. A party may change its contact information immediately upon written notice to the 
other party in the manner provided in this Section.  

     10.11. Severability . If any provision of this Agreement is held invalid or unenforceable for any reason, the invalidity or unenforceability 
does not affect any other provision of this Agreement, and the parties shall negotiate in good faith to modify the Agreement to preserve (to the 
extent possible) their original intent. If the parties fail to reach a modified agreement within sixty (60) days after the relevant provision is held 
invalid or unenforceable, then the dispute shall be resolved in accordance with the procedures set forth in Article 9. While the dispute is 
pending resolution, this Agreement shall be construed as if the provision were deleted by agreement of the parties.  

     10.12. Entire Agreement . This Agreement constitutes the entire agreement between the parties with respect to its subject matter and 
supersedes all prior agreements or understandings between the parties relating to its subject matter.  

     10.13 Acknowledgement . Company acknowledges that the Medical School invention disclosures 00-37 and 03.31 are the subject of a 
sponsored research agreement with another company that the Medical School has terminated. The Medical School considers that that company 
has no further rights or options from that sponsored research agreement to those invention disclosures. However, the Medical School makes no 
representation or warranty that the company does not dispute that nor that it will not institute legal action to make claims to the invention 
disclosures 00-37 and 00-31 nor that such legal action will not have any adverse effect on Company’s rights to practice the Patent Rights.  
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If to Medical School:       If to Company: 
                   
Office of Commercial Ventures and       CytRx Corporation 
   Intellectual Property       Suite 650 
University of Massachusetts       11726 San Vicente Blvd. 
55 Lake Avenue North       Los Angeles, CA 90049 
Worcester, MA 01655             
                   
Attention:    Chester A. Bisbee       Attention:   Steven A. Kriegsman 
     Acting Director           Chief Executive Officer 



   

     The parties have caused this Agreement to be executed by their duly authorized representatives as of the date hereof.  
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UNIVERSITY OF MASSACHUSETTS       CYTRX CORPORATION 
                       
By:   /s/ Chester A. Bisbee       By:   /s/ Steven A. Kreigsman     
   

  
  

  
  

  
  

  
  

  
  

     Chester A. Bisbee           Steven A. Kriegsman     
     Acting Director, Office of Commercial Ventures           Chief Executive Officer     
     and Intellectual Property                 
                       
Date: 9-15-03       Date: 9-15-03 



   

EXHIBIT A  

List of Patent Rights and Biological Materials  

Patent Rights  

Docket No.: UMMC 03-05  

United States Provisional Patent Application Serial number: 60/432,427, entitled: “ Method of Introducing SI RNA into adipocytes,” filed on 
December 11, 2002, Michael P. Czech, Qionglin Zhou and Zhen Jiang inventors.  

Docket No.: UMMC 03-37 and UMMC 01-31  

United States Provisional Patent Application No. 60/242,379, entitled: “Genes Expressed in Type II diabetes and Uses Thereof,” filed 
October 20, 2000, Michael Czech, inventor and United States Patent Application 10/021,162, PCT/US01/49451, and Europe National Phase 
application 01987792.7 that claim priority from the provisional application, filed October 22, 2001.  

Docket No. UMMC 02-38  

United States Patent Application, entitled “Database of Genes Related to Diabetes and Obesity,” being drafted.  

Docket No. UMMC 03-134  

United States Patent application entitled “Methods and Compositions for Controlling Appetite and Modulating Insulin Sensitivity,” filed 
June 19, 2003.  

Docket No. UMMC 93-09  

United States Patent 5,989,893, entitled “Receptor-Activated Reporter Systems,” filed  

Biological Materials  

Protein or cDNA of the following enzymes:  

Fatty Acid Synthase  
Malic enzyme  
Acetyl CoA Carboxylase  
ATP Citrate Lyase  

   



   

September 17, 2003  

University of Massachusetts Medical School  
55 Lake Avenue North  
Worcester, MA 01655  

Gentlemen:  

     CytRx Corporation (“CytRx”) and the University of Massachusetts (“UMMS”) are entering into an Amended and Restated License 
Agreement, dated as of September 15, 2003 (the “Amended License Agreement”), which includes an exclusive license to, among other 
invention disclosures, UMMC 00-37, entitled “Diabetes Gene Database” and UMMC 01-31, entitled “Diabetes Gene Database” (collectively, 
the “Additional Inventions”).  

     CytRx acknowledges that the Additional Inventions are the subject of a sponsored research agreement with another company that UMMS 
has terminated. UMMS considers that that company has no further rights or options from that sponsored research agreement to those invention 
disclosures. However, UMMS makes no representation or warranty that the company does not dispute that nor that it will not institute legal 
action to make claims to the Additional Inventions nor that such legal action will not have any adverse effect on CytRx’s rights to practice the 
Patent Rights (as defined in the Amended License Agreement).  

     UMMS will exercise its best efforts to clarify that the sponsored research agreement with the prior company has been effectively terminated 
and that such prior company has no license to or other interest in the Additional Inventions or other further rights or options under that 
sponsored research agreement. UMMS will make available on a confidential basis to counsel for CytRx and counsel for any potential licensee 
or strategic partner of CytRx a copy of the sponsored research agreement with the prior company and any material correspondence between 
UMMS and that company relating to that sponsored research agreement.  

Acknowledged and Agreed this 17th day of September, 2003  

University of Massachusetts  

By: /s/ Chester A. Bisbee                      

   

          
  CytRx, Inc.  

  
  

  By   /s/ Steven A. Kriegsman     
    Steven A. Kriegsman    
    Chief Executive Officer    
  



   

AMENDMENT NO. 1  
TO  

AMENDED AND RESTATED LICENSE AGREEMENT  
(UMMC 03-05)  

     This Amendment No. 1, dated as of February  1, 2004 (the “Amendment”) is being made to the Amended and Restated License Agreement 
relating to UMMC 03-05 (the “License Agreement”), entered into as of September 15, 2003 and effective as of April 15, 2003, by and between 
the University of Massachusetts Medical School (“Medical School”), a public institution of higher education of the Commonwealth of 
Massachusetts having an address of 55 Lake Avenue North, Worcester, MA 01655, and CytRx Corporation (“Company”), a Delaware 
corporation having an address of 11726 San Vicente Boulevard, Suite 650, Los Angeles, California 90049.  

R E C I T A L S  

     WHEREAS, Section 4.8 of the License Agreement provided for the calculation of payments payable to Medical School under Section 4.5 
and Section 4.7 of the License Agreement in the event Company was required to make certain other payments to Medical School or third 
parties; and  

     WHEREAS, Medical School and Company wish to clarify the manner in which Section 4.8 of the License Agreement shall operate;  

     NOW, THEREFORE, Medical School and Company hereby agree as follows:  

1. Amendment to Section 4.8.  

     Section 4.8 of the License Agreement is hereby amended to read in full as follows:  

     “4.8 Third-Party and Other Payments . If Company is legally required to make royalty or sublicense income payments to Medical School 
under any other license agreement, as well as this Agreement, or to one or more third parties, as well as this Agreement, in the same Royalty 
Period for which payments are due under Section 4.5 or 4.7 in order for Company to make, use or sell Licensed Products or have its 
Sublicensee make, use, or sell Licensed Products:  

          (a) Other Medical School Payments . In the case of payments to Medical School under Sections 4.5 and 4.7 with respect to any Licensed 
Product, Company shall pay only the highest rate among this Agreement and any other Medical School licenses, and that one payment shall be 
deemed to satisfy the payment requirements for the applicable period under not only this Agreement but each of the other Medical School 
licenses.  

          (b) Third Party Payments . In the case of payments to one or more third parties with respect to any Licensed Product under this 
Agreement, Company may reduce its payment to Medical School under Section 4.5 or 4.7 of this Agreement for the applicable Royalty Period 
by fifty percent (50%) of the amount actually paid to third parties. However, in  
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no event will the reductions made pursuant to this Section 4.8(b) result in more than a fifty percent (50%) reduction in the payments that would 
otherwise be payable to Medical School under Section 4.5 and 4.7 (after taking into account Section 4.8(a)).  

          (c) Example: Royalty Reductions . By way of illustration for Section 4.5 royalty payment reductions, for a particular Licensed Product, 
assume the applicable royalty rate under this Agreement is (***) Net Sales, a royalty of (***) of Net Sales under another Medical School 
license and a payment of (***) of Net Sales to a third party. The reduction calculation would be as follows: The total (***) royalty rate in this 
Agreement would apply, and Company would reduce that rate by 50% of the (***) due to the third party, resulting in a (***) royalty to 
Medical School under this Agreement, and no royalties payable to the Medical School under the other Medical School license.  

          (d) Example: Sublicense Income Payments . By way of illustration for Section 4.7 Sublicense Income payment reductions, assume (i) the 
applicable percentage of Sublicense Income payable to Medical School under this Agreement is (***) and total Sublicense Income received by 
Company from the Sublicensee is (***), and (ii) Company paid a third party (***) in order to allow the sublicensee to make Licensed Products. 
Company would then be required to pay the Medical School under this Agreement (***) (Medical School receiving (***) of the (***) reduced 
by one-half of the (***) paid to the third party). If Company also sublicensed another Medical School license with respect to the Licensed 
Products, Company would not be required to make additional sublicense income payments.”  

2. Continuation of All Other Terms of Agreement.  

     Except for the amendment of Section 4.8 of the License Agreement provided for in Section 1 of this Amendment, all of the terms and 
conditions of the License Agreement shall continue in full force and effect.  

3. Miscellaneous.  

     3.1 Dispute Resolution . The parties agree that any dispute arising out of or relating to this Amendment shall be resolved solely by means of 
the procedures set forth in Article 9 of the Agreement.  

     3.2 Counterparts . This Amendment may be executed in one or more counterparts, each of which shall be deemed an original, and all of 
which together shall be deemed to be one and the same instrument.  

     3.3 Headings . All headings are for convenience only and shall not affect the meaning of any provision of this Amendment.  

     3.4 Binding Effect . This Amendment shall be binding upon and inure to the benefit of the parties and their respective permitted successors 
and assigns.  
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     3.5 Amendment . This Amendment may be amended, supplemented, or otherwise modified only by means of a written instrument signed by 
all of the parties.  

     3.6 Governing Law . This Amendment shall be governed by and construed in accordance with the laws of the Commonwealth of 
Massachusetts irrespective of any conflicts of law principles.  

     IN WITNESS WHEREOF, the parties have caused this Amendment to be executed by their duly authorized representatives as of the date 
first above written.  

   

 

                      
UNIVERSITY OF MASSACHUSETTS MEDICAL SCHOOL       CYTRX CORPORATION 
                       
By:   /s/ Chester A. Bisbee       By:   /s/ Steven A. Kriegsman     
   

  
  

  
  

  
  

  
  

  
  

     Acting Executive Director           Steven A. Kriegsman     
     Office of Technology Management           Chief Executive Officer     



   



   

Exhibit 10.11 

EXCLUSIVE LICENSE AGREEMENT  

     This Agreement, effective as of April 15, 2003 (the “Effective Date”), is between the University of Massachusetts Medical School 
(“Medical School”), a public institution of higher education of the Commonwealth of Massachusetts having an address of 55 Lake Avenue 
North, Worcester, MA 01655, and CytRx Corporation (“Company”), a Delaware corporation having an address of 11726 San Vicente 
Boulevard, Suite 650, Los Angeles, California 90049.  

R E C I T A L S  

     WHEREAS, Medical School is owner by assignment of the invention claimed in the United States Patent Application listed in Exhibit A 
pertaining to the Medical School’s invention disclosure number UMMC 03-17 entitled “RNAi Targeting of Viruses”.  

     WHEREAS Company desires to obtain an exclusive license in the field of RNAi therapeutics solely to inhibit human cytomegalovirus 
(HCMV) Immediate Early (IE) gene expression for the development of retinitis prophylactics, treatments, and diagnostics, under the rights of 
Medical School in any patent rights claiming those inventions; and  

     WHEREAS, Medical School is willing to grant Company an exclusive license on the terms set forth in this Agreement.  

     NOW, THEREFORE, Medical School and Company hereby agree as follows:  

1. Definitions.  

     1.1. “Affiliate” means any legal entity (such as a corporation, partnership, or limited liability company) that is controlled by Company. For 
the purposes of this definition, the term “control” means (a) beneficial ownership of at least fifty percent (50%) of the voting securities of a 
corporation or other business organization with voting securities or (b) a fifty percent (50%) or greater interest in the net assets or profits of a 
partnership or other business organization without voting securities.  

     1.2. “Biological Materials” means certain tangible biological materials that are necessary for the effective exercise of the Patent Rights, 
which materials are described on Exhibit A, as well as tangible materials that are routinely produced through use of the original materials, 
including, for example, any progeny derived from a cell line, monoclonal antibodies produced by hybridoma cells, DNA or RNA replicated 
from isolated DNA or RNA, recombinant proteins produced through use of isolated DNA or RNA, and substances routinely purified from a 
source material included in the original materials (such as recombinant proteins isolated from a cell extract or supernatant by non-proprietary 
affinity purification methods). These Biological Materials shall be listed on Exhibit A, which will be periodically amended to include any 
additional Biological Materials that Medical School may furnish to Company.  

     1.3. “Combination Product” means a product that contains a Licensed Product component and at least one other essential functional 
component.  

   



   

     1.4. “Confidential Information” means any confidential or proprietary information furnished by one party (the “Disclosing Party”) to the 
other party (the “Receiving Party”) in connection with this Agreement, provided that such information is specifically designated as 
confidential. Such Confidential Information shall include, without limitation, any diligence reports furnished to Medical School under 
Section 3.1. and royalty reports furnished to Medical School under Section 5.2.  

     1.5. “Field” means the limited use of RNAi to inhibit human cytomegalovirus (HCMV) Immediate Early (IE) gene expression for the 
development of retinitis prophylactics, therapeutics, and diagnostics.  

     1.6. “Licensed Product” means any product that cannot be developed, manufactured, used, or sold without (a) infringing one or more claims 
under the Patent Rights, (b) using or incorporating some portion of one or more Biological Materials, or (c) using some portion of the Related 
Technology.  

     1.7. “Net Sales” means the gross amount billed or invoiced on sales by Company and its Affiliates and Sublicensees of Licensed Products, 
less the following: (a) customary trade, quantity, or cash discounts and commissions to non-affiliated brokers or agents to the extent actually 
allowed and taken; (b) amounts repaid or credited by reason of rejection or return; (c) to the extent separately stated on purchase orders, 
invoices, or other documents of sale, any taxes or other governmental charges levied on the production, sale, transportation, delivery, or use of 
a Licensed Product which is paid by or on behalf of Company; (d) outbound transportation costs prepaid or allowed and costs of insurance in 
transit; and (e) allowance for bad debt that is customary and reasonable for the industry and in accordance with generally accepted accounting 
principles. Notwithstanding anything to the contrary in this Section 1.7, Net Sales does not include sales of Licensed Products at or below the 
fully burdened cost of manufacturing solely for research or clinical testing or for indigent or similar public support or compassionate use 
programs.  

     In any transfers of Licensed Products between Company and an Affiliate or Sublicensee, Net Sales shall be calculated based on the final sale 
of the Licensed Product to an independent third party. In the event that Company or an Affiliate or Sublicensee receives non-monetary 
consideration for any Licensed Products, Net Sales shall be calculated based on the fair market value of such consideration. .  

     In the case of Combination Products, Net Sales means the gross amount billed or invoiced on sales of the Combination Product less the 
deductions set forth above, multiplied by a proration factor that is determined as follows:  

     (i) If all components of the Combination Product were sold separately during the same or immediately preceding Royalty Period, the 
proration factor shall be determined by the formula [A / (A+B)], where A is the aggregate gross sales price of all Licensed Product 
components during such period when sold separately from the other essential  
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functional components, and B is the aggregate gross sales price of the other essential functional components during such period when sold 
separately from the Licensed Product Components; or  

     (ii) If all components of the Combination Product were not sold separately during the same or immediately preceding Royalty Period, the 
proration factor shall be determined by the formula [C / (C+D)], where C is the aggregate fully absorbed cost of the Licensed Product 
components during the prior Royalty Period and D is the aggregate fully absorbed cost of the other essential functional components during 
the prior Royalty Period, with such costs being determined in accordance with generally accepted accounting principles.  

     1.8. “Patent Rights” means the U.S. patent applications listed on Exhibit A, and any divisional, continuation, or continuation-in-part of such 
patent applications to the extent the claims are directed to subject matter specifically described therein, as well as any patent issued thereon and 
any reissue or reexamination of such patent, and any foreign counterparts to such patents and patent applications. Exhibit A shall be 
periodically amended to include any additional Patent Rights that may arise. “Medical School Patent Rights” means Patent Rights assigned 
solely to Medical School (and other academic institutions, if any). “Joint Patent Rights” means Patent Rights assigned to both Medical School 
and Company.  

     1.9. “Related Technology” means any know-how, technical information, research and development information, test results, and data 
necessary for the effective exercise of the Patent Rights which (a) has been developed by Dr. Timothy Kowalik and his associates in his 
laboratory at the Medical School as of the Effective Date and which is owned by Medical School.  

     1.10. “Royalty Period” means the partial calendar quarter commencing on the date on which the first Licensed Product is sold or used and 
every complete or partial calendar quarter thereafter during which either (a) this Agreement remains in effect or (b) Company has the right to 
complete and sell work-in-progress and inventory of Licensed Products pursuant to Section 8.5.  

     1.11. “Sublicense Income” means any payments that Company receives from a Sublicensee in consideration of the sublicense of the rights 
granted Company under Section 2.1., including without limitation license fees, royalties, milestone payments, and license maintenance fees, 
but excluding the following payments: (a) payments made in consideration for the issuance of equity or debt securities of Company at fair 
market value, and (b) payments specifically committed to the development of Licensed Products.  

     1.12. “Sublicensee” means any permitted sublicensee of the rights granted Company under this Agreement, as further described in 
Section 2.2.  
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2. Grant of Rights.  

     2.1. License Grants.  

          (a) Patent Rights and Biological Materials. Subject to the terms of this Agreement, Medical School hereby grants to Company and its 
Affiliates an exclusive, worldwide, royalty-bearing license (with the right to sublicense) under its commercial rights in the Patent Rights and 
Biological Materials to develop, make, have made, use, and sell Licensed Products in the Field.  

          (b) Related Technology. Subject to the terms of this Agreement, Medical School hereby grants to Company and its Affiliates a non-
exclusive, royalty-bearing license (with the right to sublicense) under its commercial rights in the Related Technology to develop, make, have 
made, use, and sell Licensed Products in the Field.  

          (c) Subject to applicable law or the rights of research sponsors, the Medical School shall use its best efforts to make any improvements to 
the Patent Rights available to Company.  

     2.2. Sublicenses. Company shall have the right to grant sublicenses of its rights under Section 2.1. with the consent of Medical School, 
which consent shall not be unreasonably withheld or delayed. All sublicense agreements executed by Company pursuant to this Article 2 shall 
expressly bind the Sublicensee to the terms of this. Company shall promptly furnish Medical School with a fully executed copy of any such 
sublicense agreement.  

     2.3. Retained Rights.  

          (a) Medical School. Medical School retains the right to make and use Licensed Products for academic research, teaching, and non-
commercial patient care, without payment of compensation to Company. Medical School may license its retained rights under this Section to 
research collaborators of Medical School faculty members, post-doctoral fellows, and students.  

          (b) Federal Government. To the extent that any invention claimed in the Patent Rights has been partially funded by the federal 
government, this Agreement and the grant of any rights in such Patent Rights are subject to and governed by federal law as set forth in 35 
U.S.C. §§ 201-211, and the regulations promulgated thereunder, as amended, or any successor statutes or regulations. Company acknowledges 
that these statutes and regulations reserve to the federal government a royalty-free, non-exclusive, non-transferable license to practice any 
government-funded invention claimed in any Patent Rights. If any term of this Agreement fails to conform with such laws and regulations, the 
relevant term shall be deemed an invalid provision and modified in accordance with Section 10.11. Upon execution of this Agreement, the 
Medical School shall disclose in writing to Company any funding that would be subject to this Section 2.3(b).  
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          (c) Other Organizations. To the extent that any invention claimed in the Patent Rights has been partially funded by a non-profit 
organization or state or local agency, this Agreement and the grant of any rights in such Patent Rights are subject to and governed by the terms 
and conditions of the applicable research grant. If any term of this Agreement fails to conform with such terms and conditions, the relevant 
term shall be deemed an invalid provision and modified by the parties pursuant to Section 10.11. Upon execution of this Agreement, the 
Medical School shall disclose in writing to Company any funding that would be subject to this Section 2.3(c).  

3. Company Obligations Relating to Commercialization.  

     3.1. Diligence Requirements. Company shall use diligent efforts, or shall cause its Affiliates and Sublicensees to use diligent efforts, to 
develop Licensed Products and to introduce Licensed Products into the commercial market; thereafter, Company or its Affiliates or 
Sublicensees shall make Licensed Products reasonably available to the public. Specifically, Company or Affiliate or Sublicensee shall fulfill 
the following obligations:  

     (a) Within ninety (90) days after the Effective Date, Company shall furnish Medical School with a written research and development plan 
under which Company intends to develop Licensed Products.  

     (b) Within sixty (60) days after each anniversary of the Effective Date, Company shall furnish Medical School with a written report on 
the progress of its efforts during the prior year to develop and commercialize Licensed Products, including without limitation research and 
development efforts, efforts to obtain regulatory approval, marketing efforts, and sales figures. The report shall also contain a discussion of 
intended efforts and sales projections for the current year.  

     (c) Company shall endeavor to obtain all necessary governmental approvals for the manufacture, use and sale of Combination Product 
and Licensed Product. Specifically, Company shall:  

          (i) Within eight (8) years after the Effective Date, file an Investigational New Drug Application (“IND”) or its equivalent covering at 
least one Combination Product or Licensed Product with the U.S. Food and Drug Administration (“FDA”);  

          (ii) Within thirteen (13) years after the Effective Date, file a New Drug Application (“NDA”) with the FDA covering at least one 
Combination Product or Licensed Product;  

          (iii) Within eighteen (18) months after receiving FDA approval of the NDA for a Combination Product or Licensed Product, market 
at least one Combination Product or Licensed Product in the U.S. ; and  
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          (iv) reasonably fill the market demand for any Combination Product or Licensed Product following commencement of marketing of 
such product at any time during the exclusive period of this Agreement.  

     (d) Within eighteen (18) months after the Effective Date, Company shall successfully undertake a public or private offering of raising ten 
million dollars ($10,000,000).  

     (e) Within three months of Effective Date, Company shall commit to fund basic research in the laboratory of Dr. Timothy Kowalik at an 
amount of at least {***} in direct Medical School costs in the first year, {***} in direct Medical School costs in the second year, and {***} in 
direct Medical School costs in the third year towards in support of licensed Patent Rights and/or related technology. In addition to direct 
Medical School costs, Company sponsored research is subject to indirect cost rates, currently fifty percent (50%) for basic research. Company 
shall enter into a formal sponsored research agreement with Medical School in a separate agreement. During the term of any agreement 
covering funding described in this Section 3.1(e), if a lower indirect cost rate is afforded to any other industrial sponsor by the Office of 
Technology Management of the Medical School or if the federal indirect cost rate is reduced, the indirect cost rate charged to the Company 
shall prospectively be reduced to that lower rate.  

     Company shall have the responsibility to finance its obligations in this Section 3.1, and the Medical School shall provide reasonable 
cooperation to Company in this regard. In the event that Medical School determines that Company (or an Affiliate or Sublicensee) has not 
fulfilled its obligations under this Section 3.1., Medical School shall furnish Company with written notice of such determination. Within sixty 
(60) days after receipt of such notice, Company shall either (i) fulfill the relevant obligation or (ii) negotiate with Medical School a mutually 
acceptable schedule of revised diligence obligations, failing which Medical School shall have the right, immediately upon written notice to 
Company, to terminate this Agreement or to grant additional licenses to third parties to the Patent Rights and Biological Materials in the Field. 
The Medical School may not unreasonably withhold acceptance of Company’s revised diligence obligations.  

     3.2. Indemnification.  

          (a) Indemnity. Company shall indemnify, defend, and hold harmless Medical School and its trustees, officers, faculty, students, 
employees, and agents and their respective successors, heirs and assigns (the “Indemnitees”), against any liability, damage, loss, or expense 
(including reasonable attorneys fees and expenses of litigation) incurred by or imposed upon any of the Indemnitees in connection with any 
claims, suits, actions, demands or judgments arising out of any theory of liability (including without limitation actions in the form of tort, 
warranty, or strict liability and regardless of whether such action has any factual basis) concerning any product, process, or service that is made, 
used, or sold pursuant to any right or license granted under this Agreement; provided, however, that such indemnification shall not apply to any 
liability, damage, loss, or expense to the extent directly attributable to (i) the negligent activities or intentional misconduct of the Indemnitees 
or (ii) the settlement of a claim, suit, action, or demand by Indemnitees without the prior written approval of Company.  
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          (b) Procedures. The Indemnitees agree to provide Company with prompt written notice of any claim, suit, action, demand, or judgment 
for which indemnification is sought under this Agreement. Company agrees, at its own expense, to provide attorneys reasonably acceptable to 
Medical School to defend against any such claim. The Indemnitees shall cooperate fully with Company in such defense and will permit 
Company to conduct and control such defense and the disposition of such claim, suit, or action (including all decisions relative to litigation, 
appeal, and settlement); provided, however, that any Indemnitee shall have the right to retain its own counsel, at the expense of Company, if 
representation of such Indemnitee by the counsel retained by Company would be inappropriate because of actual or potential differences in the 
interests of such Indemnitee and any other party represented by such counsel. Company agrees to keep Medical School informed of the 
progress in the defense and disposition of such claim and to consult with Medical School with regard to any proposed settlement.  

          (c) Insurance. Company shall maintain insurance or self-insurance that is reasonably adequate to fulfill any potential obligation to the 
Indemnitees, but in any event not less than one million dollars ($1,000,000) for injuries to any one person arising out of a single occurrence and 
five million dollars ($5,000,000) for injuries to all persons arising out of a single occurrence. Company shall provide Medical School, upon 
request, with written evidence of such insurance or self-insurance. Company shall continue to maintain such insurance or self-insurance after 
the expiration or termination of this Agreement during any period in which Company or any Affiliate or Sublicensee continues to make, use, or 
sell a product that was a Licensed Product under this Agreement and thereafter for a period of two (2) years.  

     3.3. Use of Medical School Name. In accordance with Section 7.3., Company and its Affiliates and Sublicensees shall not use the name 
“University of Massachusetts Medical School” or any variation of that name in connection with the marketing or sale of any Licensed 
Products.  

     3.4. Marking of Licensed Products. To the extent commercially feasible and consistent with prevailing business practices, Company shall 
mark, and shall cause its Affiliates and Sublicensees to mark, all Licensed Products that are manufactured or sold under this Agreement with 
the number of each issued patent under the Patent Rights that applies to such Licensed Product.  

     3.5. Compliance with Law. Company shall comply with, and shall ensure that its Affiliates and Sublicensees (to the extent commercially 
feasible) comply with, all local, state, federal, and international laws and regulations relating to the development, manufacture, use, and sale of 
Licensed Products. Company expressly agrees to comply with the following:  

     (a) Company or its Affiliates or Sublicensees shall obtain all necessary approvals from the United States Food & Drug Administration 
and any similar governmental authorities of any foreign jurisdiction in which Company or an Affiliate or Sublicensee intends to make, use, 
or sell Licensed Products.  

     (b) Company and its Affiliates and Sublicensees shall comply with all United States laws and regulations controlling the export of certain 
commodities and technical  
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data, including without limitation all Export Administration Regulations of the United States Department of Commerce. Among other 
things, these laws and regulations prohibit, or require a license for, the export of certain types of commodities and technical data to specified 
countries. Company hereby gives written assurance that it will comply with, and will cause its Affiliates and Sublicensees to comply with, 
all United States export control laws and regulations, that it bears sole responsibility for any violation of such laws and regulations by itself 
or its Affiliates or Sublicensees, and that it will indemnify, defend, and hold Medical School harmless (in accordance with Section 3.2.) for 
the consequences of any such violation.  

     (c) To the extent that any invention claimed in the Patent Rights has been partially funded by the United States government, and only to 
the extent required by applicable laws and regulations, Company agrees that any Licensed Products used or sold in the United States will be 
manufactured substantially in the United States or its territories. Current law provides that if domestic manufacture is not commercially 
feasible under the circumstances, Medical School may seek a waiver of this requirement from the relevant federal agency on behalf of 
Company.  

4. Consideration for Grant of Rights.  

     4.1. License Fee. In partial consideration of the rights granted Company under this Agreement, Company shall pay to Medical School on the 
Effective Date (a) a license fee of {***}, and (b) a payment in the amount of {***} to reimburse Medical School for its actual expenses 
incurred as of January 31, 2003 in connection with obtaining the Patent Rights. These license fee payments are nonrefundable and are not 
creditable against any other payments due to Medical School under this Agreement.  

     4.2. Equity. In partial consideration of the license granted to Company under this Agreement, on or about April 18, 2003, Company shall 
issue to Medical School a total number of shares of Common Stock of Company, ($.01 par value per share) equal to {***} of the outstanding 
shares of Company. Company shall register the shares that are issued to the Medical School within ninety (90) days after their issuance and 
those shares will then be unrestricted.  

     4.3. License Maintenance Fee. Beginning on the first anniversary of the Effective Date, and on each anniversary of the Effective Date 
thereafter during the term of the Agreement, Company shall pay to Medical School {***}, as long as Company has a funding agreement in 
place with the Medical School at the levels described in Section 3.1(e), after which time the annual maintenance fee shall be {***}. This 
annual license maintenance fee is nonrefundable and is not creditable against any other payments due to Medical School under this Agreement. 

     4.4. Milestone Payments. Company shall pay Medical School the following milestone payments within thirty (30) days after the occurrence 
of each event:  
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These milestone payments are nonrefundable and are not creditable against any other payments due to University under this Agreement.  

Company shall pay Medical School a one-time bonus in the amount of {***} in the event that cumulative gross sales of Licensed Products by 
Company and its Affiliates or Sublicense Income exceed ${***} in one calendar year in the United States. Company shall pay Medical School 
a one-time bonus in the amount of {***} in the event that cumulative gross sales of Licensed Products by Company and its Affiliates or 
Sublicense Income exceed {***} in one calendar year in Japan and Europe.  

     4.5. Royalties.  

          (a) Base Royalty. In partial consideration of the rights granted Company under this Agreement, Company shall pay to Medical School a 
royalty of {***} of Net Sales of Licensed Products by Company and its Affiliates (but not Sublicensees).  

               (i) If a particular Licensed Product is within the definition of “Licensed Product” solely because it uses or incorporates Related 
Technology, the royalty rate applicable to such Licensed Product shall be reduced by {***}.  

               (ii) If there is a competing product in the marketplace, no royalties are due for a Licensed Product that is within the definition of 
“Licensed Product” because it uses or incorporates only Related Technology or Biological Materials.  

               (iii) If during the Royalty Period, patents under the Patent Rights have expired or have been abandoned in a particular country, (I) no 
royalty is payable by Company, if there is a competing product in that country, and (II) if Company reduces its prices for Licensed Products in 
that country, even if there is no competing product in that country, Company and Medical School shall negotiate in good faith a reduction in 
the royalty rate to reflect the reduction in Company’s gross margins caused by the price reduction.  
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Milestone   Payment 
Filing of IND or equivalent for each product    ${***} 
Entry into Phase I Clinical trial or equivalent for each Licensed 
Product    

${***} for first product and ${***} for each subsequent 
product 

Entry into Phase II clinical trial or equivalent for each Licensed 
Product    

${***} for first product and ${***} for each subsequent 
product 

Entry into Phase III clinical trial or equivalent for each Licensed 
Product    

${***} for first product and ${***} for each subsequent 
product 

Filing for market approval (NDA or equivalent) in any country 
besides the United States    

${***} for first product and ${***} for each subsequent 
product 

Commencement of product marketing in the United States    ${***} 
First market approval for first three European countries in total    ${***} 



   

               (iv) Company shall pay Medical School {***} of Net Sales of commercial clinical laboratory services by Company and its Affiliates.  

          (b) Royalty Reduction. If Medical School grants additional licenses to third parties pursuant to Section 3.1., the royalty rates set forth in 
Subsection 4.5.(a) shall be adjusted, if necessary, so as not to exceed the royalty rates charged any other licensee of the Patent Rights during the 
term of the non-exclusive license.  

     4.6. Minimum Royalty. At the beginning of each calendar year during the term of this Agreement, beginning January 1, 2016, Company 
shall pay to Medical School a minimum royalty of {***}. If the actual royalty payments to Medical School in any calendar year are less than 
the minimum royalty payment required for that year, Company shall have the right to pay Medical School the difference between the actual 
royalty payment and the minimum royalty payment in full satisfaction of its obligations under this Section, provided such minimum payment is 
made to Medical School within sixty (60) days after the conclusion of the calendar year. Waiver of any minimum royalty payment by Medical 
School shall not be construed as a waiver of any subsequent minimum royalty payment. If Company fails to make any minimum royalty 
payment within the sixty-day period, such failure shall constitute a material breach of its obligations under this Agreement, and Medical School 
shall have the right to terminate this Agreement in accordance with Section 8.3.  

     4.7. Sublicense Income. Company shall pay Medical School {***} of all Sublicense Income. Such amounts shall be due and payable within 
sixty (60) days after Company receives the relevant payment from the Sublicensee.  

     4.8. Third-Party Royalties . In the event that Company is legally required to make royalty payments to Medical School under any agreement 
other than this Agreement or to one or more third parties in order to make, use, or sell Licensed Products or have it’s Sublicensee make, use, or 
sell Licensed Products, Company may offset a total of fifty percent (50%) of such other Medical School and third-party payments against any 
royalty payments that are due to Medical School in the same Royalty Period under this agreement, provided that in no event shall the royalty 
payments under Sections 4.5. and 4.7., when aggregated with any other offsets and credits allowed under this Agreement, be reduced by more 
than fifty percent (50%) in any Royalty Period.  

5. Royalty Reports; Payments; Records.  

     5.1. First Sale. Company shall report to Medical School the date of first commercial sale of each Licensed Product within thirty (30) days of 
occurrence in each country.  

     5.2. Reports and Payments. Within sixty (60) days after the conclusion of each Royalty Period, Company shall deliver to Medical School a 
report containing the following information:  
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     (a) the number of Licensed Products sold to independent third parties in each country;  

     (b) the gross sales price for each Licensed Product sold by Company and its Affiliates during the applicable Royalty Period in each 
country;  

     (c) calculation of Net Sales for the applicable Royalty Period in each country, including a listing of applicable deductions;  

     (d) total royalty payable on Net Sales in U.S. dollars, together with the exchange rates used for conversion; and  

     (e) the portion of royalty-based Sublicense Income due to Medical School for the applicable Royalty Period from each Sublicensee.  

All such reports shall be considered Company Confidential Information. If no royalties are due to Medical School for any Royalty Period, the 
report shall so state. Concurrent with this report, Company shall remit to Medical School any payment due for the applicable Royalty Period.  

     5.3. Payments in U.S. Dollars. All payments due under this Agreement shall be payable in United States dollars. Conversion of foreign 
currency to U.S. dollars shall be made at the conversion rate existing in the United States (as reported in the Wall Street Journal) on the last 
working day of the calendar quarter preceding the applicable Royalty Period. Such payments shall be without deduction of exchange, 
collection, or other charges.  

     5.4. Payments in Other Currencies. If by law, regulation, or fiscal policy of a particular country, conversion into United States dollars or 
transfer of funds of a convertible currency to the United States is restricted or forbidden, Company shall give Medical School prompt written 
notice of such restriction, which notice shall satisfy the sixty-day payment deadline described in Section 5.2. Company shall pay any amounts 
due Medical School through whatever lawful methods Medical School reasonably designates; provided, however, that if Medical School fails 
to designate such payment method within thirty (30) days after Medical School is notified of the restriction, Company may deposit such 
payment in local currency to the credit of Medical School in a recognized banking institution selected by Company and identified by written 
notice to Medical School, and such deposit shall fulfill all obligations of Company to Medical School with respect to such payment.  

     5.5. Records. Company shall maintain, and shall cause its Affiliates and Sublicensees to maintain, complete and accurate records of 
Licensed Products that are made, used, sold, or performed under this Agreement and any amounts payable to Medical School in relation to such 
Licensed Products, which records shall contain sufficient information to permit Medical School to confirm the accuracy of any reports 
delivered to Medical School under Section 5.2. The relevant party shall retain such records relating to a given Royalty Period for at least three 
(3) years after the conclusion of that Royalty Period, during which time Medical School shall have the right, at its expense, to cause its internal 
accountants or an independent, certified public  
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accountant to inspect such records during normal business hours for the sole purpose of verifying any reports and payments delivered under 
this Agreement. Such accountant shall not disclose to Medical School any information other than information relating to accuracy of reports 
and payments delivered under this Agreement. The parties shall reconcile any underpayment or overpayment within thirty (30) days after the 
accountant delivers the results of the audit. In the event that any audit performed under this Section reveals an underpayment in excess of the 
greater of (a) five thousand dollars ($5,000) or (b) ten percent (10%) in any Royalty Period, Company shall bear the full cost of such audit. 
Medical School may exercise its rights under this Section only once every year and only with reasonable prior notice to Company.  

     5.6. Late Payments. Any payments by Company that are not paid on or before the date such payments are due under this Agreement shall 
bear interest, to the extent permitted by law, at two percentage points above the Prime Rate of interest as reported in the Wall Street Journal on 
the date payment is due, with interest calculated based on the number of days that payment is delinquent.  

     5.7. Method of Payment. All payments under this Agreement should be made in the name of the “University of Massachusetts Medical 
School” and sent to the address identified below. Each payment should reference this Agreement and identify the obligation under this 
Agreement that the payment satisfies.  

     5.8. Withholding and Similar Taxes. Royalty payments and other payments due to Medical School under this Agreement shall be reduced 
by reason of any withholding or similar taxes applicable to such payments to Medical School, which shall be paid by Company as required by 
applicable law and reported by Company to the Medical School.  

6. Patents and Infringement.  

     6.1. Responsibility for Medical School Patent Rights. Medical School shall have primary responsibility, at the expense of Company, for the 
preparation, filing, prosecution, and maintenance of all Medical School Patent Rights, using patent counsel reasonably acceptable to Company. 
Medical School shall consult with Company as to the preparation, filing, prosecution, and maintenance of all such Patent Rights reasonably 
prior to any deadline or action with the U.S. Patent & Trademark Office or any foreign patent office and shall furnish Company with copies of 
all relevant documents reasonably in advance of such consultation.  

     6.2. Responsibility for Joint Patent Rights. Company shall have primary responsibility, at its expense, for the preparation, filing, 
prosecution, and maintenance of all Joint Patent Rights, using patent counsel reasonably acceptable to Medical School. Company shall consult 
with Medical School as to the preparation, filing, prosecution, and maintenance of all such Patent Rights reasonably prior to any deadline or 
action with the U.S. Patent & Trademark Office or any foreign patent office and shall furnish Medical School with copies of all relevant 
documents reasonably in advance of such consultation.  

     6.3. Cooperation. Medical School and Company shall cooperate fully in the preparation, filing, prosecution, and maintenance of all Patent 
Rights. Such cooperation includes, without  
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limitation, (a) promptly executing all papers and instruments or requiring employees of Medical School or Company to execute such papers 
and instruments as reasonable and appropriate so as to enable Medical School or Company to file, prosecute, and maintain such Patent Rights 
in any country; and (b) promptly informing the other party of matters that may affect the preparation, filing, prosecution, or maintenance of any 
such Patent Rights (such as becoming aware of an additional inventor who is not listed as an inventor in a patent application).  

     6.4. Payment of Expenses. Within thirty (30) days after Medical School invoices Company, Company shall reimburse Medical School for 
all reasonable patent-related expenses incurred by Medical School pursuant to Section 6.1. Company may elect, upon sixty (60) days written 
notice to Medical School, to cease payment of the expenses associated with obtaining or maintaining patent protection for one or more Patent 
Rights in one or more countries. In such event, Company shall lose all rights under this Agreement with respect to such Patent Rights in such 
countries for which it has elected not to pay.  

     6.5. Abandonment. In the event that a party desires to abandon any patent or patent application within the Patent Rights for which it has 
primary responsibility, such party shall provide the other party with reasonable prior written notice of such intended abandonment or decline of 
responsibility, and the other party shall have the right, at its expense, to prepare, file, prosecute, and maintain the relevant Patent Rights.  

     6.6. Grant back: The Company agrees that for any patent rights, as defined in the sponsored research agreement that implements Company’s 
obligation in Section 3.1(e) that it has not licensed, the Company grants back to the Medical School, without limiting in any way its rights 
under this Agreement, a non-exclusive license to the Patent Rights in order that the Medical School may license the patent rights from the 
sponsored research to third parties. Medical School shall pay Company {***} of any revenues or other consideration received by Medical 
School with respect to any patent rights granted back by Company pursuant to this Section 6.6.  

     6.7. Infringement.  

          (a) Notification of Infringement. Each party agrees to provide written notice to the other party promptly after becoming aware of any 
infringement of the Patent Rights.  

          (b) Company Right to Prosecute. So long as Company remains the only licensee of the Patent Rights and Biological Materials in the 
Field, Company shall have the right, under its own control and at its own expense, to prosecute any third party infringement of the Patent 
Rights in the Field or, together with licensees of the Patent Rights in other fields (if any), to defend the Patent Rights in any declaratory 
judgment action brought by a third party which alleges invalidity, unenforceability, or non-infringement of the Patent Rights. Prior to 
commencing any such action, Company shall consult with Medical School and shall consider the views of Medical School regarding the 
advisability of the proposed action and its effect on the public interest. Company shall not enter into any settlement, consent judgment, or other 
voluntary final disposition of any infringement action under this Subsection without the prior written consent of Medical School, which consent 
shall not be unreasonably withheld or delayed.  
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Any recovery obtained in an action under this Subsection shall be distributed as follows: (i) each party shall be reimbursed for any expenses 
incurred in the action (including the amount of any royalty payments withheld from Medical School as described below), (ii) as to ordinary 
damages, Company shall receive an amount equal to its lost profits or a reasonable royalty on the infringing sales (whichever measure of 
damages the court shall have applied), less a reasonable approximation of the royalties that Company would have paid to Medical School if 
Company had sold the infringing products and services rather than the infringer, and (iii) as to special or punitive damages, the parties shall 
share equally in any award. Company may offset a total of fifty percent (50%) of any expenses incurred under this Subsection against any 
royalty payments due to Medical School under this Agreement, provided that in no event shall the royalty payments under Section 4.5. and 
4.7., when aggregated with any other offsets and credits allowed under this Agreement, be reduced by more than fifty percent (50%) in any 
Royalty Period.  

          (c) Medical School as Indispensable Party. Medical School shall permit any action under this Section to be brought in its name if 
required by law, provided that Company shall hold Medical School harmless from, and if necessary indemnify Medical School against, any 
costs, expenses, or liability that Medical School may incur in connection with such action.  

          (d) Medical School Right to Prosecute. In the event that Company fails to initiate an infringement action within a reasonable time after it 
first becomes aware of the basis for such action, or to answer a declaratory judgment action within a reasonable time after such action is filed, 
Medical School shall have the right to prosecute such infringement or answer such declaratory judgment action, under its sole control and at its 
sole expense, and any recovery obtained shall be given to Medical School.  

          (e) Cooperation. Each party agrees to cooperate fully in any action under this Section 6.7. which is controlled by the other party, 
provided that the controlling party reimburses the cooperating party promptly for any costs and expenses incurred by the cooperating party in 
connection with providing such assistance.  

7. Confidential Information; Publications; Publicity.  

     7.1. Confidential Information.  

          (a) Designation. Confidential Information that is disclosed in writing shall be marked with a legend indicating its confidential status 
(such as “Confidential” or “Proprietary”). Confidential Information that is disclosed orally or visually shall be documented in a written notice 
prepared by the Disclosing Party and delivered to the Receiving Party within thirty (30) days of the date of disclosure; such notice shall 
summarize the Confidential Information disclosed to the Receiving Party and reference the time and place of disclosure.  

          (b) Obligations. For a period of five (5) years after disclosure of any portion of Confidential Information, the Receiving Party shall 
(i) maintain such Confidential Information in strict confidence, except that the Receiving Party may disclose or permit the disclosure of any 
Confidential Information to its directors, officers, employees, consultants, and advisors who are  
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obligated to maintain the confidential nature of such Confidential Information and who need to know such Confidential Information for the 
purposes of this Agreement; (ii) use such Confidential Information solely for the purposes of this Agreement; and (iii) allow its trustees or 
directors, officers, employees, consultants, and advisors to reproduce the Confidential Information only to the extent necessary for the purposes 
of this Agreement, with all such reproductions being considered Confidential Information.  

          (c) Exceptions. The obligations of the Receiving Party under Subsection 7.1.(b) above shall not apply to the extent that the Receiving 
Party can demonstrate that certain Confidential Information (i) was in the public domain prior to the time of its disclosure under this 
Agreement; (ii) entered the public domain after the time of its disclosure under this Agreement through means other than an unauthorized 
disclosure resulting from an act or omission by the Receiving Party; (iii) was independently developed or discovered by the Receiving Party 
without use of the Confidential Information; (iv) is or was disclosed to the Receiving Party at any time, whether prior to or after the time of its 
disclosure under this Agreement, by a third party having no fiduciary relationship with the Disclosing Party and having no obligation of 
confidentiality with respect to such Confidential Information; or (v) is required to be disclosed to comply with applicable laws or regulations, 
or with a court or administrative order, provided that the Disclosing Party receives reasonable prior written notice of such disclosure.  

          (d) Ownership and Return. The Receiving Party acknowledges that the Disclosing Party (or any third party entrusting its own 
information to the Disclosing Party) claims ownership of its Confidential Information in the possession of the Receiving Party. Upon the 
expiration or termination of this Agreement, and at the request of the Disclosing Party, the Receiving Party shall return to the Disclosing Party 
all originals, copies, and summaries of documents, materials, and other tangible manifestations of Confidential Information in the possession or 
control of the Receiving Party, except that the Receiving Party may retain one copy of the Confidential Information in the possession of its 
legal counsel solely for the purpose of monitoring its obligations under this Agreement.  

     7.2. Publications. Medical School and its employees will be free to publicly disclose (through journals, lectures, or otherwise) the results of 
any research in the Field or relating to the subject matter of the Patent Rights, except as otherwise provided by written agreement between 
Medical School and Company (e.g., a sponsored research agreement).  

     7.3. Publicity Restrictions. Company shall not use the name of Medical School or any of its trustees, officers, faculty, students, employees, 
or agents, or any adaptation of such names, or any terms of this Agreement in any promotional material or other public announcement or 
disclosure without the prior written consent of Medical School. The foregoing notwithstanding, Company shall have the right to disclose such 
information without the consent of Medical School in any prospectus, offering memorandum, or other document or filing required by 
applicable securities laws or other applicable law or regulation, provided that Company shall have given Medical School at least ten (10) days 
(or such prior shorter period in order to enable Company to make a timely announcement, while affording the Medical School the maximum  
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feasible time to review the announcement) prior written notice of the proposed text for the purpose of giving Medical School the opportunity to 
comment on such text.  

8. Term and Termination.  

     8.1. Term. This Agreement shall commence on the Effective Date and shall remain in effect until (a) the expiration of all issued patents 
within the Patent Rights or (b) for a period of ten (10) years after the Effective Date if no such patents have issued within that ten-year period, 
unless earlier terminated in accordance with the provisions of this Agreement.  

     8.2. Termination for Default. In the event that either party commits a material breach of its obligations under this Agreement and fails to 
cure that breach within sixty (60) days after receiving written notice thereof, the other party may terminate this Agreement immediately upon 
written notice to the party in breach. If the alleged breach involves nonpayment of any amounts due Medical School under this Agreement, 
Company shall have only one opportunity to cure a material breach for which it receives notice as described above; any subsequent material 
breach by Company will entitle Medical School to terminate this Agreement immediately upon written notice to Company, without the sixty-
day cure period.  

     8.3. Force Majeure. Neither party will be responsible for delays resulting from causes beyond the reasonable control of such party, including 
without limitation fire, explosion, flood, war, strike, or riot, provided that the nonperforming party uses commercially reasonable efforts to 
avoid or remove such causes of nonperformance and continues performance under this Agreement with reasonable dispatch whenever such 
causes are removed.  

     8.4. Effect of Termination. The following provisions shall survive the expiration or termination of this Agreement: Articles 1 and 9; 
Sections 3.2., 3.5., 5.2. (obligation to provide final report and payment), 5.5., 6.4., 7.1., 7.3., 8.4., and 10.9. Upon the early termination of this 
Agreement, Company and its Affiliates and Sublicensees may complete and sell any work-in-progress and inventory of Licensed Products that 
exist as of the effective date of termination, provided that (a) Company is current in payment of all amounts due Medical School under this 
Agreement, (b) Company pays Medical School the applicable royalty on such sales of Licensed Products in accordance with the terms and 
conditions of this Agreement, and (c) Company and its Affiliates and Sublicensees shall complete and sell all work-in-progress and inventory 
of Licensed Products within six (6) months after the effective date of termination.  

9. Dispute Resolution.  

     9.1. Procedures Mandatory. The parties agree that any dispute arising out of or relating to this Agreement shall be resolved solely by means 
of the procedures set forth in this Article, and that such procedures constitute legally binding obligations that are an essential provision of this 
Agreement; provided, however, that all procedures and deadlines specified in this Article may be modified by written agreement of the parties. 
If either party fails to observe the procedures of this Article, as modified by their written agreement, the other party may bring an action for 
specific performance in any court of competent jurisdiction.  
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     9.2. Dispute Resolution Procedures.  

          (a) Negotiation. In the event of any dispute arising out of or relating to this Agreement, the affected party shall notify the other party, and 
the parties shall attempt in good faith to resolve the matter within ten (10) days after the date of such notice (the “Notice Date”). Any disputes 
not resolved by good faith discussions shall be referred to senior executives of each party, who shall meet at a mutually acceptable time and 
location within thirty (30) days after the Notice Date and attempt to negotiate a settlement.  

          (b) Mediation. If the matter remains unresolved within sixty (60) days after the Notice Date, or if the senior executives fail to meet within 
thirty (30) days after the Notice Date, either party may initiate mediation upon written notice to the other party, whereupon both parties shall be 
obligated to engage in a mediation proceeding under the then current Center for Public Resources (“CPR”) Model Procedure for Mediation of 
Business Disputes, except that specific provisions of this Section shall override inconsistent provisions of the CPR Model Procedure. The 
mediator will be selected from the CPR Panels of Neutrals. If the parties cannot agree upon the selection of a mediator within ninety (90) days 
after the Notice Date, then upon the request of either party, the CPR shall appoint the mediator. The parties shall attempt to resolve the dispute 
through mediation until one of the following occurs: (i) the parties reach a written settlement; (ii) the mediator notifies the parties in writing 
that they have reached an impasse; (iii) the parties agree in writing that they have reached an impasse; or (iv) the parties have not reached a 
settlement within one hundred and twenty (120) days after the Notice Date.  

          (c) Trial Without Jury. If the parties fail to resolve the dispute through mediation, or if neither party elects to initiate mediation, each 
party shall have the right to pursue any other remedies legally available to resolve the dispute, provided, however, that the parties expressly 
waive any right to a jury trial in any legal proceeding under this Section.  

     9.3. Preservation of Rights Pending Resolution.  

          (a) Performance to Continue. Each party shall continue to perform its obligations under this Agreement pending final resolution of any 
dispute arising out or relating to this Agreement; provided, however, that a party may suspend performance of its obligations during any period 
in which the other party fails or refuses to perform its obligations.  

          (b) Provisional Remedies. Although the procedures specified in this Article are the sole and exclusive procedures for the resolution of 
disputes arising out of relating to this Agreement, either party may seek a preliminary injunction or other provisional equitable relief if, in its 
reasonable judgment, such action is necessary to avoid irreparable harm to itself or to preserve its rights under this Agreement.  

          (c) Statute of Limitations. The parties agree that all applicable statutes of limitation and time-based defenses (such as estoppel and 
laches) shall be tolled while the procedures set forth in Subsections 9.2.(a) and 9.2(b) are pending. The parties shall take any actions necessary 
to effectuate this result.  
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10. Miscellaneous.  

     10.1. Representations and Warranties. Medical School represents and warrants that its employees have assigned to Medical School their 
entire right, title, and interest in the Patent Rights, that it has authority to grant the rights and licenses set forth in this Agreement, and that, to its 
best knowledge, Medical School does not hold any other intellectual property rights that would be infringed by the exploitation of the Patent 
Rights. MEDICAL SCHOOL MAKES NO OTHER WARRANTIES CONCERNING THE PATENT RIGHTS, RELATED TECHNOLOGY, 
AND BIOLOGICAL MATERIALS, INCLUDING WITHOUT LIMITAT ION ANY EXPRESS OR IMPLIED WARRANTY OF 
MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE. Specifically, Medical School makes no warranty or representation 
(a) regarding the validity or scope of the Patent Rights, (b) that the exploitation the Patent Rights or any Licensed Product will not infringe any 
patents or other intellectual property rights of a third party, and (c) that any third party is not currently infringing or will not infringe the Patent 
Rights.  

     10.2. Compliance with Law and Policies. Company agrees to comply with applicable law and the policies of Medical School in the area of 
technology transfer and shall promptly notify Medical School of any violation that Company knows or has reason to believe has occurred or is 
likely to occur. The Medical School policies currently in effect at the Worcester campus are listed on the http://www.umassmed.edu web site.  

     10.3. Tax-Exempt Status. Company acknowledges that Medical School, as a public institution of the Commonwealth of Massachusetts, 
holds the status of an exempt organization under the United States Internal Revenue Code. Company also acknowledges that certain facilities in 
which the licensed inventions were developed may have been financed through offerings of tax-exempt bonds. If the Internal Revenue Service 
determines, or if counsel to Medical School reasonably determines, that any term of this Agreement jeopardizes the tax-exempt status of 
Medical School or the bonds used to finance Medical School facilities, the relevant term shall be deemed an invalid provision and modified in 
accordance with Section 10.11.  

     10.4. Counterparts. This Agreement may be executed in one or more counterparts, each of which shall be deemed an original, and all of 
which together shall be deemed to be one and the same instrument.  

     10.5. Headings. All headings are for convenience only and shall not affect the meaning of any provision of this Agreement.  

     10.6. Binding Effect. This Agreement shall be binding upon and inure to the benefit of the parties and their respective permitted successors 
and assigns.  

     10.7. Assignment. This Agreement may not be assigned by either party without the prior written consent of the other party, except that 
Company may assign this Agreement to an  
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Affiliate or to a successor in connection with the merger, consolidation, or sale of all or substantially all of its assets or that portion of its 
business to which this Agreement relates.  

     10.8. Amendment and Waiver. This Agreement may be amended, supplemented, or otherwise modified only by means of a written 
instrument signed by both parties. Any waiver of any rights or failure to act in a specific instance shall relate only to such instance and shall not 
be construed as an agreement to waive any rights or fail to act in any other instance, whether or not similar.  

     10.9. Governing Law. This Agreement shall be governed by and construed in accordance with the laws of the Commonwealth of 
Massachusetts irrespective of any conflicts of law principles.  

     10.10. Notice. Any notices required or permitted under this Agreement shall be in writing, shall specifically refer to this Agreement, and 
shall be sent by hand, recognized national overnight courier, confirmed facsimile transmission, confirmed electronic mail, or registered or 
certified mail, postage prepaid, return receipt requested, to the following addresses or facsimile numbers of the parties:  

     If to Medical School:  

All notices under this Agreement shall be deemed effective upon receipt. A party may change its contact information immediately upon written 
notice to the other party in the manner provided in this Section.  
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    Office of Technology Management 
    University of Massachusetts Medical School 
    365 Plantation Street, Suite 130 
    Worcester, MA 01605 
     Attention:   Joseph F.X. McGuirl 
         Executive Director 
           
    Tel: (508) 856-1626 
    Fax: (508) 856-1482 
           
    If to Company: 
           
    CytRx Corporation 
    11726 San Vicente Boulevard, Suite 650 
    Los Angeles, California 90049 
     Attention:   Steven A. Kriegsman 
         Chief Executive Officer 
     Invoices to:   Steven A. Kriegsman 



   

     10.11. Severability. In the event that any provision of this Agreement shall be held invalid or unenforceable for any reason, such invalidity 
or unenforceability shall not affect any other provision of this Agreement, and the parties shall negotiate in good faith to modify the Agreement 
to preserve (to the extent possible) their original intent. If the parties fail to reach a modified agreement within sixty (60) days after the relevant 
provision is held invalid or unenforceable, then the dispute shall be resolved in accordance with the procedures set forth in Article 9. While the 
dispute is pending resolution, this Agreement shall be construed as if such provision were deleted by agreement of the parties.  

     10.12. Entire Agreement. Except for the Common Stock Purchase Agreement, this Agreement constitutes the entire agreement between the 
parties with respect to its subject matter and supersedes all prior agreements or understandings between the parties relating to its subject matter. 

     IN WITNESS WHEREOF, the parties have caused this Agreement to be executed by their duly authorized representatives as of the 
Effective Date.  
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UNIVERSITY OF MASSACHUSETTS MEDICAL 
SCHOOL   

  
  
CYTRX CORPORATION 

                       
By:   /s/ Joseph F.X. McGuirl       By:   /s/ Steven A. Kriegsman     
   

  
  

  
  

  
  

  
  

  
  

    Joseph F.X. McGuirl       Steven A. Kriegsman 
    Executive Director, Office of Technology Management       Chief Executive Officer 
                     



   

EXHIBIT A  

List of Patent Rights  

Provisional Patent Application Filed on February 5, 2003  

   

      
UMMC 03-17:    “RNAi Targeting of Viruses”  
       
Inventor:    Timothy Kowalik 



   

AMENDMENT No.1  
To  

Exclusive License Agreement  

     This AMENDMENT No. 1 to the Exclusive License Agreement covering UMMC 03-17 (“Amendment”) is made effective as of January 7, 
2004 (the “Amendment Date”), between UNIVERSITY OF MASSACHUSETTS MEDICAL SCHOOL (“Medical School”), a public 
institution of higher education of the Commonwealth of Massachusetts having an address of 55 Lake Avenue North, Worcester, Massachusetts 
01655, and CYTRX CORPORATION (“Company”), a Delaware corporation having an address of 11726 San Vicente Boulevard, Suite 650, 
Los Angeles, California 90049.  

     Capitalized terms used in this Amendment that are not otherwise defined in this Amendment have the same meanings as they are defined in 
the Agreement (as defined below).  

     WHEREAS, the parties entered into an Exclusive License Agreement dated as of April 15, 2003 (the “Agreement”) under which Medical 
School granted Company an exclusive license in the field of RNAi therapeutics for inhibiting human cytomegalovirus (HCMV) Immediate 
Early (IE) gene expression for the development of retinitis prophylactics, therapeutics, and diagnostics, under the rights of the Medical School 
in the Patent Rights and Biological Materials.  

     WHEREAS, the parties desire to amend the Agreement to expand the field covered by the exclusive license to include all disease 
indications and not just retinitis.  

     THEREFORE, the parties agree as follows:  

1. Amendment of the Agreement. The parties hereby agree to amend the terms of the Agreement as of the Amendment Date as provided 
below.  

   

  1.1   Amendment of Section 1.5. Section 1.5. of the Agreement is amended to change the field of the license to read in its entirety as 
follows: 

  

      “ 1.5. “Field” means the use of RNAi limited to the inhibition of human cytomegalovirus (HCMV) Immediate Early (IE) gene 
expression for the development of prophylactics, therapeutics, and diagnostics.”  

  

  1.2   Amendment of Section 4.1. Section 4.1. of the Agreement is amended to change the license fee from (***) to (***) to read in its 
entirety as follows: 

  

      “ 4.1. License Fee. In partial consideration of the rights granted Company under this Agreement, Company shall pay to Medical 
School on the Effective Date (a) a license fee of (***), and (b) a payment in the amount of (***) to reimburse Medical School for its 
actual expenses incurred as of January 31, 2003 in connection with obtaining the Patent Rights. These license fee payments are 
nonrefundable and are not creditable against any other payments due to Medical School under this Agreement.”  



   

2. Miscellaneous.  

   

  1.3   Amendment of Section 4.3 . Section 4.3. of the Agreement is amended to change the maintenance fee from (***) to (***) in one 
instance and from (***) to (***) in the other instance to read in its entirety as follows: 

  

      “ 4.3. License Maintenance Fee. Beginning on the first anniversary of the Effective Date, and on each anniversary of the Effective 
Date thereafter during the term of the Agreement, Company shall pay to Medical School (***), as long as Company has a funding 
agreement in place with the Medical School at the levels described in Section 3.1(e), after which time the annual maintenance fee shall 
be (***). This annual license maintenance fee is nonrefundable and is not creditable against any other payments due to Medical School 
under this Agreement.”  

  2.1   No Other Changes. Except as expressly provided in this Amendment, all terms of the Agreement remain in full force. 
  

      The parties have caused this Amendment to be executed by their respective authorized representatives as of the Amendment Date. 
                      
University of Massachusetts Medical School       CytRx Corporation 
                       
By:    /s/ Chester A. Bisbee       By:   /s/ Steven A. Kriegsman     
   

  
  

  
  

  
  

  
  

  
  

Name:   Chester Bisbee, Ph.D., J.D.       Name:   Steven A. Kriegsman     
Title:    Acting Director, OTM       Title:   Chief Executive Officer     
Date:    1/8/04       Date:   1/7/04     



   

AMENDMENT NO. 2  
TO  

EXCLUSIVE LICENSE AGREEMENT  
(UMMC 03-17)  

     This Amendment No. 2, dated as of February  1, 2004 (the “Amendment”) is being made to the Exclusive License Agreement relating to 
UMMC 03-17 (the “License Agreement”), effective as of April 15, 2003, and as amended by Amendment No. 1, effective as of October 30, 
2003, by and between the University of Massachusetts Medical School (“Medical School”), a public institution of higher education of the 
Commonwealth of Massachusetts having an address of 55 Lake Avenue North, Worcester, MA 01655, and CytRx Corporation (“Company”), a 
Delaware corporation having an address of 11726 San Vicente Boulevard, Suite 650, Los Angeles, California 90049.  

R E C I T A L S  

     WHEREAS, Section 4.8 of the License Agreement provided for the calculation of payments payable to Medical School under Section 4.5 
and Section 4.7 of the License Agreement in the event Company was required to make certain other payments to Medical School or third 
parties; and  

     WHEREAS, Medical School and Company wish to clarify the manner in which Section 4.8 of the License Agreement shall operate;  

     NOW, THEREFORE, Medical School and Company hereby agree as follows:  

1. Amendment to Section 4.8.  

     Section 4.8 of the License Agreement is hereby amended to read in full as follows:  

     “4.8 Third-Party and Other Payments . If Company is legally required to make royalty or sublicense income payments to Medical School 
under any other license agreement, as well as this Agreement, or to one or more third parties, as well as this Agreement, in the same Royalty 
Period for which payments are due under Section 4.5 or 4.7 in order for Company to make, use or sell Licensed Products or have its 
Sublicensee make, use, or sell Licensed Products:  

          (a) Other Medical School Payments . In the case of payments to Medical School under Sections 4.5 and 4.7 with respect to any Licensed 
Product, Company shall pay only the highest rate among this Agreement and any other Medical School licenses, and that one payment shall be 
deemed to satisfy the payment requirements for the applicable period under not only this Agreement but each of the other Medical School 
licenses.  

          (b) Third Party Payments . In the case of payments to one or more third parties with respect to any Licensed Product under this 
Agreement, Company may reduce its payment to Medical School under Section 4.5 or 4.7 of this Agreement for the applicable Royalty Period 
by fifty percent (50%) of the amount actually paid to third parties. However, in no event will the reductions made  

   



   

pursuant to this Section 4.8(b) result in more than a fifty percent (50%) reduction in the payments that would otherwise be payable to Medical 
School under Section 4.5 and 4.7 (after taking into account Section 4.8(a)).  

          (c) Example: Royalty Reductions . By way of illustration for Section 4.5 royalty payment reductions, for a particular Licensed Product, 
assume a royalty of (***) of Net Sales under another Medical School license and a payment of (***) of Net Sales to a third party. The 
reduction calculation would be as follows: The total (***) royalty rate in this Agreement would apply, and Company would reduce that rate by 
50% of the (***) due to the third party, resulting in a (***) royalty to Medical School under this Agreement, and no royalties payable to the 
Medical School under the other Medical School license.  

          (d) Example: Sublicense Income Payments . By way of illustration for Section 4.7 Sublicense Income payment reductions, assume (i) the 
total Sublicense Income received by Company from the Sublicensee is (***), and (ii) Company paid a third party (***) in order to allow the 
sublicensee to make Licensed Products. Company would then be required to pay the Medical School under this Agreement (***) (Medical 
School receiving (***) of the (***) reduced by one-half of the (***) paid to the third party). If Company also sublicensed another Medical 
School license with respect to the Licensed Products, Company would not be required to make additional sublicense income payments.”  

2. Continuation of All Other Terms of Agreement.  

     Except for the amendment of Section 4.8 of the License Agreement provided for in Section 1 of this Amendment, all of the terms and 
conditions of the License Agreement shall continue in full force and effect.  

3. Miscellaneous .  

     3.1 Dispute Resolution . The parties agree that any dispute arising out of or relating to this Amendment shall be resolved solely by means of 
the procedures set forth in Article 9 of the Agreement.  

     3.2 Counterparts . This Amendment may be executed in one or more counterparts, each of which shall be deemed an original, and all of 
which together shall be deemed to be one and the same instrument.  

     3.3 Headings . All headings are for convenience only and shall not affect the meaning of any provision of this Amendment.  

     3.4 Binding Effect . This Amendment shall be binding upon and inure to the benefit of the parties and their respective permitted successors 
and assigns.  

     3.5 Amendment . This Amendment may be amended, supplemented, or otherwise modified only by means of a written instrument signed by 
all of the parties.  

     3.6 Governing Law . This Amendment shall be governed by and construed in accordance with the laws of the Commonwealth of 
Massachusetts irrespective of any conflicts of law principles.  

   



   

     IN WITNESS WHEREOF, the parties have caused this Amendment to be executed by their duly authorized representatives as of the date 
first above written.  

   

 

                      
UNIVERSITY OF MASSACHUSETTS MEDICAL 
SCHOOL   

  
  
CYTRX CORPORATION 

                       
By:   /s/ Chester A. Bisbee       By:   /s/ Steven A. Kriegsman     
   

  
  

  
  

  
  

  
  

  
  

     Acting Executive Director           Steven A. Kriegsman     
     Office of Technology Management           Chief Executive Officer     



   



   

Exhibit 10.12 

EXCLUSIVE LICENSE AGREEMENT  

     This Agreement, effective as of April 15, 2003 (the “Effective Date”), is between the University of Massachusetts Medical School 
(“Medical School”), a public institution of higher education of the Commonwealth of Massachusetts having an address of 55 Lake Avenue 
North, Worcester, MA 01605, and CytRx Corporation (“Company”), a Delaware corporation having an address of11726 San Vicente 
Boulevard, Suite 650, Los Angeles, California 90049.  

R E C I T A L S  

     WHEREAS, Medical School is owner by assignment of the invention claimed in the United States Patent Application listed in Exhibit A 
pertaining to the Medical School’s invention disclosure number UMMC 03-60 titled “Selective Silencing of a Dominant ALS Gene by RNAi”;  

     WHEREAS Company desires to obtain an exclusive license in the field of inhibition of mutant superoxide dismutase (SOD1) gene 
expression for the treatment of amyotrophic lateral sclerosis (ALS); and  

     WHEREAS, Medical School is willing to grant Company an exclusive license on the terms set forth in this Agreement.  

     NOW, THEREFORE, Medical School and Company hereby agree as follows::  

1. Definitions.  

     1.1. “Affiliate” means any legal entity (such as a corporation, partnership, or limited liability company) that is controlled by Company. For 
the purposes of this definition, the term “control” means (a) beneficial ownership of at least fifty percent (50%) of the voting securities of a 
corporation or other business organization with voting securities or (b) a fifty percent (50%) or greater interest in the net assets or profits of a 
partnership or other business organization without voting securities.  

     1.2. “Biological Materials” means certain tangible biological materials that are necessary for the effective exercise of the Patent Rights, 
which materials are described on Exhibit A, as well as tangible materials that are routinely produced through use of the original materials, 
including, for example, any progeny derived from a cell line, monoclonal antibodies produced by hybridoma cells, DNA or RNA replicated 
from isolated DNA or RNA, recombinant proteins produced through use of isolated DNA or RNA, and substances routinely purified from a 
source material included in the original materials (such as recombinant proteins isolated from a cell extract or supernatant by non-proprietary 
affinity purification methods). These Biological Materials shall be listed on Exhibit A, which will be periodically amended to include any 
additional Biological Materials that Medical School may furnish to Company.  

     1.3. “Combination Product” means a product that contains a Licensed Product component and at least one other essential functional 
component.  

   



   

     1.4. “Confidential Information” means any confidential or proprietary information furnished by one party (the “Disclosing Party”) to the 
other party (the “Receiving Party”) in connection with this Agreement, provided that such information is specifically designated as 
confidential. Such Confidential Information shall include, without limitation, any diligence reports furnished to Medical School under 
Section 3.1. and royalty reports furnished to Medical School under Section 5.2.  

     1.5. “Field” means inhibition of mutant superoxide dismutase (SOD1) gene expression for the treatment of amyotrophic lateral sclerosis 
(ALS) including therapeutics, prophylactics and diagnostics.  

     1.6. “Licensed Product” means any product that cannot be developed, manufactured, used, or sold without (a) infringing one or more claims 
under the Patent Rights, (b) using or incorporating some portion of one or more Biological Materials, or (c) using some portion of the Related 
Technology.  

     1.7. “Net Sales” means the gross amount billed or invoiced on sales by Company and its Affiliates and Sublicensees of Licensed Products, 
less the following: (a) customary trade, quantity, or cash discounts and commissions to non-affiliated brokers or agents to the extent actually 
allowed and taken; (b) amounts repaid or credited by reason of rejection or return; (c) to the extent separately stated on purchase orders, 
invoices, or other documents of sale, any taxes or other governmental charges levied on the production, sale, transportation, delivery, or use of 
a Licensed Product which is paid by or on behalf of Company; (d) outbound transportation costs prepaid or allowed and costs of insurance in 
transit; and (e) allowance for bad debt that is customary and reasonable for the industry and in accordance with generally accepted accounting 
principles. Notwithstanding anything to the contrary in this Section 1.7, Net Sales does not include sales of Licensed Products at or below the 
fully burdened cost of manufacturing solely for research or clinical testing or for indigent or similar public support or compassionate use 
programs.  

     In any transfers of Licensed Products between Company and an Affiliate or Sublicensee, Net Sales shall be calculated based on the final sale 
of the Licensed Product to an independent third party. In the event that Company or an Affiliate or Sublicensee receives non-monetary 
consideration for any Licensed Products, Net Sales shall be calculated based on the fair market value of such consideration. .  

     In the case of Combination Products, Net Sales means the gross amount billed or invoiced on sales of the Combination Product less the 
deductions set forth above, multiplied by a proration factor that is determined as follows:  

     (i) If all components of the Combination Product were sold separately during the same or immediately preceding Royalty Period, the 
proration factor shall be determined by the formula [A / (A+B)], where A is the aggregate gross sales price of all Licensed Product 
components during such period when sold separately from the other essential functional components, and B is the aggregate gross sales 
price of the other essential functional components during such period when sold separately from the Licensed Product Components; or  
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     (ii) If all components of the Combination Product were not sold separately during the same or immediately preceding Royalty Period, the 
proration factor shall be determined by the formula [C / (C+D)], where C is the aggregate fully absorbed cost of the Licensed Product 
components during the prior Royalty Period and D is the aggregate fully absorbed cost of the other essential functional components during 
the prior Royalty Period, with such costs being determined in accordance with generally accepted accounting principles.  

     1.8. “Patent Rights” means the U.S. patent applications listed on Exhibit A, and any divisional, continuation, or continuation-in-part of such 
patent applications to the extent the claims are directed to subject matter specifically described therein, as well as any patent issued thereon and 
any reissue or reexamination of such patent, and any foreign counterparts to such patents and patent applications. Exhibit A shall be 
periodically amended to include any additional Patent Rights that may arise. “Medical School Patent Rights” means Patent Rights assigned 
solely to Medical School (and other academic institutions, if any). “Joint Patent Rights” means Patent Rights assigned to both Medical School 
and Company.  

     1.9. “Related Technology” means any know-how, technical information, research and development information, test results, and data 
necessary for the effective exercise of the Patent Rights.  

     1.10. “Royalty Period” means the partial calendar quarter commencing on the date on which the first Licensed Product is sold or used and 
every complete or partial calendar quarter thereafter during which either (a) this Agreement remains in effect or (b) Company has the right to 
complete and sell work-in-progress and inventory of Licensed Products pursuant to Section 8.5.  

     1.11. “Sublicense Income” means any payments that Company receives from a Sublicensee in consideration of the sublicense of the rights 
granted Company under Section 2.1., including without limitation license fees, royalties, milestone payments, and license maintenance fees, 
but excluding the following payments: (a) payments made in consideration for the issuance of equity or debt securities of Company at fair 
market value, and (b) payments specifically committed to the development of Licensed Products.  

     1.12. “Sublicensee” means any permitted sublicensee of the rights granted Company under this Agreement, as further described in 
Section 2.2.  

2. Grant of Rights.  

     2.1. License Grants.  

          (a) Patent Rights and Biological Materials. Subject to the terms of this Agreement, Medical School hereby grants to Company and its 
Affiliates an exclusive, worldwide, royalty-bearing license (with the right to sublicense) under its commercial rights in the Patent Rights and 
Biological Materials to develop, make, have made, use, and sell Licensed Products in the Field.  
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          (b) Related Technology. Subject to the terms of this Agreement, Medical School hereby grants to Company and its Affiliates a non-
exclusive, royalty-bearing license (with the right to sublicense) under its commercial rights in the Related Technology to develop, make, have 
made, use, and sell Licensed Products in the Field.  

          (c) Subject to applicable law or the rights of research sponsors, the Medical School shall use its best efforts to make any improvements to 
the Patent Rights available to Company.  

     2.2. Sublicenses. Company shall have the right to grant sublicenses of its rights under Section 2.1. with the consent of Medical School, 
which consent shall not be unreasonably withheld or delayed. All sublicense agreements executed by Company pursuant to this Article 2 shall 
expressly bind the Sublicensee to the terms of this. Company shall promptly furnish Medical School with a fully executed copy of any such 
sublicense agreement.  

     2.3. Retained Rights.  

          (a) Medical School. Medical School retains the right to make and use Licensed Products for academic research, teaching, and non-
commercial patient care, without payment of compensation to Company. Medical School may license its retained rights under this Section to 
research collaborators of Medical School faculty members, post-doctoral fellows, and students.  

          (b) Federal Government. To the extent that any invention claimed in the Patent Rights has been partially funded by the federal 
government, this Agreement and the grant of any rights in such Patent Rights are subject to and governed by federal law as set forth in 35 
U.S.C. §§ 201-211, and the regulations promulgated thereunder, as amended, or any successor statutes or regulations. Company acknowledges 
that these statutes and regulations reserve to the federal government a royalty-free, non-exclusive, non-transferable license to practice any 
government-funded invention claimed in any Patent Rights. If any term of this Agreement fails to conform with such laws and regulations, the 
relevant term shall be deemed an invalid provision and modified in accordance with Section 10.11. Upon execution of this Agreement, the 
Medical School shall disclose in writing to Company any funding that would be subject to this Section 2.3(b).  

          (c) Other Organizations. To the extent that any invention claimed in the Patent Rights has been partially funded by a non-profit 
organization or state or local agency, this Agreement and the grant of any rights in such Patent Rights are subject to and governed by the terms 
and conditions of the applicable research grant. If any term of this Agreement fails to conform with such terms and conditions, the relevant 
term shall be deemed an invalid provision and modified by the parties pursuant to Section 10.11. Upon execution of this Agreement, the 
Medical School shall disclose in writing to Company any funding that would be subject to this Section 2.3(c).  
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3. Company Obligations Relating to Commercialization.  

     3.1. Diligence Requirements. Company shall use diligent efforts, or shall cause its Affiliates and Sublicensees to use diligent efforts, to 
develop Licensed Products and to introduce Licensed Products into the commercial market; thereafter, Company or its Affiliates or 
Sublicensees shall make Licensed Products reasonably available to the public. Specifically, Company or Affiliate or Sublicensee shall fulfill 
the following obligations:  

     (a) Within ninety (90) days after the Effective Date, Company shall furnish Medical School with a written research and development plan 
under which Company intends to develop Licensed Products.  

     (b) Within sixty (60) days after each anniversary of the Effective Date, Company shall furnish Medical School with a written report on 
the progress of its efforts during the prior year to develop and commercialize Licensed Products, including without limitation research and 
development efforts, efforts to obtain regulatory approval, marketing efforts, and sales figures. The report shall also contain a discussion of 
intended efforts and sales projections for the current year.  

     (c) Company shall endeavor to obtain all necessary governmental approvals for the manufacture, use and sale of Combination Product 
and Licensed Product. Specifically, Company shall:  

     (i) Within eight (8) years after the Effective Date, file an Investigational New Drug Application (“IND”) or its equivalent covering at 
least one Combination Product or Licensed Product with the U.S. Food and Drug Administration (“FDA”);  

     (ii) Within thirteen (13) years after the Effective Date, file a New Drug Application (“NDA”) with the FDA covering at least one 
Combination Product or Licensed Product;  

     (iii) Within eighteen (18) months after receiving FDA approval of the NDA for a Combination Product or Licensed Product, market at 
least one Combination Product or Licensed Product in the U.S. ; and  

     (iv) reasonably fill the market demand for any Combination Product or Licensed Product following commencement of marketing of 
such product at any time during the exclusive period of this Agreement.  

     (d) Within eighteen (18) months after the Effective Date, Company shall successfully undertake a public or private offering of raising ten 
million dollars ($10,000,000).  

Company shall have the responsibility to finance its obligations in this Section 3.1, and the Medical School shall provide reasonable 
cooperation to Company in this regard. In the event that Medical School determines that Company (or an Affiliate or Sublicensee) has not 
fulfilled its obligations under this Section 3.1., Medical School shall furnish Company with written notice of such determination. Within sixty 
(60) days after receipt of such notice, Company shall either  
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(i) fulfill the relevant obligation or (ii) negotiate with Medical School a mutually acceptable schedule of revised diligence obligations, failing 
which Medical School shall have the right, immediately upon written notice to Company, to terminate this Agreement or to grant additional 
licenses to third parties to the Patent Rights and Biological Materials in the Field. The Medical School may not unreasonably withhold 
acceptance of Company’s revised diligence obligations.  

     3.2. Indemnification.  

          (a) Indemnity. Company shall indemnify, defend, and hold harmless Medical School and its trustees, officers, faculty, students, 
employees, and agents and their respective successors, heirs and assigns (the “Indemnitees”), against any liability, damage, loss, or expense 
(including reasonable attorneys fees and expenses of litigation) incurred by or imposed upon any of the Indemnitees in connection with any 
claims, suits, actions, demands or judgments arising out of any theory of liability (including without limitation actions in the form of tort, 
warranty, or strict liability and regardless of whether such action has any factual basis) concerning any product, process, or service that is made, 
used, or sold pursuant to any right or license granted under this Agreement; provided, however, that such indemnification shall not apply to any 
liability, damage, loss, or expense to the extent directly attributable to (i) the negligent activities or intentional misconduct of the Indemnitees 
or (ii) the settlement of a claim, suit, action, or demand by Indemnitees without the prior written approval of Company.  

          (b) Procedures. The Indemnitees agree to provide Company with prompt written notice of any claim, suit, action, demand, or judgment 
for which indemnification is sought under this Agreement. Company agrees, at its own expense, to provide attorneys reasonably acceptable to 
Medical School to defend against any such claim. The Indemnitees shall cooperate fully with Company in such defense and will permit 
Company to conduct and control such defense and the disposition of such claim, suit, or action (including all decisions relative to litigation, 
appeal, and settlement); provided, however, that any Indemnitee shall have the right to retain its own counsel, at the expense of Company, if 
representation of such Indemnitee by the counsel retained by Company would be inappropriate because of actual or potential differences in the 
interests of such Indemnitee and any other party represented by such counsel. Company agrees to keep Medical School informed of the 
progress in the defense and disposition of such claim and to consult with Medical School with regard to any proposed settlement.  

          (c) Insurance. Company shall maintain insurance or self-insurance that is reasonably adequate to fulfill any potential obligation to the 
Indemnitees, but in any event not less than one million dollars ($1,000,000) for injuries to any one person arising out of a single occurrence and 
five million dollars ($5,000,000) for injuries to all persons arising out of a single occurrence. Company shall provide Medical School, upon 
request, with written evidence of such insurance or self-insurance. Company shall continue to maintain such insurance or self-insurance after 
the expiration or termination of this Agreement during any period in which Company or any Affiliate or Sublicensee continues to make, use, or 
sell a product that was a Licensed Product under this Agreement and thereafter for a period of two (2) years.  

     3.3. Use of Medical School Name. In accordance with Section 7.3., Company and its Affiliates and Sublicensees shall not use the name 
“University of Massachusetts Medical School” or any variation of that name in connection with the marketing or sale of any Licensed 
Products.  
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     3.4. Marking of Licensed Products. To the extent commercially feasible and consistent with prevailing business practices, Company shall 
mark, and shall cause its Affiliates and Sublicensees to mark, all Licensed Products that are manufactured or sold under this Agreement with 
the number of each issued patent under the Patent Rights that applies to such Licensed Product.  

     3.5. Compliance with Law. Company shall comply with, and shall ensure that its Affiliates and Sublicensees (to the extent commercially 
feasible) comply with, all local, state, federal, and international laws and regulations relating to the development, manufacture, use, and sale of 
Licensed Products. Company expressly agrees to comply with the following:  

     (a) Company or its Affiliates or Sublicensees shall obtain all necessary approvals from the United States Food & Drug Administration 
and any similar governmental authorities of any foreign jurisdiction in which Company or an Affiliate or Sublicensee intends to make, use, 
or sell Licensed Products.  

     (b) Company and its Affiliates and Sublicensees shall comply with all United States laws and regulations controlling the export of certain 
commodities and technical data, including without limitation all Export Administration Regulations of the United States Department of 
Commerce. Among other things, these laws and regulations prohibit, or require a license for, the export of certain types of commodities and 
technical data to specified countries. Company hereby gives written assurance that it will comply with, and will cause its Affiliates and 
Sublicensees to comply with, all United States export control laws and regulations, that it bears sole responsibility for any violation of such 
laws and regulations by itself or its Affiliates or Sublicensees, and that it will indemnify, defend, and hold Medical School harmless (in 
accordance with Section 3.2.) for the consequences of any such violation.  

     (c) To the extent that any invention claimed in the Patent Rights has been partially funded by the United States government, and only to 
the extent required by applicable laws and regulations, Company agrees that any Licensed Products used or sold in the United States will be 
manufactured substantially in the United States or its territories. Current law provides that if domestic manufacture is not commercially 
feasible under the circumstances, Medical School may seek a waiver of this requirement from the relevant federal agency on behalf of 
Company.  

4. Consideration for Grant of Rights.  

     4.1. License Fee. In partial consideration of the rights granted Company under this Agreement, Company shall pay to Medical School on the 
Effective Date (a) a license fee of {***}, and (b) a payment in the amount of {***} to reimburse Medical School for its actual expenses 
incurred as of January 31, 2003 in connection with obtaining the Patent Rights. These license fee payments are nonrefundable and are not 
creditable against any other payments due to Medical School under this Agreement.  

     4.2. Equity. In partial consideration of the license granted to Company under this Agreement, on or about April 18, 2003, Company shall 
issue to Medical School a total number  
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of shares of Common Stock of Company, ($.01 par value per share) equal to {***} of the outstanding shares of Company. Company shall 
register the shares that are issued to the Medical School within ninety (90) days after their issuance and those shares will then be unrestricted.  

     4.3. License Maintenance Fee. Beginning on the first anniversary of the Effective Date, and on each anniversary of the Effective Date 
thereafter during the term of the Agreement, Company shall pay to Medical School {***}. This annual license maintenance fee is 
nonrefundable and is not creditable against any other payments due to Medical School under this Agreement.  

     4.4. Milestone Payments. Company shall pay Medical School the following milestone payments within thirty (30) days after the occurrence 
of each event:  

These milestone payments are nonrefundable and are not creditable against any other payments due to University under this Agreement.  

Company shall pay Medical School a one-time bonus in the amount of {***} in the event that cumulative gross sales of Licensed Products by 
Company and its Affiliates or Sublicense Income exceed {***} in one calendar year in the United States. Company shall pay Medical School a 
one-time bonus in the amount of {***} in the event that cumulative gross sales of Licensed Products by Company and its Affiliates or 
Sublicense Income exceed {***} in one calendar year in Japan and Europe.  

     4.5. Royalties.  

          (a) Base Royalty. In partial consideration of the rights granted Company under this Agreement, Company shall pay to Medical School a 
royalty of {***} of Net Sales of Licensed Products by Company and its Affiliates (but not Sublicensees).  
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Milestone   Payment 
Filing of IND or equivalent for each product    ${***} 
Entry into Phase I Clinical trial or equivalent for each Licensed 
Product    

${***} for first product and ${***} for each subsequent product 

Entry into Phase II clinical trial or equivalent for each Licensed 
Product    

${***} for first product and ${***} for each subsequent product 

Entry into Phase III clinical trial or equivalent for each Licensed 
Product    

${***} for first product and ${***} for each subsequent product 

Filing for market approval (NDA or equivalent) in any country besides 
the United States    

${***} for first product and ${***} for each subsequent product 

Commencement of product marketing in the United States    ${***} 
First market approval for first three European countries in total    ${***} 



   

               (i) If a particular Licensed Product is within the definition of “Licensed Product” solely because it uses or incorporates Related 
Technology, the royalty rate applicable to such Licensed Product shall be reduced by {***}.  

               (ii) If there is a competing product in the marketplace, no royalties are due for a Licensed Product that is within the definition of 
“Licensed Product” because it uses or incorporates only Related Technology or Biological Materials.  

               (iii) If during the Royalty Period, patents under the Patent Rights have expired or have been abandoned in a particular country, (I) no 
royalty is payable by Company, if there is a competing product in that country, and (II) if Company reduces its prices for Licensed Products in 
that country, even if there is no competing product in that country, Company and Medical School shall negotiate in good faith a reduction in 
the royalty rate to reflect the reduction in Company’s gross margins caused by the price reduction.  

               (iv) Company shall pay Medical School {***} of Net Sales of commercial clinical laboratory services by Company and its Affiliates  

          (b) Royalty Reduction. If Medical School grants additional licenses to third parties pursuant to Section 3.1., the royalty rates set forth in 
Subsection 4.5.(a) shall be adjusted, if necessary, so as not to exceed the royalty rates charged any other licensee of the Patent Rights during the 
term of the non-exclusive license.  

     4.6. Minimum Royalty. At the beginning of each calendar year during the term of this Agreement, beginning January 1, 2016, Company 
shall pay to Medical School a minimum royalty of {***}. If the actual royalty payments to Medical School in any calendar year are less than 
the minimum royalty payment required for that year, Company shall have the right to pay Medical School the difference between the actual 
royalty payment and the minimum royalty payment in full satisfaction of its obligations under this Section, provided such minimum payment is 
made to Medical School within sixty (60) days after the conclusion of the calendar year. Waiver of any minimum royalty payment by Medical 
School shall not be construed as a waiver of any subsequent minimum royalty payment. If Company fails to make any minimum royalty 
payment within the sixty-day period, such failure shall constitute a material breach of its obligations under this Agreement, and Medical School 
shall have the right to terminate this Agreement in accordance with Section 8.3.  

     4.7. Sublicense Income. Company shall pay Medical School {***} of all Sublicense Income. Such amounts shall be due and payable within 
sixty (60) days after Company receives the relevant payment from the Sublicensee.  

     4.8. Third-Party Royalties. In the event that Company is legally required to make royalty payments to Medical School under any agreement 
other than this Agreement or to one or more third parties in order to make, use, or sell Licensed Products or have its Sublicensees make, use or 
sell Licensed Products or have its Sublicensee make, use or sell Licensed Products, Company may offset a total of fifty percent (50%) of such 
other Medical School and third-party payments against any royalty payments that are due to Medical School in the same Royalty Period under 
this Agreement, provided that in no event shall the royalty payments under Sections 4.5. and  
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4.7., when aggregated with any other offsets and credits allowed under this Agreement, be reduced by more than fifty percent (50%) in any 
Royalty Period.  

5. Royalty Reports; Payments; Records.  

     5.1. First Sale. Company shall report to Medical School the date of first commercial sale of each Licensed Product within thirty (30) days of 
occurrence in each country.  

     5.2. Reports and Payments. Within sixty (60) days after the conclusion of each Royalty Period, Company shall deliver to Medical School a 
report containing the following information:  

     (a) the number of Licensed Products sold to independent third parties in each country;  

     (b) the gross sales price for each Licensed Product sold by Company and its Affiliates during the applicable Royalty Period in each 
country;  

     (c) calculation of Net Sales for the applicable Royalty Period in each country, including a listing of applicable deductions;  

     (d) total royalty payable on Net Sales in U.S. dollars, together with the exchange rates used for conversion; and  

     (e) the portion of royalty-based Sublicense Income due to Medical School for the applicable Royalty Period from each Sublicensee.  

All such reports shall be considered Company Confidential Information. If no royalties are due to Medical School for any Royalty Period, the 
report shall so state. Concurrent with this report, Company shall remit to Medical School any payment due for the applicable Royalty Period.  

     5.3. Payments in U.S. Dollars. All payments due under this Agreement shall be payable in United States dollars. Conversion of foreign 
currency to U.S. dollars shall be made at the conversion rate existing in the United States (as reported in the Wall Street Journal) on the last 
working day of the calendar quarter preceding the applicable Royalty Period. Such payments shall be without deduction of exchange, 
collection, or other charges.  

     5.4. Payments in Other Currencies. If by law, regulation, or fiscal policy of a particular country, conversion into United States dollars or 
transfer of funds of a convertible currency to the United States is restricted or forbidden, Company shall give Medical School prompt written 
notice of such restriction, which notice shall satisfy the sixty-day payment deadline described in Section 5.2. Company shall pay any amounts 
due Medical School through whatever lawful methods Medical School reasonably designates; provided, however, that if Medical School fails 
to designate such payment method within thirty (30) days after Medical School is notified of the restriction, Company may deposit such 
payment in local currency to the credit of Medical School in a recognized banking institution selected by Company and identified by written 
notice to Medical School, and such deposit shall fulfill all obligations of Company to Medical School with respect to such payment.  
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     5.5. Records. Company shall maintain, and shall cause its Affiliates and Sublicensees to maintain, complete and accurate records of 
Licensed Products that are made, used, sold, or performed under this Agreement and any amounts payable to Medical School in relation to such 
Licensed Products, which records shall contain sufficient information to permit Medical School to confirm the accuracy of any reports 
delivered to Medical School under Section 5.2. The relevant party shall retain such records relating to a given Royalty Period for at least three 
(3) years after the conclusion of that Royalty Period, during which time Medical School shall have the right, at its expense, to cause its internal 
accountants or an independent, certified public accountant to inspect such records during normal business hours for the sole purpose of 
verifying any reports and payments delivered under this Agreement. Such accountant shall not disclose to Medical School any information 
other than information relating to accuracy of reports and payments delivered under this Agreement. The parties shall reconcile any 
underpayment or overpayment within thirty (30) days after the accountant delivers the results of the audit. In the event that any audit performed 
under this Section reveals an underpayment in excess of the greater of (a) five thousand dollars ($5,000) or (b) ten percent (10%) in any 
Royalty Period, Company shall bear the full cost of such audit. Medical School may exercise its rights under this Section only once every year 
and only with reasonable prior notice to Company.  

     5.6. Late Payments. Any payments by Company that are not paid on or before the date such payments are due under this Agreement shall 
bear interest, to the extent permitted by law, at two percentage points above the Prime Rate of interest as reported in the Wall Street Journal on 
the date payment is due, with interest calculated based on the number of days that payment is delinquent.  

     5.7. Method of Payment. All payments under this Agreement should be made in the name of the “University of Massachusetts Medical 
School” and sent to the address identified below. Each payment should reference this Agreement and identify the obligation under this 
Agreement that the payment satisfies.  

     5.8. Withholding and Similar Taxes. Royalty payments and other payments due to Medical School under this Agreement shall be reduced 
by reason of any withholding or similar taxes applicable to such payments to Medical School, which shall be paid by Company as required by 
applicable law and reported by Company to the Medical School.  

6. Patents and Infringement.  

     6.1. Responsibility for Medical School Patent Rights. Medical School shall have primary responsibility, at the expense of Company, for the 
preparation, filing, prosecution, and maintenance of all Medical School Patent Rights, using patent counsel reasonably acceptable to Company. 
Medical School shall consult with Company as to the preparation, filing, prosecution, and maintenance of all such Patent Rights reasonably 
prior to any deadline or action with the U.S. Patent & Trademark Office or any foreign patent office and shall furnish Company with copies of 
all relevant documents reasonably in advance of such consultation.  

     6.2. Responsibility for Joint Patent Rights. Company shall have primary responsibility, at its expense, for the preparation, filing, 
prosecution, and maintenance of all Joint Patent Rights, using patent counsel reasonably acceptable to Medical School. Company shall consult 
with  
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Medical School as to the preparation, filing, prosecution, and maintenance of all such Patent Rights reasonably prior to any deadline or action 
with the U.S. Patent & Trademark Office or any foreign patent office and shall furnish Medical School with copies of all relevant documents 
reasonably in advance of such consultation.  

     6.3. Cooperation. Medical School and Company shall cooperate fully in the preparation, filing, prosecution, and maintenance of all Patent 
Rights. Such cooperation includes, without limitation, (a) promptly executing all papers and instruments or requiring employees of Medical 
School or Company to execute such papers and instruments as reasonable and appropriate so as to enable Medical School or Company to file, 
prosecute, and maintain such Patent Rights in any country; and (b) promptly informing the other party of matters that may affect the 
preparation, filing, prosecution, or maintenance of any such Patent Rights (such as becoming aware of an additional inventor who is not listed 
as an inventor in a patent application).  

     6.4. Payment of Expenses. Within thirty (30) days after Medical School invoices Company, Company shall reimburse Medical School for 
all reasonable patent-related expenses incurred by Medical School pursuant to Section 6.1. Company may elect, upon sixty (60) days written 
notice to Medical School, to cease payment of the expenses associated with obtaining or maintaining patent protection for one or more Patent 
Rights in one or more countries. In such event, Company shall lose all rights under this Agreement with respect to such Patent Rights in such 
countries for which it has elected not to pay.  

     6.5. Abandonment. In the event that a party desires to abandon any patent or patent application within the Patent Rights for which it has 
primary responsibility, such party shall provide the other party with reasonable prior written notice of such intended abandonment or decline of 
responsibility, and the other party shall have the right, at its expense, to prepare, file, prosecute, and maintain the relevant Patent Rights.  

     6.6. Grant back: The Company agrees that for any patent rights, as defined in the sponsored research agreement that implements Company’s 
obligation in Section 3.1(e) that it has not licensed, the Company grants back to the Medical School, without limiting in any way its rights 
under this Agreement, a license to the Patent Rights in order that the Medical School may license the patent rights from the sponsored research 
to third parties. Medical School shall pay Company {***} of any revenues or other consideration received by Medical School with respect to 
any patent rights granted back by Company pursuant to this Section 6.6.  

     6.7. Infringement.  

          (a) Notification of Infringement. Each party agrees to provide written notice to the other party promptly after becoming aware of any 
infringement of the Patent Rights.  

          (b) Company Right to Prosecute. So long as Company remains the only licensee of the Patent Rights and Biological Materials in the 
Field, Company shall have the right, under its own control and at its own expense, to prosecute any third party infringement of the Patent 
Rights in the Field or, together with licensees of the Patent Rights in other fields (if any), to defend the Patent Rights in any declaratory 
judgment action brought by a third party which alleges invalidity, unenforceability, or non-infringement of the Patent Rights. Prior to 
commencing any such action, Company shall consult with Medical School and shall consider the views of Medical School regarding the 
advisability of the proposed action and its effect on the  
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public interest. Company shall not enter into any settlement, consent judgment, or other voluntary final disposition of any infringement action 
under this Subsection without the prior written consent of Medical School, which consent shall not be unreasonably withheld or delayed. Any 
recovery obtained in an action under this Subsection shall be distributed as follows: (i) each party shall be reimbursed for any expenses 
incurred in the action (including the amount of any royalty payments withheld from Medical School as described below), (ii) as to ordinary 
damages, Company shall receive an amount equal to its lost profits or a reasonable royalty on the infringing sales (whichever measure of 
damages the court shall have applied), less a reasonable approximation of the royalties that Company would have paid to Medical School if 
Company had sold the infringing products and services rather than the infringer, and (iii) as to special or punitive damages, the parties shall 
share equally in any award. Company may offset a total of fifty percent (50%) of any expenses incurred under this Subsection against any 
royalty payments due to Medical School under this Agreement, provided that in no event shall the royalty payments under Section 4.5. and 
4.7., when aggregated with any other offsets and credits allowed under this Agreement, be reduced by more than fifty percent (50%) in any 
Royalty Period.  

          (c) Medical School as Indispensable Party. Medical School shall permit any action under this Section to be brought in its name if 
required by law, provided that Company shall hold Medical School harmless from, and if necessary indemnify Medical School against, any 
costs, expenses, or liability that Medical School may incur in connection with such action.  

          (d) Medical School Right to Prosecute. In the event that Company fails to initiate an infringement action within a reasonable time after it 
first becomes aware of the basis for such action, or to answer a declaratory judgment action within a reasonable time after such action is filed, 
Medical School shall have the right to prosecute such infringement or answer such declaratory judgment action, under its sole control and at its 
sole expense, and any recovery obtained shall be given to Medical School.  

          (e) Cooperation. Each party agrees to cooperate fully in any action under this Section 6.7. which is controlled by the other party, 
provided that the controlling party reimburses the cooperating party promptly for any costs and expenses incurred by the cooperating party in 
connection with providing such assistance.  

7. Confidential Information; Publications; Publicity.  

     7.1. Confidential Information.  

          (a) Designation. Confidential Information that is disclosed in writing shall be marked with a legend indicating its confidential status 
(such as “Confidential” or “Proprietary”). Confidential Information that is disclosed orally or visually shall be documented in a written notice 
prepared by the Disclosing Party and delivered to the Receiving Party within thirty (30) days of the date of disclosure; such notice shall 
summarize the Confidential Information disclosed to the Receiving Party and reference the time and place of disclosure.  

          (b) Obligations. For a period of five (5) years after disclosure of any portion of Confidential Information, the Receiving Party shall 
(i) maintain such Confidential Information in strict confidence, except that the Receiving Party may disclose or permit the disclosure of any  
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Confidential Information to its directors, officers, employees, consultants, and advisors who are obligated to maintain the confidential nature of 
such Confidential Information and who need to know such Confidential Information for the purposes of this Agreement; (ii) use such 
Confidential Information solely for the purposes of this Agreement; and (iii) allow its trustees or directors, officers, employees, consultants, 
and advisors to reproduce the Confidential Information only to the extent necessary for the purposes of this Agreement, with all such 
reproductions being considered Confidential Information.  

          (c) Exceptions. The obligations of the Receiving Party under Subsection 7.1.(b) above shall not apply to the extent that the Receiving 
Party can demonstrate that certain Confidential Information (i) was in the public domain prior to the time of its disclosure under this 
Agreement; (ii) entered the public domain after the time of its disclosure under this Agreement through means other than an unauthorized 
disclosure resulting from an act or omission by the Receiving Party; (iii) was independently developed or discovered by the Receiving Party 
without use of the Confidential Information; (iv) is or was disclosed to the Receiving Party at any time, whether prior to or after the time of its 
disclosure under this Agreement, by a third party having no fiduciary relationship with the Disclosing Party and having no obligation of 
confidentiality with respect to such Confidential Information; or (v) is required to be disclosed to comply with applicable laws or regulations, 
or with a court or administrative order, provided that the Disclosing Party receives reasonable prior written notice of such disclosure.  

          (d) Ownership and Return. The Receiving Party acknowledges that the Disclosing Party (or any third party entrusting its own 
information to the Disclosing Party) claims ownership of its Confidential Information in the possession of the Receiving Party. Upon the 
expiration or termination of this Agreement, and at the request of the Disclosing Party, the Receiving Party shall return to the Disclosing Party 
all originals, copies, and summaries of documents, materials, and other tangible manifestations of Confidential Information in the possession or 
control of the Receiving Party, except that the Receiving Party may retain one copy of the Confidential Information in the possession of its 
legal counsel solely for the purpose of monitoring its obligations under this Agreement.  

     7.2. Publications. Medical School and its employees will be free to publicly disclose (through journals, lectures, or otherwise) the results of 
any research in the Field or relating to the subject matter of the Patent Rights, except as otherwise provided by written agreement between 
Medical School and Company (e.g., a sponsored research agreement).  

     7.3. Publicity Restrictions. Company shall not use the name of Medical School or any of its trustees, officers, faculty, students, employees, 
or agents, or any adaptation of such names, or any terms of this Agreement in any promotional material or other public announcement or 
disclosure without the prior written consent of Medical School. The foregoing notwithstanding, Company shall have the right to disclose such 
information without the consent of Medical School in any prospectus, offering memorandum, or other document or filing required by 
applicable securities laws or other applicable law or regulation, provided that Company shall have given Medical School at least ten (10) days 
(or such prior shorter period in order to enable Company to make a timely announcement, while affording the Medical School the maximum 
feasible time to review the announcement) prior written notice of the proposed text for the purpose of giving Medical School the opportunity to 
comment on such text.  
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8. Term and Termination.  

     8.1. Term. This Agreement shall commence on the Effective Date and shall remain in effect until (a) the expiration of all issued patents 
within the Patent Rights or (b) for a period of ten (10) years after the Effective Date if no such patents have issued within that ten-year period, 
unless earlier terminated in accordance with the provisions of this Agreement.  

     8.2. Termination for Default. In the event that either party commits a material breach of its obligations under this Agreement and fails to 
cure that breach within sixty (60) days after receiving written notice thereof, the other party may terminate this Agreement immediately upon 
written notice to the party in breach. If the alleged breach involves nonpayment of any amounts due Medical School under this Agreement, 
Company shall have only one opportunity to cure a material breach for which it receives notice as described above; any subsequent material 
breach by Company will entitle Medical School to terminate this Agreement immediately upon written notice to Company, without the sixty-
day cure period.  

     8.3. Force Majeure. Neither party will be responsible for delays resulting from causes beyond the reasonable control of such party, including 
without limitation fire, explosion, flood, war, strike, or riot, provided that the nonperforming party uses commercially reasonable efforts to 
avoid or remove such causes of nonperformance and continues performance under this Agreement with reasonable dispatch whenever such 
causes are removed.  

     8.4. Effect of Termination. The following provisions shall survive the expiration or termination of this Agreement: Articles 1 and 9; 
Sections 3.2., 3.5., 5.2. (obligation to provide final report and payment), 5.5., 6.4., 7.1., 7.3., 8.4., and 10.9. Upon the early termination of this 
Agreement, Company and its Affiliates and Sublicensees may complete and sell any work-in-progress and inventory of Licensed Products that 
exist as of the effective date of termination, provided that (a) Company is current in payment of all amounts due Medical School under this 
Agreement, (b) Company pays Medical School the applicable royalty on such sales of Licensed Products in accordance with the terms and 
conditions of this Agreement, and (c) Company and its Affiliates and Sublicensees shall complete and sell all work-in-progress and inventory 
of Licensed Products within six (6) months after the effective date of termination.  

9. Dispute Resolution.  

     9.1. Procedures Mandatory. The parties agree that any dispute arising out of or relating to this Agreement shall be resolved solely by means 
of the procedures set forth in this Article, and that such procedures constitute legally binding obligations that are an essential provision of this 
Agreement; provided, however, that all procedures and deadlines specified in this Article may be modified by written agreement of the parties. 
If either party fails to observe the procedures of this Article, as modified by their written agreement, the other party may bring an action for 
specific performance in any court of competent jurisdiction.  
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     9.2. Dispute Resolution Procedures.  

          (a) Negotiation. In the event of any dispute arising out of or relating to this Agreement, the affected party shall notify the other party, and 
the parties shall attempt in good faith to resolve the matter within ten (10) days after the date of such notice (the “Notice Date”). Any disputes 
not resolved by good faith discussions shall be referred to senior executives of each party, who shall meet at a mutually acceptable time and 
location within thirty (30) days after the Notice Date and attempt to negotiate a settlement.  

          (b) Mediation. If the matter remains unresolved within sixty (60) days after the Notice Date, or if the senior executives fail to meet within 
thirty (30) days after the Notice Date, either party may initiate mediation upon written notice to the other party, whereupon both parties shall be 
obligated to engage in a mediation proceeding under the then current Center for Public Resources (“CPR”) Model Procedure for Mediation of 
Business Disputes, except that specific provisions of this Section shall override inconsistent provisions of the CPR Model Procedure. The 
mediator will be selected from the CPR Panels of Neutrals. If the parties cannot agree upon the selection of a mediator within ninety (90) days 
after the Notice Date, then upon the request of either party, the CPR shall appoint the mediator. The parties shall attempt to resolve the dispute 
through mediation until one of the following occurs: (i) the parties reach a written settlement; (ii) the mediator notifies the parties in writing 
that they have reached an impasse; (iii) the parties agree in writing that they have reached an impasse; or (iv) the parties have not reached a 
settlement within one hundred and twenty (120) days after the Notice Date.  

          (c) Trial Without Jury. If the parties fail to resolve the dispute through mediation, or if neither party elects to initiate mediation, each 
party shall have the right to pursue any other remedies legally available to resolve the dispute, provided, however, that the parties expressly 
waive any right to a jury trial in any legal proceeding under this Section.  

9.3. Preservation of Rights Pending Resolution.  

          (a) Performance to Continue. Each party shall continue to perform its obligations under this Agreement pending final resolution of any 
dispute arising out or relating to this Agreement; provided, however, that a party may suspend performance of its obligations during any period 
in which the other party fails or refuses to perform its obligations.  

          (b) Provisional Remedies. Although the procedures specified in this Article are the sole and exclusive procedures for the resolution of 
disputes arising out of relating to this Agreement, either party may seek a preliminary injunction or other provisional equitable relief if, in its 
reasonable judgment, such action is necessary to avoid irreparable harm to itself or to preserve its rights under this Agreement.  

          (c) Statute of Limitations. The parties agree that all applicable statutes of limitation and time-based defenses (such as estoppel and 
laches) shall be tolled while the procedures set forth in Subsections 9.2.(a) and 9.2(b) are pending. The parties shall take any actions necessary 
to effectuate this result.  
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10. Miscellaneous.  

     10.1. Representations and Warranties. Medical School represents and warrants that its employees have assigned to Medical School their 
entire right, title, and interest in the Patent Rights, that it has authority to grant the rights and licenses set forth in this Agreement, and that, to its 
best knowledge, Medical School does not hold any other intellectual property rights that would be infringed by the exploitation of the Patent 
Rights. MEDICAL SCHOOL MAKES NO OTHER WARRANTIES CONCERNING THE PATENT RIGHTS, RELATED TECHNOLOGY, 
AND BIOLOGICAL MATERIALS, INCLUDING WITHOUT LIMITAT ION ANY EXPRESS OR IMPLIED WARRANTY OF 
MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE. Specifically, Medical School makes no warranty or representation 
(a) regarding the validity or scope of the Patent Rights, (b) that the exploitation the Patent Rights or any Licensed Product will not infringe any 
patents or other intellectual property rights of a third party, and (c) that any third party is not currently infringing or will not infringe the Patent 
Rights.  

     10.2. Compliance with Law and Policies. Company agrees to comply with applicable law and the policies of Medical School in the area of 
technology transfer and shall promptly notify Medical School of any violation that Company knows or has reason to believe has occurred or is 
likely to occur. The Medical School policies currently in effect at the Worcester campus are listed on the http://www.umassmed.edu web site.  

     10.3. Tax-Exempt Status. Company acknowledges that Medical School, as a public institution of the Commonwealth of Massachusetts, 
holds the status of an exempt organization under the United States Internal Revenue Code. Company also acknowledges that certain facilities in 
which the licensed inventions were developed may have been financed through offerings of tax-exempt bonds. If the Internal Revenue Service 
determines, or if counsel to Medical School reasonably determines, that any term of this Agreement jeopardizes the tax- exempt status of 
Medical School or the bonds used to finance Medical School facilities, the relevant term shall be deemed an invalid provision and modified in 
accordance with Section 10.11.  

     10.4. Counterparts. This Agreement may be executed in one or more counterparts, each of which shall be deemed an original, and all of 
which together shall be deemed to be one and the same instrument.  

     10.5. Headings. All headings are for convenience only and shall not affect the meaning of any provision of this Agreement.  

     10.6. Binding Effect. This Agreement shall be binding upon and inure to the benefit of the parties and their respective permitted successors 
and assigns.  

     10.7. Assignment. This Agreement may not be assigned by either party without the prior written consent of the other party, except that 
Company may assign this Agreement to an Affiliate or to a successor in connection with the merger, consolidation, or sale of all or 
substantially all of its assets or that portion of its business to which this Agreement relates.  
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     10.8. Amendment and Waiver. This Agreement may be amended, supplemented, or otherwise modified only by means of a written 
instrument signed by both parties. Any waiver of any rights or failure to act in a specific instance shall relate only to such instance and shall not 
be construed as an agreement to waive any rights or fail to act in any other instance, whether or not similar.  

     10.9. Governing Law. This Agreement shall be governed by and construed in accordance with the laws of the Commonwealth of 
Massachusetts irrespective of any conflicts of law principles.  

     10.10. Notice. Any notices required or permitted under this Agreement shall be in writing, shall specifically refer to this Agreement, and 
shall be sent by hand, recognized national overnight courier, confirmed facsimile transmission, confirmed electronic mail, or registered or 
certified mail, postage prepaid, return receipt requested, to the following addresses or facsimile numbers of the parties:  

If to Medical School:  

Office of Technology Management  
University of Massachusetts Medical School  
365 Plantation Street, Suite 130  
Worcester, MA 01605  
Attention:     Joseph F.X. McGuirl  
                      Executive Director  

Tel: (508) 856-1626  
Fax: (508) 856-5004  

If to Company:  

CytRx Corporation  
11726 San Vicente Boulevard, Suite 650  
Los Angeles, California 90049  
Attention:        Steven A. Kriegsman  
Invoices to:      Steven A. Kriegsman  

All notices under this Agreement shall be deemed effective upon receipt. A party may change its contact information immediately upon written 
notice to the other party in the manner provided in this Section.  

     10.11. Severability. In the event that any provision of this Agreement shall be held invalid or unenforceable for any reason, such invalidity 
or unenforceability shall not affect any other provision of this Agreement, and the parties shall negotiate in good faith to modify the Agreement 
to preserve (to the extent possible) their original intent. If the parties fail to reach a modified agreement within sixty (60) days after the relevant 
provision is held invalid or unenforceable, then the dispute shall be resolved in accordance with the procedures set forth in  
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Article 9. While the dispute is pending resolution, this Agreement shall be construed as if such provision were deleted by agreement of the 
parties.  

     10.12. Entire Agreement. Except for the Common Stock Purchase Agreement, this Agreement constitutes the entire agreement between the 
parties with respect to its subject matter and supersedes all prior agreements or understandings between the parties relating to its subject matter. 
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     IN WITNESS WHEREOF, the parties have caused this Agreement to be executed by their duly authorized representatives as of the 
Effective Date.  
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UNIVERSITY OF MASSACHUSETTS       CYTRX CORPORATION     
MEDICAL SCHOOL                 
                       
By:    /s/ Joseph F. X. McGuirl 

   

      By:   /s/ Steven A. Kriegsman 
   

    
    Joseph F.X. McGuirl       Steven A. Kriegsman     
    Executive Director, Office of       Chief Executive Officer     
     Technology Management                 



   

EXHIBIT A  

List of Patent Rights  

Patent Rights  

Docket number: UMMC 03-60 Title: “Selective Silencing of a Dominant ALS Gene by RNAi”  

Patent Application Serial number: 60/423,507, filed on November 4, 2002  

Inventors: Zuoshang Xu et al  

   



   

AMENDMENT NO. 1  
TO  

EXCLUSIVE LICENSE AGREEMENT  
(UMMC 03-60)  

     This Amendment No. 1, dated as of February  1, 2004 (the “Amendment”) is being made to the Exclusive License Agreement relating to 
UMMC 03-60 (the “License Agreement”), effective as of April 15, 2003, by and between the University of Massachusetts Medical School 
(“Medical School”), a public institution of higher education of the Commonwealth of Massachusetts having an address of 55 Lake Avenue 
North, Worcester, MA 01655, and CytRx Corporation (“Company”), a Delaware corporation having an address of 11726 San Vicente 
Boulevard, Suite 650, Los Angeles, California 90049.  

R E C I T A L S  

     WHEREAS, Section 4.8 of the License Agreement provided for the calculation of payments payable to Medical School under Section 4.5 
and Section 4.7 of the License Agreement in the event Company was required to make certain other payments to Medical School or third 
parties; and  

     WHEREAS, Medical School and Company wish to clarify the manner in which Section 4.8 of the License Agreement shall operate;  

     NOW, THEREFORE, Medical School and Company hereby agree as follows:  

1. Amendment to Section 4.8.  

     Section 4.8 of the License Agreement is hereby amended to read in full as follows:  

     “4.8 Third-Party and Other Payments . If Company is legally required to make royalty or sublicense income payments to Medical School 
under any other license agreement, as well as this Agreement, or to one or more third parties, as well as this Agreement, in the same Royalty 
Period for which payments are due under Section 4.5 or 4.7 in order for Company to make, use or sell Licensed Products or have its 
Sublicensee make, use, or sell Licensed Products:  

          (a) Other Medical School Payments . In the case of payments to Medical School under Sections 4.5 and 4.7 with respect to any Licensed 
Product, Company shall pay only the highest rate among this Agreement and any other Medical School licenses, and that one payment shall be 
deemed to satisfy the payment requirements for the applicable period under not only this Agreement but each of the other Medical School 
licenses.  

          (b) Third Party Payments . In the case of payments to one or more third parties with respect to any Licensed Product under this 
Agreement, Company may reduce its  

   



   

payment to Medical School under Section 4.5 or 4.7 of this Agreement for the applicable Royalty Period by fifty percent (50%) of the amount 
actually paid to third parties. However, in no event will the reductions made pursuant to this Section 4.8(b) result in more than a fifty percent 
(50%) reduction in the payments that would otherwise be payable to Medical School under Section 4.5 and 4.7 (after taking into account 
Section 4.8(a)).  

          (c) Example: Royalty Reductions . By way of illustration for Section 4.5 royalty payment reductions, for a particular Licensed Product, 
assume a royalty of (***) of Net Sales under another Medical School license and a payment of (***) of Net Sales to a third party. The 
reduction calculation would be as follows: The total (***) royalty rate in this Agreement would apply, and Company would reduce that rate by 
50% of the (***) due to the third party, resulting in a (***) royalty to Medical School under this Agreement, and no royalties payable to the 
Medical School under the other Medical School license.  

          (d) Example: Sublicense Income Payments . By way of illustration for Section 4.7 Sublicense Income payment reductions, assume (i) the 
total Sublicense Income received by Company from the Sublicensee is (***), and (ii) Company paid a third party (***) in order to allow the 
sublicensee to make Licensed Products. Company would then be required to pay the Medical School under this Agreement (***) (Medical 
School receiving (***) of the (***) reduced by one-half of the (***) paid to the third party). If Company also sublicensed another Medical 
School license with respect to the Licensed Products, Company would not be required to make additional sublicense income payments.”  

2. Continuation of All Other Terms of Agreement.  

     Except for the amendment of Section 4.8 of the License Agreement provided for in Section 1 of this Amendment, all of the terms and 
conditions of the License Agreement shall continue in full force and effect.  

3. Miscellaneous .  

     3.1 Dispute Resolution . The parties agree that any dispute arising out of or relating to this Amendment shall be resolved solely by means of 
the procedures set forth in Article 9 of the Agreement.  

     3.2 Counterparts . This Amendment may be executed in one or more counterparts, each of which shall be deemed an original, and all of 
which together shall be deemed to be one and the same instrument.  

     3.3 Headings . All headings are for convenience only and shall not affect the meaning of any provision of this Amendment.  

     3.4 Binding Effect . This Amendment shall be binding upon and inure to the benefit of the parties and their respective permitted successors 
and assigns.  

   



   

     3.5 Amendment . This Amendment may be amended, supplemented, or otherwise modified only by means of a written instrument signed by 
all of the parties.  

     3.6 Governing Law . This Amendment shall be governed by and construed in accordance with the laws of the Commonwealth of 
Massachusetts irrespective of any conflicts of law principles.  

     IN WITNESS WHEREOF, the parties have caused this Amendment to be executed by their duly authorized representatives as of the date 
first above written.  

   

 

                      
UNIVERSITY OF MASSACHUSETTS       CYTRX CORPORATION     
MEDICAL SCHOOL                 
                       
By:  

  
/s/ Chester A. Bisbee 
   

Acting Executive Director   
  

  
By: 

  
/s/ Steven A. Kriegsman 
   

Steven A. Kriegsman   
  

     Office of Technology Management           Chief Executive Officer     



   



   

Exhibit 10.13 

UMass Agreement No. UMMC 03-33-06 

LICENSE AGREEMENT  

     This Agreement, effective as of May 18, 2006 (the “Effective Date”), is between the University of Massachusetts Medical School (“Medical 
School”), a public institution of higher education of the Commonwealth of Massachusetts having an address of 333 South Street, Suite 400, 
Shrewsbury, MA 01545, and CytRx Corporation (“Company”), a Delaware corporation having an address of 11726 San Vicente Blvd., 
Suite 650, Los Angeles, CA 90049.  

R E C I T A L S  

     WHEREAS, Medical School is owner by assignment of the invention claimed in the United States Patent Application listed in Exhibit A 
pertaining to the Medical School’s invention disclosures numbers UMMC 03-33, 03-61, and 03-101; and  

     WHEREAS, Medical School has exclusively licensed the invention to Sirna Therapeutics, Inc. with a reservation that allows the Medical 
School to grant this license to Company concurrently in certain limited fields; and  

     WHEREAS, Company desires to obtain a license to the above referenced invention for certain limited fields pertaining to the development 
of prophylactics, therapeutics, and diagnostics for diabetes, obesity, Amyotrophic Lateral Sclerosis (ALS), and human cytomegalovirus 
(HCMV) under the rights of Medical School in any patent rights claiming those inventions; and  

     WHEREAS, Medical School is willing to grant Company a license on the terms set forth in this Agreement; and  

     WHEREAS, Company and Sirna Therapeutics, Inc. are the only licensees of the technology;  

     THEREFORE, Medical School and Company hereby agree as follows: 1.  

Definitions .  

     1.1. “ Affiliate ” means any legal entity (such as, a corporation, partnership, or limited liability company) that is controlled by Company. For 
the purposes of this definition, the term “control” means (a) beneficial ownership of at least fifty percent (50%) of the voting securities of a 
corporation or other business organization with voting securities or (b) a fifty percent (50%) or greater interest in the net assets or profits of a 
partnership or other business organization without voting securities.  

     1.2. “ Collaborator ” means a commercial entity that enters into a written agreement for a corporate partnership, joint venture, or other 
strategic alliance with Company or its Affiliate for research, development, and/or commercialization of one or more Licensed Products.  
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     1.3. “ Confidential Information ” means any confidential or proprietary information furnished by one party (the “Disclosing Party”) to the 
other party (the “Receiving Party”) in connection with this Agreement, provided that such information is specifically designated as 
confidential. Such Confidential Information includes, without limitation, any diligence reports furnished to Medical School under Section 3.1. 
and royalty reports furnished to Medical School under Section 5.2.  

     1.4. “ Field ” means therapeutics, prophylactics and diagnostics arising from the use of RNAi to (a) inhibit human cytomegalovirus 
Immediate Early (IE) gene expression, (b) inhibit mutant SOD1 gene expression in amyotrophic lateral sclerosis (ALS) applications, and 
(c) inhibit gene targets implicated in type II diabetes and obesity.  

     1.5. “ Licensed Product ” means any product that cannot be developed, manufactured, used, or sold without (a) infringing one or more Valid 
Claims under the Patent Rights, or (b) using some portion of the Related Technology.  

     1.6.“ Net Sales ” means the gross amount billed or invoiced on sales by Company and its Affiliates and Sublicensees of Licensed Products, 
less the following: (a) customary trade, quantity, or cash discounts and commissions to non-affiliated brokers or agents to the extent actually 
allowed and taken; (b) amounts repaid or credited by reason of rejection or return; (c) outbound transportation costs prepaid or allowed and 
costs of insurance in transit; (d) any taxes or other governmental charges levied on the production, sale, transportation, delivery, or use of a 
Licensed Product which is paid by or on behalf of Company, all to the extent separately stated on purchase orders, invoices, or other documents 
of sale.  

     In any transfers of Licensed Products between Company and an Affiliate or Sublicensee, Net Sales shall be calculated based on the final sale 
of the Licensed Product to an independent third party. In the event that Company or an Affiliate or Sublicensee receives non-monetary 
consideration for any Licensed Products, Net Sales shall be calculated based on the fair market value of such consideration.  

1.7. “ Other Company Technology”  means any technology other than the Patent Rights that is developed by Company or is licensed by 
Company from Medical School.  

     1.8. “ Patent Rights ” means (a) the provisional and non-provisional United States patent and foreign patent applications listed on 
Exhibit A , (b) any divisional, continuation, continuation-in-part, substitution or addition of such patent applications to the extent the claims are 
directed to subject matter specifically described therein as well as any patent issued thereon, (c) and any renewals, reissues, reexaminations, 
substitutions or extensions thereof, including supplementary protection certificates, and (d)all foreign counterparts to such patents and patent 
applications.  
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     1.9. “ Related Technology”  means any know-how, technical information, research and development information, test results, and data 
necessary for the effective exercise of the Patent Rights which have been developed by Dr. Tariq M. Rana and his associates in his laboratory at 
the Medical School as of the Effective Date and which are owned by Medical School.  

     1.10. “ Royalty Period ” means the partial calendar quarter commencing on the date on which the first Licensed Product is sold or used and 
every complete or partial calendar quarter thereafter during which either (a) this Agreement remains in effect or (b) Company has the right to 
complete and sell work-in-progress and inventory of Licensed Products pursuant to Section 8.5.  

     1.11.“Sublicense Income” means any payments that Company receives from a Sublicensee in consideration of the sublicense of the rights 
granted Company under Section 2.1., including without limitation license fees, milestone payments, and license maintenance fees, but 
excluding royalties  

     1.12. “ Sublicensee ” means any permitted sublicensee of the rights granted Company under this Agreement, as further described in 
Section 2.2.  

     1.13. “Valid Claim” means (a) in the case of a United States or foreign patent application, a claim that has not been cancelled, withdrawn, or 
abandoned without being refiled in another application claiming priority from said patent application; or that has not been finally rejected by an 
administrative agency action from which no appeal can be taken; or (b) in the case of an unexpired United States or foreign patent (or either 
one of the foregoing that has been granted patent term extension or its equivalent), a claim that has not been donated to the public, withdrawn, 
canceled or disclaimed, or held invalid or unenforceable by a court or government agency of competent jurisdiction in an unappealed or 
unappealable decision, including, through opposition, reexamination, reissue or disclaimer.  

2. Grant of Rights .  

     2.1. License Grants .  

          (a) Patent Rights . Subject to the terms of this Agreement, Medical School hereby grants to Company and its Affiliates a co-exclusive, 
worldwide, royalty-bearing license (with a limited right to sublicense) under its commercial rights in the Patent Rights to develop, make, have 
made, use, sell, and have sold Licensed Products in the Field.  

          (b) Related Technology . Subject to the terms of this Agreement, Medical School hereby grants to Company and its Affiliates a non-
exclusive, royalty-bearing license (with the right to sublicense) under its commercial rights in the Related Technology to develop, make, have 
made, use, sell, and have sold Licensed Products in the Field.  
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     2.2. Sublicenses . Company may grant sublicenses of its rights under Section 2.1 with the consent of Medical School, which consent may 
not be unreasonably withheld or delayed, but only (a) when Company grants a license to Other Company Technology and the sublicense is 
reasonably required to practice the Other Company Technology or (b) when the sublicense is granted to Collaborators. All sublicense 
agreements executed by Company pursuant to this Article 2 shall expressly bind the Sublicensee to the terms of this Agreement, and Company 
shall promptly furnish Medical School with a fully executed copy of the sublicense agreement.  

     2.3. Retained Rights.  

          (a) Medical School . Medical School retains the right to make and use Licensed Products for academic research, teaching, and non-
commercial patient care, without payment of compensation to Company. Medical School may license its retained rights under this Section to 
research collaborators of Medical School faculty members, post-doctoral fellows, and students.  

          (b) Federal Government . The invention claimed in the Patent Rights has been partially funded by the federal government. Therefore, this 
Agreement and the grant of any rights in such Patent Rights are subject to and governed by federal law as set forth in 35 U.S.C. §§ 201-211, 
and the regulations promulgated thereunder, as amended, or any successor statutes or regulations. Company acknowledges that these statutes 
and regulations reserve to the federal government a royalty-free, non-exclusive, non- transferable license to practice any government-funded 
invention claimed in any Patent Rights. If any term of this Agreement fails to conform with such laws and regulations, the relevant term shall 
be deemed an invalid provision and modified in accordance with SectionlO.il.  

          (c) Other Organizations . To the extent that any invention claimed in the Patent Rights has been partially funded by a non-profit 
organization or state or local agency, this Agreement and the grant of any rights in such Patent Rights are subject to and governed by the terms 
and conditions of the applicable research grant. If any term of this Agreement fails to conform with such terms and conditions, the relevant 
term shall be deemed an invalid provision and modified by the parties pursuant to Section 10.11. Upon execution of this Agreement, the 
Medical School shall disclose in writing to Company any funding that would be subject to this Section 2.3(c).  

     2.4. Termination of Sirna Therapeutics, Inc. License. If the license for Patent Rights with Sirna Therapeutics, Inc. is terminated, Medical 
School (a) may license the Patent Rights outside of the Field to any other party and (b) for Patent Rights in the Field, Medical School hereby 
grants Company a first option to obtain a worldwide, royalty bearing exclusive license (the “Option Right”). Company may exercise the Option 
Right by written notice to Medical School which is received by Medical School not later than sixty (60) days after notification to Company of 
the termination of the Sirna Therapeutics, Inc. license (which notification shall be delivered within a reasonable time to the Company). If 
Company does not elect to exercise the Option Right, or fails to do so within  
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the 60 day option period, Medical School may license its commercial rights under the Patent Rights in the Field to any third party. If Company 
does exercise the Option Right, Medical School and Company shall negotiate in good faith a license agreement containing commercially 
reasonable terms. If Medical School and Company are unable to reach an agreement within three (3) months after Company exercises the 
Option Right, Medical School may offer its commercial rights in the relevant Patent Rights in the Field to any third parties.  

3. Company Obligations Relating to Commercialization .  

     3.1. Diligence Requirements . Company shall use diligent efforts, or shall cause its Affiliates and Sublicensees to use diligent efforts, to 
develop Licensed Products and to introduce Licensed Products into the commercial market place; thereafter, Company or its Affiliates or 
Sublicensees shall make Licensed Products reasonably available to the public. Specifically, Company or Affiliate or Sublicensee shall fulfill 
the following obligations:  

     (a) Within ninety (90) days after the Effective Date, Company shall furnish Medical School with a written research and development plan 
under which Company intends to develop Licensed Products.  

     (b) Within sixty (60) days after the start of each calendar year during the term of this Agreement, Company shall furnish Medical School 
with a written report on the progress of its efforts during the prior year to develop and commercialize Licensed Products, including without 
limitation research and development efforts, efforts to obtain regulatory approval, marketing efforts, and sales figures. The report shall also 
contain a discussion of intended efforts and sales projections for the current year.  

     (c) Company shall obtain all necessary governmental approvals for the manufacture, use, and sale of Licensed Products.  

     (d) Within seven (7) years after the Effective Date, Company shall file an Investigational New Drug Application (“IND”) or its 
equivalent covering at least one Licensed Product with the United States Food and Drug Administration (“FDA”).  

     (e) Within ten (10) years after the Effective Date, Company shall file a New Drug Application (“NDA”) with the FDA covering at least 
one Licensed Product.  

     (f) Within eighteen (18) months after receiving FDA approval of the NDA for a Licensed Product, Company shall market at least one 
Licensed Product in the United States.  

     (g) Following commencement of marketing of a Licensed Product at any time during the exclusive period of this Agreement, Company 
shall reasonably fill the market demand for any Licensed Product.  
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Company has the responsibility to finance its obligations in this Section 3.1. In the event that Medical School determines that Company (or an 
Affiliate or Sublicensee) has not fulfilled its obligations under this Section 3.1., Medical School shall furnish Company with written notice of 
such determination. Within sixty (60) days after receipt of such notice, Company shall either (i) fulfill the relevant obligation or (ii) negotiate 
with Medical School a mutually acceptable schedule of revised diligence obligations, failing which Medical School shall have the right, 
immediately upon written notice to Company, to terminate this Agreement. The Medical School may not unreasonably withhold acceptance of 
Company’s revised diligence obligations.  

     3.2. Indemnification .  

          (a) Indemnity . Company shall indemnify, defend, and hold harmless Medical School and its trustees, officers, faculty, students, 
employees, and agents and their respective successors, heirs and assigns (the “Indemnitees”), against any liability, damage, loss, or expense 
(including reasonable attorneys fees and expenses of litigation) incurred by or imposed upon any of the Indemnitees in connection with any 
claims, suits, actions, demands or judgments arising out of any theory of liability (including without limitation actions in the form of tort, 
warranty, or strict liability and regardless of whether such action has any factual basis) concerning any product, process, or service that is made, 
used, or sold pursuant to any right or license granted under this Agreement; provided, however, that such indemnification shall not apply to any 
liability, damage, loss, or expense to the extent directly attributable to (i) the gross negligence or intentional misconduct of the Indemnitees or 
(ii) the settlement of a claim, suit, action, or demand by Indemnitees without the prior written approval of Company.  

          (b) Procedures . The Indemnitees agree to provide Company with prompt written notice of any claim, suit, action, demand, or judgment 
for which indemnification is sought under this Agreement. Company agrees, at its own expense, to provide attorneys reasonably acceptable to 
Medical School to defend against any such claim. The Indemnitees shall cooperate fully with Company in such defense and will permit 
Company to conduct and control such defense and the disposition of such claim, suit, or action (including all decisions relative to litigation, 
appeal, and settlement); provided, however, that any Indemnitee shall have the right to retain its own counsel, at the expense of Company, if 
representation of such Indemnitee by the counsel retained by Company would be inappropriate because of actual or potential differences in the 
interests of such Indemnitee and any other party represented by such counsel. Company agrees to keep Medical School informed of the 
progress in the defense and disposition of such claim and to consult with Medical School with regard to any proposed settlement.  

          (c) Insurance . Company shall maintain insurance that is reasonably adequate to fulfill any potential obligation to the Indemnitees, but in 
any event not less than one million dollars ($1,000,000) for injuries to any one person arising out of a single occurrence and five million dollars 
($5,000,000) for injuries to all persons arising out of a single occurrence. Company shall provide Medical School, upon request, with written  
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evidence of such insurance. Company shall continue to maintain such insurance after the expiration or termination of this Agreement during 
any period in which Company or any Affiliate or Sublicensee continues to make, use, or sell a product that was a Licensed Product under this 
Agreement for a period of two (2) years.  

     3.3. Use of Medical School Name . In accordance with Section 7.3., Company and its Affiliates and Sublicensees shall not use the name 
“University of Massachusetts Medical School” or any variation of that name in connection with the marketing or sale of any Licensed 
Products.  

     3.4. Marking of Licensed Products. To the extent commercially feasible and consistent with prevailing business practices, Company shall 
mark, and shall cause its Affiliates and Sublicensees to mark, all Licensed Products that are manufactured or sold under this Agreement with 
the number of each issued patent under the Patent Rights that applies to such Licensed Product.  

     3.5. Compliance with Law. Company shall comply with, and shall ensure that its Affiliates and Sublicensees (to the extent commercially 
feasible) comply with, all local, state, federal, and international laws and regulations relating to the development, manufacture, use, and sale of 
Licensed Products. Company expressly agrees to comply with the following:  

     (a) Company or its Affiliates or Sublicensees shall obtain all necessary approvals from the United States Food & Drug Administration 
and any similar governmental authorities of any foreign jurisdiction in which Company or an Affiliate or Sublicensee intends to make, use, 
or sell Licensed Products.  

     (b) Company and its Affiliates and Sublicensees shall comply with all United States laws and regulations controlling the export of certain 
commodities and technical data, including without limitation all Export Administration Regulations of the United States Department of 
Commerce. Among other things, these laws and regulations prohibit, or require a license for, the export of certain types of commodities and 
technical data to specified countries. Company hereby gives written assurance that it will comply with, and will cause its Affiliates and 
Sublicensees to comply with, all United States export control laws and regulations, that it bears sole responsibility for any violation of such 
laws and regulations by itself or its Affiliates or Sublicensees, and that it will indemnify, defend, and hold Medical School harmless (in 
accordance with Section 3.2.) for the consequences of any such violation.  

     (c) To the extent that any invention claimed in the Patent Rights has been partially funded by the United States government, and only to 
the extent required by applicable laws and regulations, Company agrees that any Licensed Products used or sold in the United States will be 
manufactured substantially in the United States or its territories. Current law provides that if domestic manufacture is not  
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commercially feasible under the circumstances, Medical School may seek a waiver of this requirement from the relevant federal agency on 
behalf of Company.  

4. Consideration for Grant of Rights .  

     4.1. License Fee , hi partial consideration of the rights granted Company under this Agreement, Company shall pay to Medical School 
within ten (10) days after the Effective Date a license fee of (***). The license fee is noncancelable (even if Company terminates pursuant to 
Section 8.3), nonrefundable and not creditable against any other payments due to Medical School under this Agreement.  

     4.2. Equity . In partial consideration of the license granted to Company under this Agreement, before December 31, 2006, Company shall 
issue to Medical School (***) shares of Common Stock of Company. Company shall file a registration statement covering the resale of the 
shares that are issued to the Medical School within one hundred and twenty days (120) days after their issuance to Medical School and those 
shares shall then be unrestricted  

     4.3. License Maintenance Fee . Beginning on the first anniversary of the Effective Date, and on each anniversary of the Effective Date 
thereafter during the term of the Agreement, Company shall pay to Medical School (***). This annual license maintenance fee is 
nonrefundable and is not creditable against any other payments due to Medical School under this Agreement.  

     4.4. Milestone Payments . Company shall pay Medical School the following milestone payments within thirty (30) days after the occurrence 
of each event:  

These milestone payments are nonrefundable and are not creditable against any other payments due to Medical School under this Agreement.  
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     4.5. Royalties .  

          (a) Base Royalty . In partial consideration of the rights granted Company under this Agreement, Company shall pay to Medical School a 
royalty of (***) percent (***) of Net Sales of Licensed Products by Company, its Affiliates and Sublicensees.  

          (b) Services royalty . Company shall pay Medical School (***) percent (***) of Net Sales of commercial clinical laboratory services by 
Company and its Affiliates.  

     4.6. Minimum Royalty . Within sixty (60) days after the beginning of each calendar year during the term of this Agreement, beginning 
January 1, 2012, Company shall pay to Medical School a minimum royalty of (***).Company may credit the minimum royalty paid under this 
Subsection 4.7 against actual royalties due and payable for the same calendar year. Waiver of any minimum royalty payment by Medical 
School shall not be construed as a waiver of any subsequent minimum royalty payment. If Company fails to make any minimum royalty 
payment within the sixty-day period, such failure shall constitute a material breach of its obligations under this Agreement, and Medical School 
shall have the right to terminate this Agreement in accordance with Section 8.3.  

     4.7. Sublicense Income . Company shall pay Medical School (***) of all Sublicense Income. Such Sublicense Income amounts shall be due 
and payable within sixty (60) days after Company receives the relevant payment from the Sublicensee.  

     4.8. Third-Party Royalties . If Company is legally required to make royalty payments to one or more third parties in order to make, use, or 
sell Licensed Products, Company may offset a total of fifty percent (50%) of actual third-party payments against any royalty payments that are 
due to Medical School in the same Royalty Period. However, the royalty payments under Sections 4.5., may never result in a royalty lower than 
(***) in any Royalty Period. In the event that Company is legally required to make royalty payments to Medical School for a Licensed Product 
under any other license agreement, as well as this Agreement, the total royalty due to Medical School may never be more than (***). The 
amendments to Section 4.6 or 4.8 dated February 1, 2004, in the license agreements between Company and Medical School for UMMC 01-36, 
UMMC 02-01, UMMC 03-05, UMMC 03-17, UMMC 03-36 and UMMC 03-60 specifically do not apply to this Agreement. Further, no other 
credits of payments due to Medical School under any other license agreement between Company and Medical School apply to this Agreement.  

     4.9. 5. Royalty Reports; Payments; Records .  

     5.1. First Sale . Company shall report to Medical School the date of first commercial sale of each Licensed Product within thirty (30) days 
of occurrence in each country.  
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     5.2. Reports and Payments . Within sixty (60) days after the conclusion of each Royalty Period, Company shall deliver to Medical School a 
report containing the following information:  

     (a) the number of Licensed Products sold to independent third parties in each country, and the number of Licensed Products used by 
Company, its Affiliates and Sublicensees in each country;  

     (b) the gross sales price for each Licensed Product sold by Company, its Affiliates and Sublicensees during the applicable Royalty Period 
in each country;  

     (c) calculation of Net Sales for the applicable Royalty Period in each country, including a listing of applicable deductions;  

     (d) total royalty payable on Net Sales in United States dollars, together with the exchange rates used for conversion; and  

     (e) the portion of royalty-based Sublicense Income due to Medical School for the applicable Royalty Period from each Sublicensee.  

All such reports shall be considered Company Confidential Information. If no royalties are due to Medical School for any Royalty Period, the 
report shall so state. Concurrent with this report, Company shall remit to Medical School any payment due for the applicable Royalty Period.  

     5.3. Payments in United States Dollars . All payments due under this Agreement shall be payable in United States dollars. Conversion of 
foreign currency to United States dollars shall be made at the conversion rate existing in the United States (as reported in the Wall Street 
Journal) on the last working day of the calendar quarter preceding the applicable Royalty Period. Such payments shall be without deduction of 
exchange, collection, or other charges.  

     5.4. Payments in Other Currencies . If by law, regulation, or fiscal policy of a particular country, conversion into United States dollars or 
transfer of funds of a convertible currency to the United States is restricted or forbidden, Company shall give Medical School prompt written 
notice of such restriction, which notice shall satisfy the sixty-day payment deadline described in Section 5.2. Company shall pay any amounts 
due Medical School through whatever lawful methods Medical School reasonably designates; provided, however, that if Medical School fails 
to designate such payment method within thirty (30) days after Medical School is notified of the restriction, Company may deposit such 
payment in local currency to the credit of Medical School in a recognized banking institution selected by Company and identified by written 
notice to Medical School, and such deposit shall fulfill all obligations of Company to Medical School with respect to such payment.  
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     5.5. Records . Company shall maintain, and shall cause its Affiliates and Sublicensees to maintain, complete and accurate records of 
Licensed Products that are made, used, sold, or performed under this Agreement and any amounts payable to Medical School in relation to such 
Licensed Products, which records shall contain sufficient information to permit Medical School to confirm the accuracy of any reports 
delivered to Medical School under Section 5.2. Company, Affiliates and Sublicensees shall retain such records relating to a given Royalty 
Period for at least three (3) years after the conclusion of that Royalty Period, during which time Medical School shall have the right, at its 
expense, to cause its internal accountants or an independent, certified public accountant to inspect such records during normal business hours 
for the sole purpose of verifying any reports and payments delivered under this Agreement. Such accountant shall not disclose to Medical 
School any information other than information relating to accuracy of reports and payments delivered under this Agreement. The parties shall 
reconcile any underpayment or overpayment within thirty (30) days after the accountant delivers the results of the audit. In the event that any 
audit performed under this Section reveals an underpayment in excess of ten percent (10%) in any Royalty Period, Company shall bear the full 
cost of such audit. Medical School may exercise its rights under this Section only once every year for each of Company, its Affiliates or 
Sublicensees and only with reasonable prior notice to Company, its Affiliates or Sublicensees.  

     5.6. Late Payments . Any payments by Company that are not paid on or before the date such payments are due under this Agreement shall 
bear interest, to the extent permitted by law, at two percentage points above the Prime Rate of interest as reported in the Wall Street Journal on 
the date payment is due, with interest calculated based on the number of days that payment is delinquent.  

     5.7. Method of Payment . All payments under this Agreement should be made in the name of the “University of Massachusetts Medical 
School” and sent to the address identified in Section 10.10 below. Each payment should reference this Agreement and identify the obligation 
under this Agreement that the payment satisfies.  

     5.8. Withholding and Similar Taxes . Royalty payments and other payments due to Medical School under this Agreement shall not be 
reduced by reason of any withholding or similar taxes applicable to such payments to Medical School, which shall be paid by Company as 
required by applicable law and reported by Company to the Medical School.  

6. Patents and Infringement .  

     6.1. Responsibility for Patent Rights . Medical School shall have responsibility and sole discretion for the preparation, filing, prosecution, 
and maintenance of all Patent Rights. Subject to Medical’s School obligations to Sirna Therapeutics, Inc. with respect to Patent Rights and 
Section 6.5 below, Medical School will keep Company informed of the status, prosecution and maintenance of the Patent Rights and will 
consider Company’s comments and requests with respect thereto in good faith.  
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     6.2. Acknowledgement of Sirna Therapeutics, Inc. License Agreement . Company acknowledges that the Medical School’s license of the 
Patent Rights to Sirna Therapeutics, Inc., may require the modification or abandonment of claims in the Patent Rights to resolve possible patent 
interferences between the Medical School and Sirna Therapeutics, Inc  

     6.3. Notification of Infringement . Each party agrees to provide written notice to the other party promptly after becoming aware of any 
infringement of the Patent Rights.  

     6.4. Abandonment. Subject to any obligations to Sirna Therapeutics, Inc., if Medical School desires to abandon any patent or patent 
application within the Patent Rights (other than as a result of any patent interference, litigation, or settlement of a patent interference or 
litigation), Medical School shall provide Company with reasonable prior written notice of the intended abandonment or decline of 
responsibility, and, in that case, Company may, at its expense, prepare, file and prosecute, and maintain the relevant Patent Rights in the name 
of and on behalf of the Medical School.  

     6.5. Payment of Expenses . Within thirty (30) days after Medical School invoices Company, Company shall reimburse Medical School for 
all out-of-pocket patent expenses incurred pursuant to notice and consultation provisions of Section 6.1.  

7. Confidential Information; Publications; Publicity .  

     7.1. Confidential Information .  

          (a) Designation . Confidential Information that is disclosed in writing shall be marked with a legend indicating its confidential status 
(such as “Confidential” or “Proprietary”). Confidential Information that is disclosed orally or visually shall be documented in a written notice 
prepared by the Disclosing Party and delivered to the Receiving Party within thirty (30) days of the date of disclosure; such notice shall 
summarize the Confidential Information disclosed to the Receiving Party and reference the time and place of disclosure.  

          (b) Obligations . For a period of five (5) years after disclosure of any portion of Confidential Infonnation, the Receiving Party shall 
(i) maintain such Confidential Information in strict confidence, except that the Receiving Party may disclose or permit the disclosure of any 
Confidential Information to its directors, officers, employees, consultants, and advisors who are obligated to maintain the confidential nature of 
such Confidential Information and who need to know such Confidential Information for the purposes of this Agreement; (ii) use such 
Confidential Information solely for the purposes of this Agreement; and (iii) allow its trustees or directors, officers, employees, consultants, 
and advisors to reproduce the Confidential Information only to the extent necessary for the purposes of this Agreement, with all such 
reproductions being considered Confidential Information.  

          (c) Exceptions . The obligations of the Receiving Party under Subsection 7.1.(b) above shall not apply to the extent that the Receiving 
Party can demonstrate that  

Page 12 of 20  

   



   

UMass Agreement No. UMMC 03-33-06 

certain Confidential Information (i) was in the public domain prior to the time of its disclosure under this Agreement; (ii) entered the public 
domain after the time of its disclosure under this Agreement through means other than an unauthorized disclosure resulting from an act or 
omission by the Receiving Party; (iii) was independently developed or discovered by the Receiving Party without use of the Confidential 
Information; (iv) is or was disclosed to the Receiving Party at any time, whether prior to or after the time of its disclosure under this 
Agreement, by a third party having no fiduciary relationship with the Disclosing Party and having no obligation of confidentiality with respect 
to such Confidential Information; or (v) is required to be disclosed to comply with applicable laws or regulations, or with a court or 
administrative order, provided that the Disclosing Party receives reasonable prior written notice of such disclosure.  

          (d) Ownership and Return . The Receiving Party acknowledges that the Disclosing Party (or any third party entrusting its own 
information to the Disclosing Party) claims ownership of its Confidential Information in the possession of the Receiving Party. Upon the 
expiration or termination of this Agreement, and at the request of the Disclosing Party, the Receiving Party shall return to the Disclosing Party 
all originals, copies, and summaries of documents, materials, and other tangible manifestations of Confidential Information in the possession or 
control of the Receiving Party, except that the Receiving Party may retain one copy of the Confidential Information in the possession of its 
legal counsel solely for the purpose of monitoring its obligations under this Agreement.  

     7.2. Publications . Medical School and its employees will be free to publicly disclose (through journals, lectures, or otherwise) the results of 
any research in the Field or relating to the subject matter of the Patent Rights.  

     7.3. Publicity Restrictions . Neither party may use the name of the other or any of its respective trustees, officers, faculty, students, 
employees, or agents, or any adaptation of such names, or any terms of this Agreement in any promotional material or other public 
announcement or disclosure without the prior written consent of the other party. The foregoing notwithstanding:  

          (a) Company shall have the right to disclose such information without the consent of Medical School in any prospectus, offering 
memorandum, or other document or filing required by applicable securities laws or other applicable law or regulation, provided that Company 
shall have given Medical School at least ten (10) days (or such prior shorter period in order to enable Company to make a timely 
announcement, while affording the Medical School the maximum feasible time to review the announcement) prior written notice of the 
proposed text for the purpose of giving Medical School the opportunity to comment on such text.  

          (b) The Medical School may disclose that Company is a licensee of the Patent Rights.  
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8. Term and Termination .  

     8.1. Term . This Agreement shall commence on the Effective Date and shall remain in effect until (a) the expiration of all issued patents 
within the Patent Rights or (b) for a period often (10) years after the Effective Date if no such patents have issued within that ten-year period, 
unless earlier terminated in accordance with the provisions of this Agreement.  

     8.2. Termination for Default . In the event that either party commits a material breach of its obligations under this Agreement and fails to 
cure that breach within sixty (60) days after receiving written notice thereof, the other party may terminate this Agreement immediately upon 
written notice to the party in breach. If the alleged breach involves nonpayment of any amounts due University under this Agreement, 
Company has only one opportunity to cure a material breach for which it receives notice as described above. Any subsequent material breach 
by Company will entitle University to terminate this Agreement immediately upon written notice to Company, without the sixty-day cure 
period. Company acknowledges and agrees that there is no cure period for any default or failure to make payments of cash under Subsection 
4.1 (“Subsection 4.1 Default”), or any default or failure to provide equity as provided under Subsection 4.2 (“Subsection 4.2 Default”).  

     8.3. Voluntary Termination . Company may terminate this Agreement for any reason upon ninety (90) days’ prior written notice to Medical 
School. Medical School may terminate this Agreement immediately upon written notice to Company upon the occurrence of either (a) a 
Subsection 4.1 Default or (b) a Subsection 4.2 Default as described in Subsection 8.2.  

     8.4. Termination Fee . Upon termination of this Agreement (a) by Medical School according to the provisions of Subsection 8.3(b) or 
(b) Company prior to fulfilling it’s obligations to issue equity to Medical School as provided under Subsection 4.2, Company shall pay Medical 
School a termination fee of Twenty Five Thousand Dollars ($25,000). This termination fee is non-refundable and not creditable to other 
payments due to Medical School under this Agreement.  

     8.5. Force Majeure . Neither party will be responsible for delays resulting from causes beyond the reasonable control of such party, 
including without limitation fire, explosion, flood, terrorism, war, strike, or riot, provided that the nonperforming party uses commercially 
reasonable efforts to avoid or remove such causes of nonperformance and continues performance under this Agreement with reasonable 
dispatch whenever such causes are removed.  

     8.6. Effect of Termination . The following provisions shall survive the expiration or termination of this Agreement: Articles 1, 5, and 9; 
Sections 3.2., 3.5. 4.1, 7.1., 7.3., 8.4., 8.6., and 10.9. Upon the early termination of this Agreement, Company and its Affiliates and 
Sublicensees may complete and sell any work-in-progress and inventory of Licensed  
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Products that exist as of the effective date of termination, provided that (a) Company is current in payment of all amounts due Medical School 
under this Agreement, (b) Company pays Medical School the applicable royalty on such sales of Licensed Products in accordance with the 
terms and conditions of this Agreement, and (c) Company and its Affiliates and Sublicensees shall complete and sell all work-in-progress and 
inventory of Licensed Products within six (6) months after the effective date of termination. 9. Dispute Resolution .  

     9.1. Procedures Mandatory . The parties agree that any dispute arising out of or relating to this Agreement shall be resolved solely by means 
of the procedures set forth in this Article, and that such procedures constitute legally binding obligations that are an essential provision of this 
Agreement; provided, however, that all procedures and deadlines specified in this Article may be modified by written agreement of the parties. 
If either party fails to observe the procedures of this Article, as modified by their written agreement, the other party may bring an action for 
specific performance in any court of competent jurisdiction.  

     9.2. Dispute Resolution Procedures .  

          (a) Negotiation . In the event of any dispute arising out of or relating to this Agreement, the affected party shall notify the other party, 
and the parties shall attempt in good faith to resolve the matter within ten (10) days after the date of such notice (the “Notice Date”). Any 
disputes not resolved by good faith discussions shall be referred to senior executives of each party, who shall meet at a mutually acceptable 
time and location within thirty (30) days after the Notice Date and attempt to negotiate a settlement.  

          (b) Mediation . If the matter remains unresolved within sixty (60) days after the Notice Date, or if the senior executives fail to meet 
within thirty (30) days after the Notice Date, either party may initiate mediation upon written notice to the other party, whereupon both parties 
shall be obligated to engage in a mediation proceeding under the then current Center for Public Resources (“CPR”) Model Procedure for 
Mediation of Business Disputes, except that specific provisions of this Section shall override inconsistent provisions of the CPR Model 
Procedure. The mediator will be selected from the CPR Panels of Neutrals. If the parties cannot agree upon the selection of a mediator within 
ninety (90) days after the Notice Date, then upon the request of either party, the CPR shall appoint the mediator. The parties shall attempt to 
resolve the dispute through mediation until one of the following occurs: (i) the parties reach a written settlement; (ii) the mediator notifies the 
parties in writing that they have reached an impasse; (iii) the parties agree in writing that they have reached an impasse; or (iv) the parties have 
not reached a settlement within one hundred and twenty (120) days after the Notice Date.  

          (c) Trial Without Jury . If the parties fail to resolve the dispute through mediation, or if neither party elects to initiate mediation, each 
party shall have the right to pursue any other remedies legally available to resolve the dispute, provided, however, that the parties expressly 
waive any right to a jury trial in any legal proceeding under this Section.  
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     9.3. Preservation of Rights Pending Resolution .  

          (a) Performance to Continue . Each party shall continue to perform its obligations under this Agreement pending final resolution of any 
dispute arising out or relating to this Agreement; provided, however, that a party may suspend performance of its obligations during any period 
in which the other party fails or refuses to perform its obligations.  

     (b) Provisional Remedies . Although the procedures specified in this Article are the sole and exclusive procedures for the resolution of 
disputes arising out of relating to this Agreement, either party may seek a preliminary injunction or other provisional equitable relief if, in its 
reasonable judgment, such action is necessary to avoid irreparable harm to itself or to preserve its rights under this Agreement.  

     (c) Statute of Limitations . The parties agree that all applicable statutes of limitation and time-based defenses (such as estoppel and 
laches) shall be tolled while the procedures set forth in Subsections 9.2.(a) and 9.2(b) are pending. The parties shall take any actions 
necessary to effectuate this result.  

10. Miscellaneous .  

     10.1. Representations and Warranties . Medical School represents and warrants that its employees have assigned to Medical School their 
entire right, title, and interest in the Patent Rights, and that it has authority to grant the rights and licenses set forth in this Agreement. 
MEDICAL SCHOOL MAKES NO OTHER WARRANTIES CONCERNING THE PATENT RIGHTS AND RELATED TECHNOLOGY, 
INCLUDING WITHOUT LIMITATION ANY EXPRESS OR IMPLIED WARRANTY OF MERCHANTABILITY OR FITNESS FOR A 
PARTICULAR PURPOSE. Specifically, Medical School makes no warranty or representation (a) regarding the prosecution or the validity or 
scope of the Patent Rights, (b) that the exploitation of the Patent Rights or any Licensed Product will not infringe any patents or other 
intellectual property rights of a third party, and (c) that any third party is not currently infringing or will not infringe the Patent Rights.  

     10.2. Compliance with Law and Policies . Company agrees to comply with applicable law and the policies of Medical School in the area of 
technology transfer and shall promptly notify Medical School of any violation that Company knows or has reason to believe has occurred or is 
likely to occur. The Medical School will provide current copies of the policies currently in effect at the Worcester campus upon request.  

     10.3. Tax-Exempt Status . Company acknowledges that Medical School, as a public institution of the Commonwealth of Massachusetts, 
holds the status of an exempt organization under the United States Internal Revenue Code. Company also acknowledges that certain facilities in 
which the licensed inventions were developed may have been financed through offerings of tax-exempt bonds. If the Internal Revenue Service 
determines, or if counsel to Medical School reasonably determines, that any term of this  
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Agreement jeopardizes the tax-exempt status of Medical School or the bonds used to finance Medical School facilities, the relevant term shall 
be deemed an invalid provision and modified in accordance with Section 10.11.  

     10.4. Counterparts . This Agreement may be executed in one or more counterparts, each of which shall be deemed an original, and all of 
which together shall be deemed to be one and the same instrument.  

     10.5. Headings . All headings are for convenience only and shall not affect the meaning of any provision of this Agreement.  

     10.6. Binding Effect . This Agreement shall be binding upon and inure to the benefit of the parties and their respective permitted successors 
and assigns.  

     10.7. Assignment . This Agreement may not be assigned by either party without the prior written consent of the other party, except that 
Company may assign this Agreement to an Affiliate or to a successor in connection with the merger, consolidation, or sale of all or 
substantially all of its assets or that portion of its business to which this Agreement relates.  

     10.8. Amendment and Waiver . This Agreement maybe amended, supplemented, or otherwise modified only by means of a written 
instrument signed by both parties. Any waiver of any rights or failure to act in a specific instance shall relate only to such instance and shall not 
be construed as an agreement to waive any rights or fail to act in any other instance, whether or not similar.  

     10.9. Governing Law . This Agreement shall be governed by and construed in accordance with the laws of the Commonwealth of 
Massachusetts irrespective of any conflicts of law principles. Both parties agree that any legal action arising out of or in connection with this 
Agreement shall be brought in the Massachusetts Superior Court in Suffolk County.  

     10.10. Notice . Any notices required or permitted under this Agreement shall be in writing, shall specifically refer to this Agreement, and 
shall be sent by recognized national overnight courier or registered or certified mail, postage prepaid, return receipt requested, to the following 
addresses of the parties:  

If to Medical School:  

Office of Technology Management  
University of Massachusetts Medical School  
333 South Street, Suite 400 Shrewsbury, MA  
01545 Attention: Executive Director  

If to Company:  
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CytRx Corporation  
11726 San Vicente Blvd., Suite 650  
Los Angeles, CA 90049  
Attention: Steven A. Kriegsman  
                   Chief Executive Officer  

All notices under this Agreement shall be deemed effective upon receipt. A party may change its contact information immediately upon written 
notice to the other party in the manner provided in this Section.  

     10.11. Severability . In the event that any provision of this Agreement shall be held invalid or unenforceable for any reason, such invalidity 
or unenforceability shall not affect any other provision of this Agreement, and the parties shall negotiate in good faith to modify the Agreement 
to preserve (to the extent possible) their original intent. If the parties fail to reach a modified agreement within sixty (60) days after the relevant 
provision is held invalid or unenforceable, then the dispute shall be resolved in accordance with the procedures set forth in Article 9. While the 
dispute is pending resolution, this Agreement shall be construed as if such provision were deleted by agreement of the parties.  

     10.12. Entire Agreement . This Agreement constitutes the entire agreement between the parties with respect to its subject matter and 
supersedes all prior agreements or understandings between the parties relating to its subject matter.  

     The parties have caused this Agreement to be executed by their duly authorized representatives as of the Effective Date.  

Page 18 of 20  
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By:        /s/ Chester A. Bisbee       By:   /s/ Steven A Kriegsman 
   

  
  

  
  

  
  

  
  

     Chester A. Bisbee           Steven A. Kriegsman 
     Acting Director, OTM           Chief Executive Officer 



   

EXHIBIT A List of Patent Rights UMMC 03-33  

Invention Disclosure  
 
Entitled “Chemically Modified siRNA and Uses Thereof  

Provisional Application  
 
“Chemically Modified siRNA and Uses Thereof  
Tariq M. Rana, Ph.D. inventor  
Filed 9/25/02 — Application No. 60/413,529  

UMMC 03-61  

Invention Disclosure  
 
Entitled “In Vivo Gene Silencing by Chemically Modified and Stable siRNA”  

Provisional Application  
 
“In Vivo Gene Silencing by Chemically Modified and Stable siRNA”  
Tariq M. Rana, Ph.D., inventor  
Filed 11/15/02 — Application No. 60/426,982  

UMMC 03-101  

Invention Disclosure  
 
Entitled “RNAi Modifications”  

Provisional Application  
 
“In Vivo Gene Silencing by Chemically Modified and Stable siRNA” Tariq M. Rana, Ph.D., inventor Filed 3/26/03 — Application 
No. 60/458,051  

United States Application  

“In Vivo Gene Silencing by Chemically Modified and Stable siRNA”  
Tariq M. Rana, Ph.D., inventor  
Filed 9/25/03 — Application No. 10/672,069  
(Combined UMMC 03-33 UMMC 03-61 and UMMC 03-101 provisional applications)  

   



   

Foreign Applications  

International Patent Application No. PCT/US03/30480  
 
“In Vivo Gene Silencing by Chemically Modified and Stable siRNA“filed September 25, 2003. - (Combines UMMC 03-33, UMMC 03-61 
and UMMC 03-101 provisional applications).  

Australian Patent Application No. 2003282877 entitled “In Vivo Gene Silencing by Chemically Modified and Stable siRNA by Tariq M 
Rana, filed September 25, 2003.  

European Patent Application No. 03774498.4 entitled “In Vivo Gene Silencing by Chemically Modified and Stable siRNA by Tariq M. 
Rana, filed September 25, 2003.  

Canadian Patent Application No. 2500224 entitled “In Vivo Gene Silencing by Chemically Modified and Stable siRNA” by Tariq M. 
Rana, filed March 24, 2005.  
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DATED May 19, 2004  

IMPERIAL COLLEGE INNOVATIONS LIMITED  

And  

IMPERIAL COLLEGE OF SCIENCE AND TECHNOLOGY  

And  

CYTRX CORPORATION  

PATENT LICENCE AGREEMENT  

  

Birmingham London Brussels  

Tel +44 (0)870 903 1000  Fax +44 (0)870 904 1099  mail@wragge.com  www.wragge.com  

   

  

  

  



   

THIS AGREEMENT is made on May 19, 2004  

BETWEEN :  

BACKGROUND:  

   

(1)   IMPERIAL COLLEGE INNOVATIONS LIMITED (Registered in England No 2060639) whose registered office is at Sherfield 
Building, Imperial College, London SW7 2AZ (“ICIL” ), and 

  

(2)   IMPERIAL COLLEGE OF SCIENCE, TECHNOLOGY & MEDICINE a college incorporated by royal charter, of Exhibition Road, 
London SW7 2AZ (“Imperial” ); and 

  

(3)   CYTRX CORPORATION, a company established under the laws of the State of Delaware, U.S.A. and having its principal place of 
business at 11726 San Vicente Boulevard, Suite 650, Los Angeles, California 90049 USA (“  CytRx ” ). 

(a)   Professor Parker is a full-time employee of Imperial, engaged by Imperial to carry out research. In the course of his normal employment 
duties for Imperial Professor Parker made inventions and developed technology, materials and know-how relating to the potential role of 
RIP140 in obesity and anorexia including without limitation inventions in respect of which a patent application has been made (defined 
below as the “Patent Application”) and consequently Professor Parker’s share in the Licensed Patents belongs to Imperial pursuant to 
Section 39 of the Patents Act 1977. In order to further the clinical applications and commercial exploitation of the above technology, 
Imperial has assigned to Innovations all its rights, title and interest in the Patent Application and Materials under an assignment 
agreement dated 14th May 2004. Accordingly ICIL is the sole legal owner of the Patent Application and the Materials. 



   

In consideration of the mutual covenants and undertakings set out below, THE PARTIES AGREE as follows:  

   

(b)   CytRx is a biopharmaceutical company dedicated to the commercialisation of high value human therapeutics, including those for the 
treatment of obesity and diabetes. 

  

(c)   CytRx wishes to obtain a licence to the Materials in the Field and the Licensed Patents (as defined below). 
  

(d)   ICIL is willing to grant a licence to CytRx under the conditions set out in this Agreement including the payment of royalties and 
milestones. 

1   Definitions 

1.1   In this Agreement, the terms defined in this Clause shall have the meanings specified below: 
  

    “Affiliate” means any company, partnership or other entity which directly or indirectly Controls, is Controlled by or is under common 
Control with any other entity. 

  

    “ Agreement”  means this agreement and any and all Schedules, appendices and other addenda to it as may be amended from time to time 
in accordance with the provisions of this agreement. 

  

    “ Biological Materials”  means tangible biological or biochemical materials that are necessary for the effective exercise of the Licensed 
Patents (e.g., reagents, cell lines, cDNAs, DNA constructs, animal models), to the extent that Imperial is free and able to grant access and 
commercialisation rights to such materials, which materials are set out in Schedule 2. Schedule 2 shall be periodically amended by mutual 
consent to include any additional Biological Materials that Imperial may furnish to CytRx. 

  

    “ Business Day ” means a day (other than a Saturday or Sunday) on which the banks are ordinarily open for business in both the City of 
London and the City of Los Angeles. 



   

   

    “ Combination Product”  means a product (for which Marketing Authorisation has been granted) sold in the form of a combination 
product containing a Licensed Product as an active component and one or more Other Elements. As used herein, “ Other Elements ” 
shall mean either one or more active components which are not Licensed Products or one or more other components (such as a delivery 
device) which are not Licensed Products. 

  

    “  Commencement Date ”  means the date of this Agreement. 
  

    “ Competent Authority ” means any national or local agency, authority, department, inspectorate, minister, ministry official, parliament 
or public or statutory person or other entity (whether autonomous or not) of any government of any country having jurisdiction or 
authority over either any of the activities and functions contemplated or described by this Agreement or the Parties including the 
European Commission, the Court of First Instance and the European Court of Justice. 

  

    “ Confidential Information ”  means Know How and trade secrets or confidential information relating to the business affairs or finances 
of the other Party supplied or otherwise made available to them or coming into their possession in relation to the performance of this 
Agreement, irrespective of form. 

  

    “ Control ” means either (a) in the case of (i) corporate entities, direct or indirect ownership of at least fifty percent (50 %) of the stock or 
shares entitled to vote for the election of director, (ii) non-corporate entities, direct or indirect ownership of at least fifty percent (50 %) of 
the equity interest with the power to direct the management and policies of such noncorporate entities or (b) with respect to any item of or 
right under the Licensed Patents, the possession of (whether by ownership or licence, other than pursuant to this Agreement) or the ability 
of a Party to grant access to, or a licence or sublicence of, such item or right as provided for herein without violating the terms of any 
agreement or other arrangement with any Third Party existing at the time such Party would be required hereunder to grant the other Party 
such access or licence or sublicence. “  Controls ”  and “  Controlled by ”  shall be construed accordingly. 

  

    “ CytRx Foreground Improvements”  has the meaning set out in Clause 7.1. 



   

   

    “ CytRx Materials Improvements”  has the meaning set out in Clause 8.3. 
  

    “ CytRx Sublicensee”  means any Third Party that acquires rights to the use of the Materials and under the Licensed Patents through 
CytRx or its Affiliates by virtue of this Agreement. 

  

    “ Diagnostic Product ” means any preparation in the form of a device, compound, kit or service with utility in the diagnosis, prognosis, 
prediction or management of obesity, anorexia or diabetes in humans which contains or comprises: 

  (a)   either in its entirety or in shortened form the RIP140 gene or RIP140 gene product howsoever modified including without limitation 
nucleotides, oligonucleotides, nucleic acid vectors, peptides, polypeptides, proteins etc.; or 

  

  (b)   an agent that binds to the RIP140 gene or an RIP140 gene product (excluding the RIP140 protein or any subunit thereof) with the 
purpose of enhancing, interfering with, silencing, suppressing or modulating the expression thereof such agents including without 
limitation complementary sequences, ligands, cDNA, mRNA, tRNA, antibodies, antibody fragments, peptides, fusion proteins, 
mimetics, aptamers, antisense (or other nucleic acid based gene or gene product modulators), ribozymes, molecular imprinted 
polymers, RNAi, microRNA, dsRNA, siRNA, shRNA, vaccines, immunotherapeutics and gene therapy products; or 

  

  (c)   an agent (including without limitation small molecule entities) that has a mechanism of action through interaction with or binding to 
the RIP140 protein (or a subunit thereof); and 

    which have been identified by CytRx, a CytRx Affiliate or a CytRx Sublicensee as a direct result of (i) the use of the Materials (or the use 
of an Improvement to the Materials licensed to CytRx under Clauses 8.1 and/or 8.2) or (ii) an activity that falls within a Valid Claim. 



   

   

    “ Directive”  means any present or future directive, regulation, requirement, instruction, direction or rule of any Competent Authority 
including any amendment, extension or replacement thereof then in force. 

  

    “ Disclosing Party”  means a Party which discloses Confidential Information to another Party. 
  

    “  Documents ”  means any graphic, written or computer readable material on which Know How can be permanently stored. 
  

    “ Exploit ” means to develop, make, have made, use, have used, sell, have sold, or import, or have imported and “ Exploitation”  shall be 
construed accordingly. 

  

    “ FDA ” means the United States Food and Drug Administration, the equivalent Competent Authority in any country of the Territory or 
any successor bodies thereto. 

  

    “ Field”  means the in vitro or in vivo screening of compounds, molecules or compositions of matter acting against or as agonists or 
antagonists of RIP140 to select compounds, molecules or compositions of matter which may be useful in the treatment or prevention of 
obesity, anorexia or diabetes. 

  

    “ First Commercial Sale ” means in respect of a Licensed Product the first commercial sale of any such product by CytRx, a CytRx 
Affiliate or a CytRx Sublicensee in any country after grant of a Marketing Authorisation. 

  

    “ Force Majeure”  means any event outside the reasonable control of either Party affecting its ability to perform any of its obligations 
(other than payment) under this Agreement, including Act of God, fire, flood, lightning, war, revolution, act of terrorism, riot or civil 
commotion, but excluding strikes, lock-outs or other industrial action, whether of the affected Party’s own employees or others, failure of 
supplies of power, fuel, transport, equipment, raw materials or other goods or services. 

  

    “ GAAP”  means United States generally accepted accounting principles, consistently applied. 



   

   

    “ Improvement”  means any improvement or enhancement or modification, whether patentable or otherwise. 
  

    “ IND”  means investigational new drug application filed with, and accepted by, the FDA prior to Initiation of clinical trials in humans in 
the USA, or any comparable application filed with the Regulatory Authority of a country or group of countries other than the U.S.A. or 
any successor body thereto prior to Initiation of clinical trials in humans in that country or in that group of countries. 

  

    “ Initiation ”  of a clinical trial shall mean the enrolment of the first human subject into the trial. 
  

    “Investigation Authorisation Application” means an IND, an IDE or any other equivalent application not covered by an IND or IDE 
required by a Competent Authority anywhere in the Territory. 

  

    “Know-How” means unpatented technical and other information which is not in the public domain. Know-How includes Documents. 
The fact that an item is known to the public shall not be taken to exclude the possibility that a compilation including the item, and/or a 
development relating to the item, is (and remains) not known to the public. Know-How includes any rights including copyright, database 
or design rights protecting such Know-How. 

  

    “ Licensed Patents”  means (a) the Patent Application listed in Schedule 1 which may be updated from time to time as applicable and as 
mutually agreed between the Parties, and any non-provisional applications claiming priority thereto; (b) any patents issued from any such 
applications described in (a) anywhere in the world; (c) any divisions, registrations, confirmations, reissues, re-examinations, extensions, 
renewals, continuations, continuations-in-part, revalidations, additions, substitutions, or renewals entitled to claim priority to any such 
patent applications or patents described in (a); and (d) all national, regional and foreign counterparts or other forms of protection, 
including supplementary protection certificates, claiming priority from the patents or patent applications described in (a) to (c) above. 



   

   

    “ Licensed Product”  means any preparation for the treatment or prevention of obesity, anorexia or diabetes in humans that: 

  (d)   incorporates either in its entirety or in shortened form the RIP140 gene or RIP140 gene product howsoever modified including 
without limitation nucleotides, oligonucleotides, nucleic acid vectors, peptides, polypeptides, proteins etc.; or 

  

  (e)   is an agent that binds to the RIP140 gene or an RIP140 gene product (excluding the RIP140 protein or any subunit thereof) with the 
purpose of enhancing, interfering with, silencing, suppressing or modulating the expression thereof such agents including without 
limitation complementary sequences, ligands, cDNA, mRNA, tRNA, antibodies, antibody fragments, peptides, fusion proteins, 
mimetics, aptamers, antisense (or other nucleic acid based gene or gene product modulators), ribozymes, molecular imprinted 
polymers, RNAi, microRNA, dsRNA, siRNA, shRNA, vaccines, immunotherapeutics and gene therapy products; or 

  

  (f)   is an agent (including without limitation small molecule entities) that has a mechanism of action through interaction with or binding 
to the RIP140 protein (or a subunit thereof); and 

    which have been identified by CytRx, a CytRx Affiliate or a CytRx Sublicensee as a direct result of (i) the use of the Materials (or the use 
of an Improvement to the Materials licensed to CytRx under Clauses 8.1 and/or 8.2) or (ii) an activity that falls within a Valid Claim. 

  

    “Licence” has the meaning set out in Clause 2.1. 
  

    “ Licensed Services”  means services using the Licensed Patents, Materials or Licensed Products (for example a screening service against 
RIP140, where such service is provided to a Third Party). 

  

    “ Major Market ”  means any one of the following: (i) the United States of America, (ii) the European Union, (iii) Japan, (iv) Canada or 
(v) Australia. 



   

   

    “ Marketing Authorisation ” means any approval (including all applicable pricing and governmental reimbursement approvals in those 
countries where such approvals are necessary to sell medicines to a substantial segment of that country’s market for the medicine that is 
the subject of the marketing authorisation) required from the FDA or relevant Competent Authority to market and sell a Licensed Product 
in a particular country. 

  

    “ Marketing Authorisation Application ”  means an application for a Marketing Authorisation including but not limited to a New Drug 
Application or a Biologics License Application as required by the FDA or its foreign equivalents. 

  

    “Materials” means Biological Materials and Related Technology. 
  

    “ Net Sales Value”  means in relation to any Licensed Product, the gross invoice price of Licensed Products sold, leased or disposed of by 
or on behalf of CytRx (including by any CytRx Affiliate or CytRx Sublicensee) to independent third parties in arm’s length transactions 
exclusively for money or where a transaction is not at arm’s length the price which would have been invoiced if the transaction had been 
at arms length less the following deductions applicable to the Licensed Product for: 

  (a)   transportation charges and insurance charges paid by or on behalf of CytRx (or any CytRx Affiliate or CytRx Sublicensee); 
  

  (b)   sales and excise taxes or customs duties paid by or on behalf of CytRx (or any CytRx Affiliate or CytRx Sublicensee) or any other 
governmental charges imposed upon the sale of the Licensed Product and paid by or on behalf of CytRx (or any CytRx Affiliate or 
CytRx Sublicensee) (excluding income, corporation or similar taxes); 

  

  (c)   fees paid to distributors, consignees or agents in connection with the sale of the Licensed Product; 
  

  (d)   rebates and premiums actually granted or allowed in connection with the sale of a Licensed Product; 



   

If an invoice in respect of the sale or lease of Licensed Products has not been paid within four months of the due date for payment of the 
invoice then ICIL shall credit (against future royalties, milestones and other amounts payable to ICIL) CytRx in respect of any royalties 
paid on such invoice (a “Bad Debt Credit”). The Bad Debt Credit will be given in respect of the Quarter in which the date four months 
from the due date for payment of the invoice falls. Should CytRx subsequently be paid in relation to an invoice in respect of which a Bad 
Debt Credit has been given then royalties on such invoice will again become payable by CytRx. The royalties will be payable in respect 
of the Quarter in which the payment is received.  

No royalties shall be payable by CytRx to ICIL in relation to any disposals of Licensed Products among CytRx and any of CytRx’s 
Affiliates (or any CytRx Sublicensee or any Affiliates of such CytRx Sublicensee) provided that the recipient does not consume or use the 
Licensed Products save for testing, quality control and research and development purposes where such testing, quality control and 
research and development relates to the testing, quality control and research and development of such Licensed Products. No royalties 
shall be paid on any sales or donations of Licensed Products by CytRx (or any CytRx Affiliate or CytRx Sublicensee) at or below 
CytRx’s (or CytRx Affiliate’s or CytRx Sublicensee’s) fully loaded cost for the Licensed Products as part of any government or other 
charitable assistance program.  

In the event that a Licensed Product is sold as part of a Combination Product in any country, the Net Sales Value of the Licensed Product 
in that country for the purposes of  

   

  (e)   allowances or credits actually given to customers on account of governmental requirements, price differences, rejection, outdating, 
returns or recalls of the Licensed Product; 

  

  (f)   quantity discounts, cash discounts or chargebacks actually granted in connection with the sale of the Licensed Product; and 
  

  (g)   provisions for price reductions actually given after any sale of a product, for example but not by way of limitation for late delivery. 



   

determining royalty payments shall be determined by multiplying the Net Sales Value of the Combination Product in that country by the 
fraction (A/A+B) where A is the average sale price in the relevant Quarter (as hereinafter defined) of the Licensed Product in that country 
when sold separately in finished form and B is the average sale price in the relevant Quarter of the Other Element in that country sold 
separately in finished form.  

In the event that the average sale price of the Licensed Product in that country can be determined but the average sale price of the Other 
Element in that country cannot be determined, the Net Sales Value of the Licensed Product in that country for the purposes of 
determining royalty payments shall be calculated by multiplying the Net Sales Value of the Combination Product in that country by the 
fraction (C/D) where C is the selling Party’s average sales price in the relevant Quarter of the Licensed Product and D is the average 
selling price in the relevant Quarter of the Combination Product in that country.  

If the average sale price of the Other Element in that Quarter can be determined but the average price of the Licensed Product in that 
country cannot be determined, Net Sales Value of the Combination Product in that country for the purposes of determining royalty 
payments shall be calculated by multiplying the Net Sales Value of the Combination Product in that country by the following formula: 
one (1) minus E/D where E is the average selling price in the relevant Quarter of the Other Element in that country and D is the average 
selling price of the Combination Product in that country in the relevant Quarter.  

If the average sale price of both the Product and the Other Element cannot be determined, the Net Sales Value of Product shall be 
reasonably agreed upon by the Parties and if the Parties fail to agree on a calculation method within thirty (30) days of commencing 
negotiations the matter shall be referred to Expert’s Decision Procedure in Schedule 3.  

“Non-Commercially Sensitive” means that CytRx in its sole discretion has determined that (a) no information relating to the CytRx 
Foreground Improvement is confidential and (b) it does not wish to Exploit such an Improvement itself or by way of the grant of 
commercial licences.  

   



   

“Non-Severable Improvement” means an Improvement to the technology disclosed in the Licensed Patents that cannot be Exploited 
without infringing a Valid Claim of the Licensed Patents.  

“Option Notice” has the meaning set out in Clause 15.1.  

“Party” means ICIL, Imperial or CytRx.  

“Patent Application” means the PCT application PCT/2004/000413 filed on 3 rd February 2004 and claiming priority from UK priority 
patent application number 0302446.0 filed 3 rd February 2003 entitled “Screening for Modulators of Fat Storage”.  

“Patenting Territories” means USA, Canada, Australia, Europe (EPO designating all states), Japan, New Zealand and Mexico.  

“ Patent Rights ” – shall mean patent applications and patents, author certificates, inventor certificates, utility certificates, improvement 
patents and models and certificates of addition and all foreign counterparts thereof, including any divisional applications and patents, 
refilings, renewals, continuations, continuations-in-part, patents of addition, extensions, reissues, substitutions, confirmations, 
registrations, revalidation and additions of or to any of them, as well as any supplementary protection certificates and equivalent 
protection rights in respect of any of them.  

“Phase I Clinical Trial” means the first administration of a Licensed Product in human subjects that would satisfy the requirements of 
21 CFR 312.21(a) or its non-U.S.A. equivalent.  

“Phase II Clinical Trial” means a human clinical trial in any country that is intended to initially evaluate the effectiveness of a Licensed 
Product in the targeted patient population for a particular indication or indications in human subjects with the disease or indication under 
study that would satisfy the requirements of 21 CFR 312.21(b) or its non-U.S.A. equivalent.  

   



   

“Phase III Clinical Trial” means a controlled human clinical trial in any country involving patients with the disease or condition of 
interest the results of which could be used to establish safety and efficacy of a Licensed Product as a basis for a Marketing Authorisation 
that would satisfy the requirements of U.S. 21 CFR 312.21(c) or its non-U.S.A. equivalent.  

“Quarter ” means each period of three (3) months ending on March 31, June 30, September 30, or December 31 and “ Quarterly ” shall 
be construed accordingly.  

“Recipient Party” means a Party that receives Confidential Information from another Party.  

“Related Technology” means Know-How, technical information, research and development information, test results, and data necessary 
for the effective exercise of the Licensed Patents by the Licensee in order to identify and/or generate and/or develop Licensed Products 
and/or Diagnostic Products which are Controlled by ICIL and have been developed by the Research Group .  

“Research Group” means Professor Malcolm Parker and/or his associates in their laboratories at the Institute of Reproductive and 
Developmental Biology at Imperial.  

“RIP140” means (a) nuclear receptor interacting protein 140 also known as Nrip1 (nuclear receptor interacting protein 1), and /or (b) a 
target protein for nuclear receptor interacting protein 140 and/or (c) a complex of nuclear receptor interacting protein 140 and its target 
protein(s).  

“Royalty” means the sums payable by CytRx to ICIL based on Net Sales Value of Licensed Products as set out in Clauses 4.11 to 4.13.  

“Severable Improvement” means an Improvement to the technology disclosed in the Licensed Patents that can be Exploited without 
infringing a Valid Claim of the Licensed Patents.  

“Signature Fee” has the meaning set out in Clause 4.1.2.  

   



   

“Sublicensing Revenue” means milestone payments and upfront fees that CytRx receives from a CytRx Sublicensee in consideration of 
a sublicence of the Licence (in whatever form, for example but not limited to cash, warrants, loans, debentures, swaps etc.), but excluding 
the following payments: (a) royalties, (b) payments made in consideration for the issuance of equity or debt securities of CytRx at fair 
market value (taking into account customary discounts for restricted securities), and (c) payments specifically committed to the 
development of Licensed Products, Diagnostic Products or Licensed Services on behalf, or for the benefit of a Sublicensee subject to such 
payments and their application to such development being available for audit under clause 5.7 .  

“Third Party” means any person or entity other than ICIL, Imperial or CytRx and their respective Affiliates.  

“ U.S.A. ” means the United States of America and its territories, possessions and commonwealths.  

“Valid Claim” means a claim of an issued and unexpired patent included within the Licensed Patents which has not been held 
permanently revoked, unenforceable or invalid by a decision of a court or other governmental agency of competent jurisdiction 
unappealed within the time allowed for appeal, and which has not been admitted to be invalid or unenforceable through reissue or 
disclaimer or otherwise.  

“Year” means the period of twelve months commencing on the Commencement Date and on each successive anniversary of the 
Commencement Date and ending on the day before each successive anniversary of the Commencement Date.  

   

1.2   The headings to clauses are inserted for convenience only and shall not affect the interpretation or construction of this Agreement. 
  

1.3   Words imparting the singular shall include the plural and vice versa. References to persons include an individual, company, corporation, 
firm or partnership. 



   

(all the licences in this Clause 2.1 being the “Licence” ).  

   

1.4   The words and phrases “other”, “including” and “in particular” shall not limit the generality of any preceding words or be construed as 
being limited to the same class as any preceding words where a wider construction is possible. 

  

1.5   References to any statute or statutory provisions of the United Kingdom, the USA or the European Union, shall include (i) any 
subordinate legislation made under it, (ii) any provision which it has superseded or re-enacted (whether with or without modification), 
and (iii) any provision which subsequently supersedes it or re-enacts it (whether with or without modification). 

  

2   Grant of Licence 
  

2.1   ICIL grants to CytRx and, and for such time as they hold that status, its Affiliates: 

  2.1.1   a worldwide, exclusive licence, with the right to grant sublicences, under the Licensed Patents to do all acts which would otherwise 
infringe the Licensed Patents including, without limitation, the right to Exploit the Licensed Products and Diagnostic Products and 
provide Licensed Services or otherwise do all acts which would otherwise infringe a Valid Claim of the Licensed Patents; and 

  

  2.1.2   a worldwide, exclusive license, with the right to grant sublicenses in connection with a grant of sublicences of the Licensed Patents, 
to use the Biological Materials in the Field, including, without limitation, the right to Exploit the Licensed Products and Diagnostic 
Products and provide Licensed Services; and 

  

  2.1.3   a worldwide, non-exclusive license, with the right to grant sublicenses in connection with a grant of sublicences of the Licensed 
Patents, to use the Related Technology in the Field, including, without limitation, the right to Exploit the Licensed Products and 
Diagnostic Products and provide Licensed Services 

2.2   CytRx and/or its Affiliates grants to ICIL and Imperial an irrevocable, royalty-free, non-assignable (other than to successors in business), 
non-sublicensable, non-exclusive 



   

   

    license for (a) ICIL and Imperial and every employee, student, agent and appointee of Imperial to use the Licensed Patents, Materials and 
Related Technology solely for internal non-commercial academic research and teaching purposes and (b) for ICIL and Imperial to make 
the Licensed Patents, Materials and Related Technology available to other academic institutions solely for non-commercial research and 
teaching purposes under written material transfer agreements that adequately protect any intellectual property rights created through such 
research; provided that in the case of both (a) and (b) and subject to Clause 2.3, ICIL and/or Imperial shall not jeopardize the confidential 
nature of any Know-How. Imperial shall have the right to use the Licensed Patents, Materials and Related Technology as enabling 
technology in non-commercial research projects, including projects which benefit from external funding. 

2.3   If Imperial’s scientific research activities conducted by the Research Group for non-commercial purposes in relation to the Materials in 
the Field or Licensed Patents or Improvements licensed to Imperial under Clause 7.2 where such Improvements have been disclosed to 
the Research Group at Imperial produce information that Imperial wishes to present or publish within twenty four (24) months of the date 
of this Agreement, then the proposed text shall be disclosed to CytRx in advance of its submission for presentation or publication. CytRx 
shall have thirty (30) Business Days to review the text during which period the information may not be presented or published. CytRx 
may suggest amendments or omissions to be made to any proposed text, which Imperial shall reasonably accept, provided that such 
amendments are reasonably necessary to prevent any commercial damage to CytRx except where failure to publish would materially 
prevent the advancement of medical science; 

2.4   If Imperial’s scientific research activities conducted by the Research Group for non-commercial purposes in relation to the: 

  2.4.1   Materials within the Field, 
  

  2.4.2   Licensed Patents within the Field; or 



   

produce information that Imperial wishes to present or publish after twenty four (24) months of the date of this Agreement, then Imperial 
shall use reasonable efforts to ensure that the proposed text shall be disclosed to CytRx at least thirty (30) days in advance of its 
submission for presentation or publication.  

   

  2.4.3   Improvements within the Field licensed to Imperial under Clause 7.2 where such Improvements have been disclosed to the 
Research Group at Imperial 

2.5   Sub-licensing. 
  

    CytRx shall be entitled to grant sub-licences of its rights under the terms and conditions of Clause 2.1 of this Agreement to any person, 
provided that: 

  (a)   the sub-licence shall include performance and financial obligations on the sub-licensee which are at least equivalent to the 
obligations on CytRx under this Agreement; 

  

  (b)   the sub-licence shall continue following the termination of this Agreement for any reason as a licence between ICIL and the sub-
licensee pursuant to clause 14.5.2, provided that if the royalties and other consideration provided for in the sub-licence are less that 
that provided for in this Agreement such royalties or other consideration shall be increased to be the same as provided for in this 
Agreement and further provided that the sub-licensee agrees in writing to such new financial terms and to the substitution of CytRx 
by ICIL; 

  

  (c)   within thirty (30) days of the grant of any sub-licence CytRx shall provide to ICIL a summary of the material terms of the sub-
licence and a written agreement from the sub-licensee to be bound by the provisions of this Agreement to the extent applicable; 

  

  (d)   except in the case of the continuation of the licence pursuant to Clause 2.5(b) CytRx shall be responsible for any breach of the sub-
licence by the sub-licensee, as if the breach had been that of CytRx under this 



   

   

      Agreement, and CytRx shall indemnify ICIL against any loss, damages, costs, claims or expenses which are awarded against or 
suffered by ICIL as a result of any such breach by the sub-licensee; and 

  

  (e)   no sub-licence shall carry any right to sub-sub-licence all of the rights granted to CytRx under this Agreement without the consent 
of ICIL (such consent not to be unreasonably withheld) save that a sub-licence can be sub-licensed for the purposes of manufacture 
or co-marketing without the consent of ICIL. 

2.6   CytRx shall use commercially reasonable endeavours to ensure that all of the Licensed Products marketed by it and its sub-licensees are 
of satisfactory quality and comply with all material applicable laws in each country. CytRx shall maintain, or cause a CytRx Sublicensee 
to maintain, adequate product liability insurance from the date of first commercial sale of a Licensed Product for the term of this 
Agreement. 

  

2.7   CytRx or any CytRx Sublicensees shall be exclusively responsible for the technical and commercial development and manufacture of 
Licensed Products and for incorporating any modifications or developments thereto that may be necessary or desirable and for all 
Licensed Products sold or supplied, and accordingly CytRx shall indemnify ICIL in the terms of Clause 12.7. 

3   Materials 
  

3.1   Within a reasonable time after the Commencement Date Imperial will, at the cost of CytRx, and in accordance with shipping instructions 
from CytRx, deliver sufficient Materials as set out in Schedule 2 to CytRx at its laboratories in Worcester, Massachusetts, U.S.A. to allow 
CytRx to develop RIP140 screening assays and functional assays in their own laboratories. 

  

4   Consideration 
  

4.1   In consideration of the grant of the Licence to CytRx, CytRx shall on signature of this Agreement: 



   

4.1.1 allot and issue to ICIL, credited as fully paid, {***} shares of common stock in CytRx (the “Consideration Shares” ); and  

4.1.2 pay ICIL {***} (the “Signature Fee” ).  

   

4.2   In the event of a delisting from Nasdaq of the Consideration Shares within the Lock In Period (as defined below): 

  4.2.1   the Consideration Shares shall be immediately cancelled and returned to CytRx; and 
  

  4.2.2   CytRx shall pay ICIL {***}. 

4.3   The Consideration Shares will rank pari passu in all respects with the existing issued shares of CytRx common stock. CytRx shall cause 
the consideration shares to be listed on the Nasdaq Small Cap market or such other principal market on which CytRx’s common stock is 
then traded. 

  

4.4   Subject to Clause 4.5, the Consideration Shares shall not be sold, disposed of or otherwise transferred (in whole or part) by ICIL for a 
period of seven (7) months after the Commencement Date (the “Lock In Period” ). Any public resale of the Consideration Shares after 
the Lock In Period will be subject to compliance with all U.S. securities laws, which require the registration of those shares or an 
applicable exemption from registration, such as the rule known as “Rule 144”. CytRx agrees that upon signature of this Agreement, 
CytRx will use its commercially reasonable best efforts to comply with all U.S. securities laws in order for ICIL to be in a position to 
execute a public resale of the Consideration Shares immediately after the Lock In Period and will file a registration statement with the US 
Securities and Exchange Commission covering ICIL’s public resale of the Consideration Shares and use its commercially reasonable best 
efforts to have that registration become effective prior to the end of the Lock In Period. ICIL will provide reasonable assistance to CytRx 
in this regard . 

  

4.5   The Consideration Shares will be transferable by ICIL to the inventors of the Licensed Patents before the end of the Lock In Period but 
the inventors will be not be able to 



   

   

    further sell, dispose of or transfer such Consideration Shares (in whole or part) during the Lock in Period. 
  

    Milestones 
  

4.6   Subject to Clauses 4.7, 5.4 and 5.5, CytRx shall pay to ICIL the following payments upon achievement of the specified milestones by 
CytRx or a CytRx Affiliate or a CytRx Sublicensee for the first Licenced Product to reach such milestone: 

      
Payable upon Initiation of the first Phase I Clinical Trial    {***} 
       
Payable upon Initiation of the first Phase II Clinical Trial    {***} 
       
Payable upon Initiation of the first Phase III Clinical Trial    {***} 
       
Payable upon first grant of Marketing Authorisation in a Major Market    {***} 

4.7   CytRx shall pay to ICIL {***} of any Sublicensing Revenue. In relation to milestone payments, if {***} of any milestone payment 
received by CytRx from a CytRx Sublicensee is less than the sum payable by CytRx in respect of the same milestone under Clause 4.6, 
then CytRx shall pay ICIL the amount set out in Clause 4.6. 

  

4.8   If CytRx is paid any Sublicensing Revenue in the form of non-cash consideration, ICIL and CytRx will meet to agree the value of such 
non-cash consideration and the {***} proportion payable to ICIL will be paid immediately (unless otherwise agreed between the parties) 
by CytRx to ICIL, at the option of CytRx, in cash or in kind. If CytRx and ICIL cannot agree, then the issue will be referred to the 
Expert’s Decision Procedure in Schedule 3. 

  

4.9   CytRx shall pay to ICIL {***} of any fees received by CytRx from the provision by CytRx of Licensed Services. 
  

4.10   CytRx shall notify ICIL in writing within thirty (30) days upon the achievement of each milestone set forth in Clause 4.6 and shall make 
the appropriate milestone payment within thirty (30) days of the achievement of such milestone. 



   

   

    Royalties 
  

4.11   Subject to Clause 4.12, CytRx shall pay to ICIL a royalty of {***} of Net Sales Value of Licensed Product(s) sold by CytRx or a CytRx 
Affiliate or a CytRx Sublicensee. CytRx shall only be obliged to pay royalties to ICIL on sales by a CytRx Sublicensee or a CytRx 
Affiliate on receipt by CytRx of royalty payments from a CytRx Sublicensee or a CytRx Affiliate in respect of such sales. 

  

4.12   Where in addition to the rights licensed by ICIL to CytRx under this Agreement, CytRx (or a CytRx Affiliate or CytRx Sublicensee) 
requires one or more licences from a Third Party to carry out research in relation to, or Exploit, a Licensed Product (each, a “ Third Party 
Licence” ) because, absent such Third Party Licence, CytRx’s (or a CytRx Affiliate or CytRx Sublicensee’s) research relating to, or the 
Exploitation of, the Licensed Product would infringe a claim of a patent or patent application or other intellectual property of such Third 
Party, the provisions of this Clause 4.12 shall apply. Any royalty payments on Licensed Products due to such Third Party from CytRx (or 
a CytRx Affiliate or CytRx Sublicensee) under any Third Party Licence shall be credited against any royalty payments due to ICIL under 
Clause 4.11, provided however, that under no circumstances shall the aggregate of the set offs in this Clause 4.12 reduce the royalty rate 
for payments due to ICIL from CytRx under Clause 4.11 to below {***}. 

  

4.13   CytRx shall pay to ICIL a royalty of {***} of Net Sales Value (such definition being varied mutatis mutandis to substitute Diagnostic 
Products for Licensed Products) of Diagnostic Product(s) sold by CytRx or a CytRx Affiliate or a CytRx Sublicensee. CytRx shall only 
be obliged to pay royalties to ICIL on sales by a CytRx Sublicensee on receipt by CytRx of royalty payments from a CytRx Sublicensee 
in respect of such sales. 

  

4.14   All royalties due to ICIL under this Agreement for any Licensed Product shall be payable on a country-by-country basis until the last 
Valid Claim for that country expires. 

  

4.15   For the purpose of calculating royalties under this Clause 4, a Licensed Product or a Diagnostic Product shall be regarded as sold, leased 
or licensed by CytRx when invoiced, or if not invoiced, when shipped or delivered by CytRx. If a Licensed Product is 



   

   

    transferred to and further sold on by an Affiliate, the royalty on each such Licensed Product shall be calculated on prices at which it is 
sold by the Affiliate; provided, however, that in no event shall royalty be paid more than once on each Licensed Product. 

5   Provisions relating to Payment of Consideration 
  

5.1   All sums payable under this Agreement by CytRx shall be paid in US Dollars. For any payment to CytRx (where ICIL is due a share of 
that payment) and where CytRx receives the payment in a currency other than US Dollars, CytRx will convert the relevant sum due to 
ICIL into US Dollars. CytRx will use the conversion rate reported in the Wall Street Journal two (2) Business Days before the day on 
which CytRx pays ICIL. 

  

5.2   Within fifty (50) days of the end of each Quarter (and within fifty (50) days of termination of this Agreement) after the First Commercial 
Sale of each Licensed Product in any country, CytRx shall prepare a statement which shall show on a country-by-country basis for the 
previous Quarter all monies due to ICIL under Clause 4.11. That statement shall include details of Net Sales Value showing the country 
of the sales and the total Net Sales Value on a Licensed Product by Licensed Product and/or Diagnostic Product by Diagnostic Product 
basis together with the quantities sold in such country and shall be submitted to ICIL within such fifty (50) day period together with 
remittance of the monies due. 

  

5.3   All lump sum payments under this Agreement (including the Signature Fee and milestone payments) shall be paid by CytRx within thirty 
(30) days of the due date (which in the case of milestone payments shall be in accordance with Clause 4.10). 

  

5.4   If the US$/£ rate exceeds 2.00:1.00 at the time that a milestone payment is due under Clause 4.10 then that milestone payment will be 
increased using the following formula: 

  5.4.1   If the US$/£ rate (as shown in the Wall Street Journal averaged over the five Business Days before that milestone payment is due 
under Clause 4.10) is between 2.0001 and 2.1000 then the appropriate milestone payment set out in Clause 4.6 will be increased by 
seven and a half percent (7.5%); 



   

   

  5.4.2   If the US$/£ rate (as shown in the Wall Street Journal averaged over the five Business Days before that milestone payment is due 
under Clause 4.10) is between 2.1001 and 2.2000 then the appropriate milestone payment set out in Clause 4.6 will be increased by 
twelve percent (12.0%); 

  

  5.4.3   If the US$/£ rate (as shown in the Wall Street Journal averaged over the five Business Days before that milestone payment is due 
under Clause 4.10) is between 2.2001 and 2.3000 then the appropriate milestone payment set out in Clause 4.6 will be increased by 
sixteen percent (16.0%); and 

  

  5.4.4   If the US$/£ rate (as shown in the Wall Street Journal averaged over the five Business Days before that milestone payment is due 
under Clause 4.10) increases above 2.3000 then the appropriate milestone payment set out in Clause 4.6 will be not be increased by 
more than sixteen percent (16.0%). 

5.5   If the US$/£ rate goes below 1.700:1.000 at the time that a milestone payment is due under Clause 4.10 then that milestone payment will 
be decreased using the following formula: 

  5.5.1   If the US$/£ rate (as shown in the Wall Street Journal averaged over the five Business Days before that milestone payment is due 
under Clause 4.10) is between 1.69999 and 1.69000 then the appropriate milestone payment set out in Clause 4.6 will be decreased 
by seven and a half percent (7.5%); 

  

  5.5.2   If the US$/£ rate (as shown in the Wall Street Journal averaged over the five Business Days before that milestone payment is due 
under Clause 4.10) is between 1.68999 and 1.68000 then the appropriate milestone payment set out in Clause 4.6 will be decreased 
by twelve percent (12.0%); 

  

  5.5.3   If the US$/£ rate (as shown in the Wall Street Journal averaged over the five Business Days before that milestone payment is due 
under Clause 4.10) is between 1.67999 and 1.67000 then the appropriate milestone payment set out in Clause 4.6 will be decreased 
by sixteen percent (16.0%); and 



   

   

  5.5.4   If the US$/£ rate (as shown in the Wall Street Journal averaged over the five Business Days before that milestone payment is due 
under Clause 4.10) falls below 1.67:1 then the appropriate milestone payment set out in Clause 4.6 will not be decreased by any 
more than sixteen percent (16.0%). 

5.6   All payments shall be made free and clear of and without deduction or deferment in respect of any disputes or claims whatsoever and/or 
as far as is legally possible in respect of any taxes imposed by or under the authority of any government or public authority. Any tax 
(other than VAT) which CytRx is required to pay or withhold in respect of the payments to be made to ICIL hereunder shall be deducted 
from the amount otherwise due provided that, in regard to any such deduction, CytRx shall give ICIL reasonable assistance, which shall 
include the provision of such documentation as may be required by any revenue authority and other revenue services, as may be 
necessary to enable ICIL to claim exemption therefrom or obtain a repayment thereof or a reduction thereof and shall upon request 
provide such additional documentation from time to time as is needed to confirm the payment of tax. 

  

5.7   CytRx shall keep and shall procure that CytRx Sublicensees keep true and accurate records and books of account containing all data 
necessary for the production of the royalty statements under Clause 5.2 and the calculation of the amounts payable by it to ICIL pursuant 
to this Agreement. Those records and books of account shall be kept for two (2) years following the end of the Year to which they relate. 
Upon ICIL’s written request and, except as set forth in Clause 5.7.6, at ICIL’s expense, a firm of independent certified accountants 
appointed by ICIL (which accountants shall not have performed auditing or other services for any Party or their Affiliates): 

  5.7.1   shall be given access to and shall be permitted to examine and copy any books and records of CytRx, its Affiliates Sublicensees at 
all reasonable times on Business Days in a manner calculated so as not to disturb the business affairs of the auditee for the purpose 
of certifying that the Net Sales Value or other relevant sums calculated by CytRx, its Affiliates and Sublicensees during any Year 
and previous Years were reasonably calculated, true and accurate or, if this is not their 



   

   

      opinion, certify the Net Sales Value figure or other relevant sums for such period which in their judgment is true and correct; 
  

  5.7.2   the examination in Clause 5.7.1 may cover books and records that are in existence and currently held by Cytrx, its Affiliates or 
Sublicensees at the date of the inspection; 

  

  5.7.3   prior to any such examination taking place, such firm of accountants shall undertake to CytRx that they shall keep all information 
and data contained in such books and records, strictly confidential and shall not disclose such information or copies of such books 
and records to any third person including ICIL, but shall only use the same for the purpose of calculations which they need to 
perform in order to issue the certificate to which this Clause envisages; 

  

  5.7.4   any such access examination and certification shall occur no more than once per Year, save that in the event that the certification of 
the accountant shows that CytRx has underpaid sums to ICIL by more than the greater of five thousand US Dollars ($5,000) and 
five percent (5%) of the amount properly owing, such access, examination and certification shall occur no more than twice in the 
Year following the certification of such discrepancy; 

  

  5.7.5   CytRx and CytRx Sublicensees shall make available personnel to answer queries on all books and records required for the purpose 
of that certification; and 

  

  5.7.6   the cost of the accountant shall be the responsibility of CytRx if the certification shows it to have underpaid monies to ICIL by 
more than the greater of five thousand US Dollars ($5,000) and five percent (5%) of the amount properly owing, or shall be the 
responsibility of ICIL otherwise. 

5.8   If the accountant concludes that additional royalties or other sums under this Agreement were owed for the two (2) year period prior to 
the inspection, CytRx shall pay the additional royalties or other sums within thirty (30) days of the date ICIL delivers to CytRx such 
accountant’s written report so concluding. No additional royalties or other sums under this Agreement shall be payable by CytRx in 
relation to any period more than 



   

   

    two (2) years before any inspection. In the event that the accountant concludes that there has been an overpayment of royalties or other 
sums under this Agreement, then subject to Clause 14.5.5, the amount of the overpayment shall be credited against the next and any 
following royalty or milestone payments of CytRx under this Agreement. 

5.9   No royalties payable by CytRx to ICIL shall be refundable or creditable against any other sum payable by CytRx to ICIL under this 
Agreement. 

  

5.10   All payments due to ICIL under the terms of this Agreement are expressed to be exclusive of value added or other sales tax howsoever 
arising. 

  

5.11   All payments made to ICIL under this Agreement shall be made to the bank account of ICIL as notified by ICIL to CytRx from time to 
time. 

6   Conduct in relation to the Field 
  

6.1   CytRx shall, at its own expense, use Reasonable Commercial Efforts to develop and commercialise at least one Licensed Product (being 
either a product directed at the treatment or prevention of obesity or a product directed at the treatment or prevention of diabetes or a 
product directed at the treatment or prevention of both clinical indications) under the Licence. For the purposes of this Clause 6.1 
“Reasonable Commercial Efforts” shall mean efforts which are similar to the efforts used by CytRx in pursuing the development, 
commercialisation and marketing of other products under similar commercial circumstances that have similar commercial value, status 
and potential to the Licensed Product in question. In the event that CytRx has not developed any other products under similar commercial 
circumstances that have similar commercial value, status and potential to the Licensed Product in question then the efforts of CytRx shall 
be those employed by similar companies to CytRx in terms of their size and financial resources. Notwithstanding the foregoing, and for 
the avoidance of doubt, CytRx shall not be required by this Clause 6.1 or otherwise to continue with its commercialisation or 
development efforts of any Licensed Product in any country if for safety, efficacy, technical or reasonable business reasons it decides in 
good faith to abandon the same. 



   

   

6.2   CytRx shall provide a report to ICIL on each anniversary of the Commencement Date which shall be deemed Confidential Information 
and shall include: 

  6.2.1   the status and any outcomes of research and development carried out by CytRx, any CytRx Affiliate or CytRx Sublicensee in the 
Field; 

  

  6.2.2   a general statement on the progress of the development by CytRx,any CytRx Affiliate or CytRx Sublicensee of Licensed Products; 
  

  6.2.3   in addition to CytRx’s ongoing obligation under Clause 4.10, confirmation of the achievement of any of the milestones in Clause 
4.6 by CytRx, its Affiliates or Sublicensees; and 

  

  6.2.4   following the payment of the milestone payment payable upon Initiation of the first Phase II Clinical Trial a commercialisation plan 
showing all past, current and proposed actions by CytRx, a CytRx Affiliate of CytRx Sublicensee to market any Licensed Product 
that has reached at least the Initiation of a Phase II Clinical Trial. 

6.3   Any failure by CytRx, a CytRx Affiliate or CytRx Sublicensee to comply with a timetable or action set out in a report under Clause 6.2 
shall not of itself be deemed to be a failure to employ Reasonable Commercial Efforts. 

  

6.4   ICIL ’s receipt of any report under Clause 6.2 shall not be taken to waive or qualify the Licensee’s obligations under Clause 6.1 

7   Improvements to the Licensed Patents. 
  

7.1   Both Severable Improvements and Non-Severable Improvements made by CytRx and any Patent Rights therein ( “ CytRx Foreground 
Improvements” ) will be owned by CytRx. CytRx shall have responsibility for filing any Patent Rights relating to CytRx Foreground 
Improvements and shall own any subsequent patents. Except as set forth in Clause 7.2, Imperial and ICIL shall have no rights in CytRx 
Foreground Improvements or 



   

   

    be entitled to any additional payments with respect to CytRx’s exploitation of the CytRx Foreground Improvements. 
  

7.2   CytRx will notify ICIL of all Non-Commercially Sensitive CytRx Foreground Improvements which are limited to Non-Severable 
Improvements (after CytRx has taken all steps it believes necessary to protect such Improvements). Upon such notification CytRx will 
grant to Imperial a royalty-free non-exclusive, non-sublicensable, world-wide licence to use such Non-Severable Improvements solely for 
the purpose of teaching and scientific research for non-commercial purposes. 

  

7.3   Both Severable Improvements and Non-Severable Improvements made by Imperial and any Patent Rights therein ( “ IC Foreground 
Improvements” ) will be owned by ICIL. Imperial’s obligations set out in Clause 2.3 in relation to the publication of its results shall 
apply to all IC Foreground Improvements arising from the Research Group. 

  

7.4   For 24 months after the date of this Agreement, ICIL and/or Imperial shall notify CytRx of all Severable and Non-Severable 
Improvements arising from the Research Group promptly after they are created, the date that such notification is received by CytRx being 
the “Notification Date” . 

  

7.5   If under Clause 7.4 ICIL notifies CytRx of the creation of a Non-Severable Improvement made by Imperial it shall also state in such 
notice whether or not it intends to patent such Non-Severable Improvement. CytRx shall within forty five (45) days of the Notification 
Date inform ICIL whether it wishes to takes a licence of such Non-Severable Improvement. 

  

7.6   If CytRx does not reply within such forty five (45) day period or states that it does not wish to take a licence of the Non-Severable 
Improvement then ICIL shall be free to Exploit, license or assign such Non-Severable Improvement as it sees fit. 

  

7.7   If CytRx notifies ICIL in accordance with Clause 7.5 that it wishes to take a licence of such Non-Severable Improvement and ICIL has 
indicated that it intends to file a patent on such Non-Severable Improvement then ICIL will be entitled to control in its sole discretion the 
prosecution of any Patent Rights relating to such Non-Severable 



   

   

    Improvement, and such control shall include, but not be limited to, deciding which patent attorney shall have the conduct of the 
prosecution, what claims to prosecute and the terms of such claims, which countries in which to file for Patent Rights, the conduct of any 
defence to an opposition (if any) and whether to appeal any decision. Such Patent Rights will become part of the Licensed Patents and 
will be automatically licensed to CytRx under Clause 2.1.1 of this Agreement provided that such licence will be limited to the Field. ICIL 
and CytRx will decide what proportion of the patenting costs associated with the prosecution of such Patent Rights will be paid by either 
Party, which will be dependant on factors such as the scope of the claims and their relationship to the subject matter of this Agreement 
and the benefit that each Party is likely to obtain from such patent protection. In default of agreement the dispute will be subject to the 
dispute resolution procedure in Clause 11. 

  

7.8   If CytRx notifies ICIL in accordance with Clause 7.5 that it wishes to take a licence of such Non-Severable Improvement and ICIL has 
indicated that it does not intend to file a patent on such Non-Severable Improvement and CytrX believes that the Non-Severable 
Improvement should be patented then: 

  7.8.1   ICIL shall file for Patent Rights in relation to such Non-Severable Improvement and shall own all subsequent Patents Rights; and 
  

  7.8.2   the length of time that publication is delayed under Clause 2.3 in relation to any such Improvement shall be extended by thirty 
(30) Business Days to a total of sixty (60) Business Days. 

7.9   CytRx will be entitled to control in its sole discretion the prosecution of any Patent Rights filed under Clause 7.8.1, and such control shall 
include, but not be limited to, deciding which patent attorney shall have the conduct of the prosecution, what claims to prosecute and the 
terms of such claims, which countries in which to file for Patent Rights, the conduct of any defence to an opposition (if any) and whether 
to appeal any decision. If ICIL file and prosecute the Patent Rights then CytRx will within 30 days or receipt of an invoice from ICIL, 
pay the patenting costs associated with the filing and prosecution 



   

then ICIL will be free, subject to Clause 7.12, to license or assign the Severable Improvement to a Third Party.  

   

    of such Patent Rights and such Patent Rights will become part of the Licensed Patents and will be automatically licensed to CytRx under 
Clause 2.1.1 of this Agreement. 

  

7.10   If CytRx notifies ICIL in accordance with Clause 7.5 that it wishes to take a licence of such Non-Severable Improvement and neither 
ICIL nor CytRx wishes to patent such Non-Severable Improvement then it will be automatically licensed to CytRx (a) to the extent that it 
falls within the scope of a Valid Claim of the Licensed Patents under Clause 2.1.1 of this Agreement in addition to the Licensed Patents, 
and to extent that it does not falls within the scope of a Valid Claim of the Licensed Patents under clauses 2.1.2 or 2.1.3 as appropriate 
depending on the nature of the Improvement. 

  

7.11   ICIL grants CytRx a first right to be granted a worldwide, exclusive licence to commercialise any Severable Improvements in the Field to 
the Licensed Patents made by Imperial and notified to CytRx under Clause 7.4, where such Severable Improvements are unencumbered 
by any rights of any Third Party. In relation to any Severable Improvement CytRx shall notify ICIL within sixty (60) Business Days of 
the Notification Date for that Severable Improvement (the “Decision Period” ) whether or not it wishes to take a licence of such 
Severable Improvement. If CytRx notifies ICIL that it does wish to take a licence then the parties will negotiate in good faith to agree 
terms. If: 

  7.11.1   CytRx notifies ICIL that it does not wish to take a licence of such Severable Improvement; or 
  

  7.11.2   CytRx does not notify ICIL within the Decision Period; or 
  

  7.11.3   the Parties cannot agree the terms of a licence to such Severable Improvement within six (6) months of the end of the Decision 
Period (the “Negotiation Period” ) 

7.12   If a Third Party makes a genuine offer to take a licence or an assignment of a Severable Improvement that ICIL is free to license or assign 
under Clause 7.11 (a “Third Party 



   

   

    Offer ”  ) (in circumstances where CytRx and ICIL have previously failed to agree terms under 7.11.3) within a period of twenty four 
(24) months from the end of the Negotiation Period then ICIL will notify CytRx immediately and CytRx will have the option to match 
the Third Party Offer within forty-five (45) days of being so notified. If CytRx does match the offer then it shall be granted a licence or 
assignment of the Severable Improvement provided that it executes a licence or assignment agreement within forty-five (45) days (or 
such longer period agreed by the Parties) of being notified by ICIL of the Third Party Offer. The Parties will use reasonable endeavours 
to agree and execute the licence or assignment agreement within the three (3) month period. If the Parties do not execute a licence or 
assignment agreement in respect of the Severable Improvement within the three (3) month period then ICIL will be free to license or 
assign the Severable Improvement to a Third Party without any further reference to CytRx. 

8   Improvements to the Materials 
  

8.1   If the Research Group at Imperial creates an Improvement to the Biological Materials within 24 months of the date of this Agreement 
then such Improvement will be owned by ICIL and become part of the Biological Materials. It will be exclusively licensed to CytRx for 
the Field under the terms of Clause 2.1.2 of this Agreement and Imperial will supply CytRx with a reasonable quantity of such Biological 
Materials within a reasonable time of notification of the Improvement under Clause 7.4. 

  

8.2   If the Research Group at Imperial creates an Improvement to the Related Technology within 24 months of the date of this Agreement 
then such Improvement will become part of the Related Technology and will be non-exclusively licensed to CytRx for the Field under the 
terms of Clause 2.1.3 of this Agreement. 

  

8.3   Any Improvement made by CytRx to the Materials and any Patent Rights therein ( “ CytRx Materials Improvements”  ) will be owned 
by CytRx. CytRx shall have responsibility for filing any Patent Rights relating to CytRx Materials Improvements and shall own any 
subsequent patents. 



   

   

  

9   Prosecution of the Patents 
  

9.1   Subject to Clause 9.3, CytRx will control in its sole discretion the prosecution of any Patent Rights included within the Licensed Patents. 
Such control shall include, but not be limited to, deciding which patent attorney shall have the conduct of the prosecution, what claims to 
prosecute and the terms of such claims, the conduct of any defence to an opposition (if any) and whether to appeal any decision. 

  

9.2   Subject to Clause 9.4, CytRx shall only be obliged to prosecute the Licensed Patents within the Patenting Territories but it may at its sole 
discretion prosecute the Licensed Patents outside such territories. CytRx and its Affiliates and Sublicensees shall not conduct screening 
activities relating to the identification of Licensed Products or Diagnostic Products outside of the Patenting Territories. 

  

9.3   CytRx will not narrow any claims, or abandon any patent applications within the Licensed Patents in any Patenting Territory without the 
consent of ICIL, such consent not to be unreasonably withheld or delayed. 

  

9.4   If CytRx does not wish to apply for, maintain or register Patent Rights in connection with the Licensed Patents in one or more of the 
Patenting Territories then ICIL shall not unreasonably withhold its consent to the removal of such country from the list of Patenting 
Territories. ICIL shall have the right to file, maintain or register patent applications at its own expense in such country so removed, and 
such applications and resultant patents shall not be subject to this Agreement. 

  

9.5   CytRx will pay for all ongoing and future patent expenses in relation to the Licensed Patents prosecuted under Clause 9.1 incurred from 
the Commencement Date until termination or expiry of the Agreement and will instruct and settle all costs directly with the relevant 
patent agents or other bodies requiring payment for patent expenses or maintenance fees as authorized by a letter of instruction from 
ICIL. 

  

9.6   CytRx shall be entitled to register this licence, if possible in abbreviated form, in whichever territories it wishes. Imperial and ICIL shall 
provide all reasonable assistance to CytRx to: 

  9.6.1   register this Agreement throughout the world; and 



   

including, without limitation, providing scientific support and advice, providing laboratory notebooks and signing further documentation 
and handing over any current files relating to the prosecution of the Licensed Patents . CytRx will meet Imperial’s and ICIL’s reasonable 
out of pocket external legal costs and travel expenses incurred in providing such assistance.  

   

  9.6.2   prosecute any Patent Rights within the Licensed Patents 

10   Proceedings relating to the Licensed Patents 
  

10.1   Each Party shall notify the other promptly during the term of the Agreement if it becomes aware of: 

  10.1.1   any proceedings or applications emanating from a Third Party challenging the validity or enforceability of the Licensed Patents 
including, without limitation, any revocation, interference or opposition proceedings; or 

  

  10.1.2   a Third Party taking or threatening to take any proceedings for infringement of any patents of that Third Party by reason of CytRx’s 
or CytRx Sublicensees’  operation of the Licensed Patents or the manufacture, use or sale of Licensed Products; or 

  

  10.1.3   any patent infringement or potential patent infringemnt of the Licensed Patents by a Third Party (all such proceedings in Clauses 
10.1.1 to 10.1.3 being “Actions” ). 

10.2   CytRx shall have the first right at its sole discretion and cost to conduct (or have a CytRx Sublicensee conduct) any lawsuits, claims or 
proceedings relating to any Actions. ICIL and Imperial shall provide CytRx (or the CytRx Sublicensee) with all reasonable assistance in 
relation to any such lawsuits, claims or proceedings and shall, if necessary, consent to be joined as a party to them. 

  

10.3   If CytRx (or the CytRx Sublicensee) does not bring or defend any Action within ninety (90) days of the date that such Action is first 
notified by one Party to both of the other Parties then ICIL can bring or defend such Action and CytRx and Imperial shall provide 



   

   

    reasonable assistance to ICIL at ICIL’s cost. ICIL can require CytRx to grant a sublicence under this Agreement to any infringer that is 
the subject of an Action brought by ICIL under this Clause 10.3, provided that the terms of such sub-licence are reasonably acceptable to 
CytRx and Imperial. 

  

10.4   IfCytRx brings proceedings against a Third Party for infringement of the Licensed Patents, or any of them, and ICIL is joined in as a 
party to such proceedings then ICIL will have the option to pay two percent (2%) of the legal costs associated with such proceedings 
including two percent (2%) of any costs awarded against the Parties. If ICIL exercises this option then it will share any damages awarded 
(after all patenting costs incurred in relation to the Licensed Patents at the point that the damages are awarded have been deducted from 
such damages and paid to the Party who incurred such patenting costs) in the proportion ninety eight percent (98%) to CytRx and two 
percent (2%) to ICIL. If CytRx pays all the legal costs it shall retain all the damages awarded. 

  

10.5   If ICIL brings proceedings against a Third Party for infringement of the Licensed Patents, or any of them, and CytRx is joined in as a 
party to such proceedings then CytRx will have the option to pay half the legal costs associated with such proceedings including half of 
any costs awarded against the Parties. If CytRx exercises this option then it will share any damages awarded (after all patenting costs 
incurred in relation to the Licensed Patents at the point that the damages are awarded have been deducted from such damages and paid to 
CytRx) in the proportion fifty per cent (50%) to CytRx and fifty percent (50%) to ICIL. If ICIL pays all the legal costs it shall retain all 
the damages awarded. 

  

11   Dispute Resolution Procedure 
  

11.1   The Parties will use all reasonable endeavours to resolve disputes arising out of this Agreement. The Parties may refer any dispute to the 
CEO of CytRx and Managing Director of ICIL, who shall co-operate in good faith to resolve the dispute as amicably as possible within 
15 Business Days of the dispute being referred to them. 

  

11.2   If the CEO of CytRx and Managing Director of ICIL fail to resolve the dispute in the allotted time, the Parties may within that period on 
the written request of both Parties 



   

   

    agree in writing to enter into an alternative dispute resolution procedure with the assistance of a mediator agreed by the parties or, in 
default of such agreement appointed by the Centre for Dispute Resolution, Harbour Exchange Square, London. 

  

11.3   If the alternative dispute procedure fails to resolve the dispute then the dispute will be resolved by arbitration in accordance with Clause 
26. 

  

12   Representations and Warranties 
  

12.1   Each Party represents, warrants, undertakes and agrees for the benefit of the other that: 

  12.1.1   it has full power to enter into and perform this Agreement; 
  

  12.1.2   so far as it is aware the execution and delivery of this Agreement and the performance of and compliance with its terms and 
provisions will not: 

  (i)   conflict with or result in a breach of, or constitute a default under, any agreement or instrument to which it is a party or by 
which it is bound or with its memorandum and articles of association or certificate of incorporation; or 

  

  (ii)   conflict with or result in a breach of any law, regulation or order of any court. 

12.2   ICIL represents, warrants, undertakes and agrees that: 

  12.2.1   full and accurate details of all registrations of and applications for registration of the Licensed Patents as at the Commencement 
Date are set out Schedule 1; 

  

  12.2.2   to the best of its actual knowledge (and without having made any special enquiries) it is the sole legal and beneficial owner of the 
Licensed Patents and Materials; 

  

  12.2.3   to the best of its actual knowledge (and without having made any special enquiries) it does not know of any reason why the Patent 
Application will not be 



   

   

      granted at least in part and with commercially significant claims or any Patent Rights based on it will not be granted in any 
country; 

  

  12.2.4   to the best of its actual knowledge (and without having made any special enquiries) it does not know of any activities carried out 
now by any Third Party which if carried out after any of the Licensed Patents are granted would infringe such Licensed Patents; 

  

  12.2.5   to the best of its knowledge (and without having made any special enquiries) it does not own nor is it licensed to use any 
intellectual property that relates to RIP140 in the area of obesity or diabetes other than the Licensed Patents; 

  

  12.2.6   to the best of its knowledge (and without having made any special enquiries) it does not own nor is it licensed to use any 
intellectual property that: 

  (a)   would prevent CytRx Exploiting the rights granted under this Agreement; or 
  

  (b)   would result in CytRx being liable to pay a royalty or any other sum, in addition to the sums set out in Clause 4 above, to 
Exploit the Licensed Patents or Materials; or 

  12.2.7   to the best of its actual knowledge and without having conducted any special enquiries, all necessary registration, maintenance and 
renewal fees currently due in connection with the Licensed Patents have been made and all necessary documents and certificates in 
connection with such Licensed Patents have been filed with the relevant patent or other authorities in the United Kingdom for the 
purposes of maintaining such Licensed Patents; 

12.3   Imperial represents, warrants, undertakes and agrees that it will use its best endeavours to ensure that any Biological Materials supplied to 
CytRx under this Agreement are in accordance with the description of such Biological Materials. If they are found by CytRx not be in 
accordance with such description then, without prejudice to any other rights accrued by CytRx as a result of the breach of Imperials 
obligation in this Clause 12.3, 



   

   

    Imperial will use its best endeavours to provide Biological Materials in accordance with the description. 
  

12.4   Without limiting the scope of Clause 12.2 and 12.3, ICIL does not give any warranty, representation or undertaking: 

  12.4.1   as to the efficacy, scope or usefulness of the Licensed Patents or Materials; or 
  

  12.4.2   except as expressly set forth in clause 12.2.6 that the use of any of the Licensed Patents or Related Technology, the manufacture, 
sale or use of the Licensed Products or the exercise of any of the rights granted under this Agreement after the date of this 
Agreement will not infringe any other intellectual property or other rights of any other person; or 

  

  12.4.3   that the Licensed Patents or Materials or any other information communicated by ICIL to CytRx under or in connection with this 
Agreement will produce Licensed Products of satisfactory quality or fit for the purpose for which CytRx intended; or 

  

  12.4.4   subject to Clause 10.2, as imposing any obligation on ICIL to bring or prosecute actions or proceedings against third parties for 
infringement or to defend any action or proceedings for revocation of any of the Licensed Patents; or 

  

  12.4.5   as imposing any liability on ICIL in the event that any third party supplies Licensed Products to end-user customers. 

12.5   CytRx acknowledges that the Materials and Related Technology are at an early stage of development. Accordingly, but subject to Clause 
12.3, specific results cannot be guaranteed and any results, materials, information or other items (together “Delivered Items”) provided 
under this Agreement are provided “as is” and without any express or implied warranties, representations or undertakings other than that 
the Delivered Items have been created and provided in good faith. As examples, but without limiting the foregoing, ICIL does not give 
any warranty that Delivered Items are of merchantable or 



   

   

    satisfactory quality, are fit for any particular purpose, or are viable, uncontaminated, safe or non-toxic. 
  

12.6   Except as expressly stated in this Clause 12, no representations, or warranty whatsoever are made or given by or on behalf of the Parties. 
  

12.7   Subject always to the provisions of Clause 12.11, CytRx shall indemnify ICIL and Imperial against any loss, damages, costs, expenses or 
other liabilities which are awarded against or incurred by ICIL and Imperial as a result of any claim or threatened claim against them by a 
Third Party concerning the use by CytRx, its Affiliates or any of its sub-licensees of the Licensed Patents or Materials or otherwise in 
connection with the manufacture, use or sale of or any other dealing in any of the Licensed Products by CytRx or its Affiliates or any of 
its sub-licensees (hereinafter a “  Claim ” ), provided: 

  12.7.1   CytRx shall not be obligated to indemnify ICIL and/or Imperial under this Clause if it is shown by evidence acceptable in a court 
of law having jurisdiction over the subject matter and meeting the appropriate degree of proof for such action, that the Claim was 
the result of the negligence, failure to reasonably act or wilful misconduct of any employee or agent of ICIL and/or Imperial or the 
conduct of any activity to be performed by ICIL and/or Imperial pursuant to this Agreement; and 

  

  12.7.2   CytRx shall have no obligation under this Clause 12.7 unless ICIL and/or Imperial: 

  (a)   gives CytRx prompt written notice of any Claim for which it seeks to be indemnified under this Agreement; 
  

  (b)   CytRx is granted full authority and control over the defence (at the cost of CytRx), including settlement, against such Claim; 
and 

  

  (c)   ICIL and/or Imperial co-operates as reasonably required with CytRx and its agents in defence of such Claim at the cost of 
CytRx. 



   

   

12.8   Imperial and/or ICIL shall have the right to participate in the defence of any such Claim referred to in Clause 12.7 utilising attorneys of 
its choice at its own cost and expense, provided, however, that CytRx shall have full authority and control to handle any such Claim, 
including any settlement or other disposition thereof, for which the ICIL and/or Imperial seeks indemnification under Clause 12.7. 

  

12.9   CytRx undertakes to make no claim against any employee, student, agent or appointee of ICIL or Imperial, being a claim which seeks to 
enforce against any of them any liability whatsoever in connection with this Agreement or its subject matter save that CytRx can apply 
for injunctive relief in relation to an employee, student, agent or appointee of ICIL or Imperial if they have (or are threatening to) 
wilfully disclose any Confidential Information under this Agreement. 

  

12.10   In any event, the maximum liability of ICIL to CytRx under or otherwise in connection with this Agreement or its subject-matter shall 
not exceed the return of all monies paid by CytRx under this Agreement, together with interest on the balance of such monies from time 
to time outstanding, accruing from day to day at the National Westminster Bank plc base rate from time to time in force. 

  

12.11   Notwithstanding any other provision of this Agreement, no Party shall be liable to any other Party to this Agreement in contract, tort, 
negligence, breach of statutory duty or otherwise for any loss, damage, costs or expenses of any nature whatsoever incurred or suffered 
by that other party or its Affiliates of an indirect or consequential nature including without limitation any economic loss or other loss of 
turnover, profits, business or goodwill. 

13   Confidentiality 
  

13.1   The Parties each undertake and agree to: 

  13.1.1   only use the Confidential Information for the purposes envisaged under this Agreement and not to use the same for any other 
purpose whatsoever; 



   

   

  13.1.2   ensure that only those of its officers and employees who are directly concerned with the carrying out of this Agreement have access 
to the Confidential Information on a strictly applied “need to know” basis and are informed of the secret and confidential nature of 
it; 

  

  13.1.3   keep the Confidential Information secret and confidential and not to directly or indirectly disclose or permit to be disclosed the 
same to any Third Party excluding any consultants or other advisors for any reason without the prior written consent of the 
Disclosing Party; 

13.2   Subject to clause 24, the Parties each agree not to disclose any of the terms of this Agreement or its existence to any Third Party without 
the prior consent of the other Party, except as may be required by law or to fulfil any other obligations under this Agreement. 

  

13.3   The obligations of confidence referred to in Clause 13.1 shall not extend to any Confidential Information which: 

  13.3.1   is or becomes generally available to the public otherwise than by reason of breach by a Recipient Party of the provisions of this 
Clause; 

  

  13.3.2   is known to the Recipient Party and is at its free disposal (having been generated independently by the Recipient Party or a Third 
Party in circumstances where it has not been derived directly or indirectly from the Disclosing Party’s Confidential Information 
prior to its receipt from the Disclosing Party provided that evidence of such knowledge is furnished by the Recipient Party to the 
Disclosing Party within 28 days of receipt of that Confidential Information); 

  

  13.3.3   is subsequently disclosed to the Recipient Party without obligations of confidence by a Third Party owing no such obligations to 
the Disclosing Party in respect of that Confidential Information; or 

  

  13.3.4   is required by law to be disclosed (including as part of any regulatory submission or approval process) and then only when prompt 
written notice of this requirement has been given to the Disclosing Party so that it may, if so advised, 



   

   

      seek appropriate relief to prevent such disclosure provided always that in such circumstances such disclosure shall be only to the 
extent so required and shall be subject to prior consultation with the Disclosing Party with a view to agreeing timing and content of 
such disclosure. 

13.4   All Confidential Information disclosed by one Party to the other shall remain the property of the Disclosing Party. In the event that a 
court or Competent Authority assumes partial or complete control over the assets of a Recipient Party based on the insolvency or 
bankruptcy of that Party, the Recipient Party shall: 

  13.4.1   promptly notify such court or Competent Authority: 
  

  (a)   that Confidential Information received from the Disclosing Party under this Agreement remains the property of the Disclosing 
Party; and 

  

  (b)   of the confidentiality obligations under this Agreement; and 
  

  13.4.2   to the extent permitted by law, take all steps necessary or desirable to maintain the confidentiality and security of the Disclosing 
Party’s Confidential Information and to ensure that the court or Competent Authority maintains that Confidential Information in 
confidence in accordance with this Agreement. 

13.5   The obligations of the Parties under Clause 13.1 to 13.4 shall survive the expiration or termination of this Agreement for whatever reason 
for a period of 7 years . 

  

13.6   The Parties understand and agree that remedies in damages may be inadequate to protect against any breach of any of the provisions of 
this Clause 13 by either Party or their employees, officers or any other person acting in concert with it or on its behalf. Accordingly, each 
Party shall be entitled to seek the granting of interim and final injunctive relief by a court of competent jurisdiction in the discretion of 
that court against any action that constitutes any breach of this Clause without the necessity of posting a bond or proving damages. 



   

   

  

14   Duration and Termination 
  

14.1   The term of this Agreement shall extend to the expiry of the last Valid Claim in any country or the earlier termination of this Agreement 
in accordance with Clauses 14.2 or 14.3 below. 

  

14.2   CytRx shall have the right to terminate this Agreement upon three (3) months written notice. 
  

14.3   CytRx shall have the right to terminate the Agreement and the Licence forthwith in the event that: 

  (a)   ICIL or Imperial commit a material or persistent breach of any of their material obligations under this Agreement which is 
incapable of remedy; or 

  

  (b)   ICIL or Imperial fail to remedy, where it is capable of remedy, or persists in any breach of any of their obligations under this 
Agreement after having been required in writing to remedy or desist from such breach within a period of sixty (60) days of receipt 
of a notice from CytRx detailing such breach and of its intention to exercise its rights under this Clause. 

14.4   ICIL shall have the right to terminate the Agreement and the Licence forthwith in the event that: 

  (a)   CytRx commits a material or persistent breach of any of its material obligations under this Agreement which is incapable of 
remedy; or 

  

  (b)   CytRx fails to remedy, where it is capable of remedy, or persists in any material breach of any of its obligations under this 
Agreement after having been required in writing to remedy or desist from such breach within a period of sixty (60) days of receipt 
of a notice from ICIL detailing such breach and of its intention to exercise its rights under this Clause. 

14.5   Upon termination or expiry of this Agreement for any reason whatsoever: 

  14.5.1   the relationship of the Parties hereunder shall cease save as (and to the extent) expressly provided for in this Clause 14.5; 



   

   

  14.5.2   ICIL shall grant licences to each CytRx Sublicensee on the equivalent terms as those set out in this Agreement which will allow 
such CytRx Sublicensee to continue to Exploit or use the rights granted to it by CytRx under this Agreement (with no obligation 
for CytRx to make payments to ICIL based on sales of Licensed Products by the CytRx Sublicensee), provided always that the 
termination of this Agreement was not caused directly or indirectly by a CytRx Sublicensee in which case ICIL shall have no 
obligation under this Clause 14.5.2 with respect to such CytRx Sublicensee; 

  

  14.5.3   CytRx and any CytRx Sublicensee shall be entitled to fulfill any orders which, as at the date of termination, they are contracted to 
fulfill and otherwise sell or dispose of any stock which is in their possession, custody or control at the date of termination provided 
that CytRx shall pay royalties on such sales on the terms of this Agreement. Within six (6) months of the date of expiry or 
termination of this Agreement, CytRx will return to ICIL or dispose of all Materials or Related Technology in its possession and 
cease to Exploit Licensed Products which incorporate Biological Materials that have been provided to CytRx under this Agreement 
by ICIL or Imperial, provided that, following termination of this Agreement by CytRx, CytRx may continue to Exploit Licensed 
Products subject to CytRx continuing to comply with the provisions of Clauses 4 and 5 relating to the payment of milestones and 
royalties and Clauses 12.7 to 12.11. If following termination of this Agreement CytRx does so continue to Exploit Licensed 
Products in any country where there is no Valid Claim still in force the royalty payable pursuant to Clause 4 on Licensed Products 
sold in that country will be reduced by fifty (50) per cent; 

  

  14.5.4   CytRx shall have no obligation to prosecute, maintain or enforce the Licensed Patents and any patented Non-Severable 
Improvements and shall transfer to ICIL all right and title to the Licensed Patents, any patented Non-Severable Improvements and 
intellectual property rights in any Related Technologies; and 



   

   

  14.5.5   Any overpayments made by CytRx to ICIL, that have not been credited against royalties or other amounts payable by CytRx to 
ICIL under Clause 5.8 will become immediately due and payable by ICIL to CytRx. 

14.6   The obligation to make payments under this Agreement with respect to any period prior to its expiry or termination shall survive the 
expiry or termination of this Agreement. 

  

14.7   Termination of this Agreement for whatever reason shall not affect the accrued rights of the Parties arising in any way out of this 
Agreement as at the date of termination including without limitation the right to recover damages against each other and all provisions 
which are expressed or are implied to survive this Agreement shall remain in full force and effect. 

  

15   Commercialisation Option 
  

15.1   Following termination of this Agreement, if CytRx notifies in writing ICIL (an “Option Notice” ) that it no longer wishes to develop 
and/or market a Licensed Product for the treatment of obesity (an “Option Product” ) ICIL will have a first right to take over the 
development of such an Option Product and to purchase from CytRx at a commercially reasonable rate all information, data, intellectual 
property, Know-How, regulatory approval data, marketing authorisations relating to it. 

  

15.2   If ICIL notifies CytRx in writing within thirty (30) days of the Option Notice that it wishes to enter into negotiations to take over the 
development of such an Option Product and to purchase the rights set out in Clause 15.1, then the Parties will promptly enter into 
negotiations to agree terms. 

  

15.3   The value of the Option Product will be based on: 

  15.3.1   the direct costs incurred by CytRx in developing the product up to the date of any agreement between CytRx and ICIL to transfer 
the development of such a Licensed Product and to purchase the rights set out in Clause 15.1; and 



   

   

  15.3.2   a premium to take account of the risk taken by CytRx in developing the Option Product up to that point, the likelihood of the 
product reaching the market and its potential sales. The valuation of the Option Product shall be carried out by the Parties 
according to reasonable and mutually agreed principles at the time that ICIL notifies CytRx that it wishes to enter into negotiations. 

15.4   If the negotiations described in Clause 15.2 do not result in an executed agreement within seven (7) months of the date of the Option 
Notice then CytRx will be free to negotiate with a Third Party and dispose to them the Option Product and all information, data, 
intellectual property, Know-How, regulatory approval data, marketing authorisations relating to it. 

  

15.5   If ICIL notifies CytRx in writing within thirty (30) days of the Option Notice that it does not wish to enter into negotiations, or does not 
respond within such thirty (30) day period, then CytRx will be free to negotiate with a Third Party and dispose to them the Option 
Product and all information, data, intellectual property, Know-How, regulatory approval data, marketing authorisations relating to it. 

16   Assignment 
  

16.1   This Agreement may not be assigned by either Party without the prior written consent of the other Party (such consent not to be 
unreasonably withheld and such consent or refusal of consent to be given within 30 days of a request), except that either Party may assign 
the Agreement to any of its Affiliates or to a successor in connection with the merger, consolidation, or sale of all or substantially all of 
its assets or that portion of its business pertaining to the subject matter of the Agreement, with prompt notice to the other party of any 
such assignment. The Agreement shall inure to the benefit of and be binding upon the Parties and their respective lawful successors and 
assigns. 

  

17   Force Majeure 
  

17.1   If a Party (the “Non-Performing Party”) is unable to carry out any of its obligations under this Agreement due to Force Majeure this 
Agreement shall remain in effect but the Affected Party’s relevant obligations under this Agreement and the corresponding 



   

   

    obligations of the other Party under this Agreement, shall be suspended for a period equal to the circumstance of Force Majeure. 
  

18   Waiver 
  

18.1   Save as expressly provided in this Agreement neither Party shall be deemed to have waived any of its rights or remedies whatsoever 
provided by law or under this Agreement unless the waiver is made in writing, signed by a duly authorised representative of that Party 
and may be given subject to any conditions thought fit by the grantor. Unless otherwise expressly stated any waiver shall be effective 
only in the instance and for the purpose for which it is given. 

  

18.2   No delay or failure of any Party in exercising or enforcing any of its rights or remedies whatsoever shall operate as a waiver of those 
rights or remedies or so as to preclude or impair the exercise or enforcement of those rights or remedies. No single or partial exercise or 
enforcement of any right or remedy by any Party shall preclude or impair any other exercise or enforcement of that right or remedy by 
that Party. 

  

19   Severance of Terms 
  

19.1   If the whole or any part of this Agreement (including any one or more of the clauses of this Agreement or any sub-clause or paragraph or 
any part of one or more of these clauses) is or becomes or is declared illegal, invalid or unenforceable in any applicable jurisdiction for 
any reason (including both by reason of the provisions of any legislation and also by reason of any decision of any court or Competent 
Authority which either has jurisdiction over this Agreement or has jurisdiction over any of the Parties) then: 

  19.1.1   in the case of the illegality, invalidity or un-enforceability of the whole of this Agreement it shall terminate in relation to the 
jurisdiction in question; or 

  

  19.1.2   in the case of the illegality, invalidity or un-enforceability of part of this Agreement that part shall be severed from this Agreement 
in the jurisdiction in question and that illegality, invalidity or un-enforceability shall not in any way 



   

   

      whatsoever prejudice or affect the remaining parts of this Agreement which shall continue in full force and effect. 

20   Entire Agreement/Variations 
  

20.1   This Agreement constitutes the entire agreement and understanding between the Parties and supersedes all prior oral or written 
understandings, arrangements, representations or agreements between them relating to the subject matter of this Agreement. The Parties 
acknowledge that no claims shall arise in respect of any understandings, arrangements, representations or agreements so superseded. No 
director, employee or agent of any Party is authorised to make any representation or warranty to another Party not contained in this 
Agreement, and each Party acknowledges that it has not relied on any such oral or written representations or warranties. Nothing in this 
Agreement removes or overrides any right of action by any Party in respect of any fraudulent misrepresentation, fraudulent concealment 
or other fraudulent action. 

  

20.2   No variation, amendments, modification or supplement to this Agreement shall be valid unless made in writing in the English language 
and signed by a duly authorised representative or representatives of each Party. 

  

21   Notices 
  

21.1   Any notice or other communication to be given pursuant to or made under or in connection with the matters contemplated by this 
Agreement shall be in writing in the English language and shall be delivered by courier, sent by post or sent by facsimile to the address or 
facsimile number of the recipient set out in Schedule 4 or as specified by the recipient from time to time in accordance with this Clause 
21. Notices sent by e-mail shall not be valid of themselves and must be confirmed in hard copy form by courier, by post or facsimile. 

  

21.2   Any notice given pursuant to this Clause 21 shall be deemed to have been received: 

  21.2.1   in the case of delivery by hand, when delivered; or 



   

   

  21.2.2   in the case of sending by post: 

  (a)   where posted in the country of the addressee, on the second working day following the day of posting, and 
  

  (b)   where posted in any other country, on the fifth working day following the day of posting; or 
  

  21.2.3   in the case of facsimile, on acknowledgement by the recipient’s facsimile receiving equipment on a Business Day if the 
acknowledgement occurs before 1700 hours local time of the recipient and in any other case on the following Business Day. 

22   Counterparts 
  

22.1   This Agreement may be executed in any number of counterparts and by the different Parties on separate counterparts, each of which 
when so executed shall be an original of this Agreement, and all of which shall together constitute one and the same instrument. 
Complete sets of counterparts shall be lodged with each Party. 

  

23   This Agreement not to constitute a Partnership; Third Parties. 
  

23.1   Nothing on this Agreement and no action taken by the Parties pursuant to this Agreement shall constitute or be deemed to constitute a 
partnership association, joint-venture or other co-operative entity between the Parties and none of the Parties shall have any authority to 
bind the others in any way except as provided in this Agreement. 

  

23.2   The Contracts (Rights of Third Parties) Act 1999 will not apply to this Agreement. No person who is not a party to this Agreement 
(including any employee, officer, agent, representative or subcontractor of either party) except any Affiliates of CytRx will have the right 
(whether under the Contracts (Rights of Third Parties) Act 1999 or otherwise) to enforce any term of this Agreement which expressly or 
by implication confers a benefit on that person without the express prior agreement in writing of the Parties which agreement must refer 
to this Clause 23.2. 



   

   

24   Press Releases 
  

24.1   Subject to Clause 24.2, no public announcement or other disclosure to Third Parties (except to Affiliates of the Parties) concerning this 
Agreement shall be made, whether directly or indirectly, by any Party to this Agreement without first obtaining the approval of the other 
Party and agreement upon the nature and text of such announcement or disclosure with the exception that: 

  24.1.1   a Party may disclose the full terms of this Agreement to its investment bankers, lawyers, accountants and other professional 
advisors without the other Party’s prior approval provided that such disclosure is made under the terms of confidentiality whether 
express or implied; and 

  

  24.1.2   a Party may disclose those terms which it is required by a Directive to disclose and CytRx may file a copy of the Agreement with 
the United States Securities and Exchange Commission provided that it takes advantage of all provisions to keep confidential as 
many terms of the Agreement as possible. 

  

  24.1.3   a Party may further disclose the terms where such disclosure is a repeat of a previous disclosure or items included in such previous 
disclosure.. 

24.2   CytRx will use reasonable commercial endeavours to provide a draft press release to ICIL by 18 May 2004. Such press release will not be 
issued for publication until its contents have been agreed by CytRx and ICIL. The Parties will use reasonable endeavours to agree the 
terms of such press release within a reasonable time with a view to CytRx publishing the press release on 19 or 20 May 2004. 

  

25   Governing Law 
  

25.1   The validity and construction and interpretation of this Agreement and any determination of the performance which it requires shall be 
governed by the internal laws of the State of New York, USA. 



   

IN WITNESS OF THE ABOVE the Parties have signed this Agreement on the date written at the head of this Agreement.  

   

  

26   Jurisdiction 
  

26.1   Subject to Clauses 11 and 26.2, all disputes between the Parties arising under, out of or relating to this Agreement or arising out of the 
circumstances and relationships contemplated by this Agreement including disputes relating to the validity, construction or interpretation 
of this Agreement and including its formation, validity, binding effect, interpretation, performance, breach or termination as well as non-
contractual claims and including disputes relating to pre-contractual representations which result in any action or proceeding shall be 
referred to and finally resolved by arbitration under the Rules of the ICC International Court of Arbitration which Rules are deemed to be 
incorporated by reference into this Clause. The number of arbitrators shall be one. The place of arbitration shall be New York. The 
language to be used in the arbitral proceedings shall be English. 

  

26.2   Clauses 11 and 26.1 shall not prevent either Party applying for and obtaining interim relief from a court. 

                  
                   
SIGNED by      )     /s/ Susan Searle     
   

  
      

  
  

  
  

for and on behalf of      )     Authorised Signatory     
IMPERIAL COLLEGE INNOVATIONS LIMITED      )           
                   
SIGNED by      )     /s/ Peter Bearman     
   

  
      

  
  

  
  

for and on behalf of      )     Authorised Signatory     
IMPERIAL COLLEGE      )           
                   
SIGNED for and on behalf of                  
CYTRX CORPORATION by      )     /s/ Steven Kriegsman     
   

  
      

  
  

  
  

       )     Authorised Signatory     



   

Schedule 1  

Licensed Patents  

PCT application PCT/2004/000413 filed on 3 rd February 2004 and claiming priority from UK priority patent application number 0302446.0 
filed 3 rd February 2003 entitled “Screening for Modulators of Fat Storage”  

   



   

Schedule 2  

Biological Materials  

   

  •   Animals : RIP140 null mice – upon request 3 pairs of heterozygous males and females 
  

  •   Cells :   RIP140 null cells called RIPKO-1. 
  

  •   Rip140/ nuclear receptor responsive Reporter cell lines (e.g., PPRE-luciferase, ERE Luc, SRE-Luc  
  

  •   DNA clones : Expression vectors for RIP140 and mutant version thereof. 
  

  •   Expression vectors for RIP140 expressed as GST or other fusion protein   
  

  •   Reporter assays & NR vectors 
  

  •   Antibodies : MP45 polyclonal antibody and 6D7 MAb. 



   

Schedule 3  

Expert’s Decision  

   

1.   Any matter or dispute relating to (a) the calculation method for royalty payments to be made on any Combination Product or (b) the 
valuation of any Sublicensing Revenue received by CytRx in a form other than cash shall be referred to a person suitably qualified to 
determine that matter or dispute (an “Expert” ) who shall be nominated jointly by the Parties or, failing agreement between the Parties 
within twenty (20) Business Days of a written request by either Party to the other seeking to initiate the Experts’ Decision procedure set 
out below, either Party may request the president or chairman for the time being of The American Pharmaceutical Manufacturers 
Association or any successor body to it to nominate the Expert. 

  

2.   The Parties shall within fourteen (14) days of the appointment of the Expert meet with him or her in order to agree a program for the 
exchange of any relevant information and the structure to be adopted for the negotiations. 

  

3.   In all cases the terms of appointment of the Expert by whomsoever appointed shall include: 

  3.1.   a commitment by the Parties to share equally the payment of the Expert’s fee; 
  

  3.2.   a requirement on the Expert to act fairly as between the Parties and according to the principles of natural justice; 
  

  3.3.   a requirement on the Expert to hold professional indemnity insurance both then and for three (3) years following the date of his or 
her determination; 

  

  3.4.   a commitment by the Parties to supply to the Expert all such assistance, documents and information as he or she may require for the 
purpose of his or her determination; and 

  

  3.5.   a commitment by the Parties that all negotiations connected with the dispute shall be conducted in confidence and without prejudice 
to the rights of the Parties in any future proceedings. 

4.   The Expert’s recommendations shall be reduced to writing and once signed by their duly authorised representatives, shall be binding on 
the Parties (save in the case of negligence or manifest error on the part of the Expert). 



   

   

   

 

        
   Schedule 4 
  

   Addresses for Notices 
  
  

ICIL and Imperial:    Imperial College Innovations 
  

     Imperial College London 
  

   
  

12 th Floor, EEE Building, South Kensington  
Campus, London SW7 2AZ, UK 

  

     Facsimile: (0207) 589 3553 or (0207) 594 6584 
  

     Attention: Managing Director 
  
  

CytRx    CytRx Corporation 
  

     11726 San Vicente Boulevard, 
  

     Suite 650, 
  

     Los Angeles, 
  

     California 90049 USA 
  

     Facsimile: +310 826 5529 
  

     Attention: Steven Kriegsman, CEO 



   



   

Exhibit 10.22 

L E A S E  

     THIS LEASE is dated as of September 25, 2007, between the Landlord and the Tenant named below, and is of space in the Building 
described below.  

ARTICLE 1  
BASIC DATA; DEFINITIONS  

      1.1 Basic Data . Each reference in this Lease to any of the following terms shall be construed to incorporate the data for that term set forth 
in this Section:  

      Landlord : Newgate Properties, LLC  

      Landlord’s Address : 100 Institute Road, Worcester, MA 01609  

      Tenant : RXI Pharmaceuticals Corporation  

      Tenant’s Address : One Innovation Drive, Worcester, MA  

      Property : 60-68 Prescott Street, One Gateway Place, Worcester, MA  

      Building : The building commonly known and numbered as 60 Prescott Street, Worcester, MA.  

      Premises : The portion of the first floor of the Building consisting of approximately 2,882 usable square feet of office space and a portion 
of the third floor consisting of approximately 2,425 usable square feet of laboratory space, all as more particularly shown on Exhibit A 
attached hereto. The specific area of the Premises shall be determined by the registered architect for the Landlord in accordance with the 
methodology set forth in Exhibit A -1 .  

      Basic Rent : The Basic Rent for the Premises is as follows:  

           Security Deposit. Upon the execution of the Lease, the Tenant shall be obligated to pay to the Landlord one month’s rent (the “Security 
Deposit”) in the manner described at Section 1.1 hereof, which shall be held as security for the Tenant’s performance as herein provided and 
refunded to the Tenant at the end of the Lease subject to the Tenant’s satisfactory compliance with the conditions hereof. The Landlord shall 
not be obligated to pay interest on or segregate such amount from other funds of the Landlord.  

   

          
RENTAL PERIOD   MONTHLY BASIC RENT   
Rent Commencement Date to July 31, 2009    $ 15,036.50   



   

      Lease Commencement Date : Upon Substantial Completion of the Landlord’s Improvements described herein by the Landlord and 
delivery to the Tenant in accordance with the terms of this Lease. The parties shall acknowledge the Lease Commencement Date on the form 
attached hereto as Exhibit B .  

      Rent Commencement Date: Upon the later of: (i) Landlord’s Substantial Completion of the Landlord’s Improvements described herein by 
the Landlord; or (ii) December 1, 2007.  

      Term : One term of approximately twenty (20) months (“ Initial Term ”), commencing on the Lease Commencement Date and expiring 
on the last day of the calendar month after the expiration of twenty (20) calendar months after the Rent Commencement Date. Notwithstanding 
anything to the contrary herein, Tenant shall have the options (i) to terminate this Lease effective on any date at least six (6) months after the 
Term Commencement Date as may be specified by at least ninety (90) days’ notice to Landlord (in which event this Lease shall terminate on 
such effective date with the same effect as if such effective date were the date originally specified herein for the expiration hereof); and (ii) in 
the event Tenant has signed a lease of other space in Gateway Park to which Tenant intends to relocate its operations from the Premises, by 
notice to Landlord, either to extend the Term of this Lease on a month-to-month basis until, or to terminate this Lease early when, such other 
leased space has been prepared for and Tenant has accomplished such relocation and Tenant’s occupancy.  

      Option Space: During the term of this Lease, the Tenant shall have the option to add to the Premises that portion of the Building in 
Exhibit D marked as “ Option Space ” upon not less than sixty (60) days written notice to the Landlord. It is agreed that the Option Space 
consists of approximately 1,030 usable square feet of floor area. Upon such exercise, the Option Space shall be deemed to be a part of the 
Premises and the Basic Rent shall be increased at a rate of usable square footage of the Option Space multiplied by $34.00 per annum. In 
addition, Tenant shall have full access to Room 3238, the common area immediately across the corridor from the open lab space. Tenant shall 
not have the right to use the Option Space absent exercise of the option by written notice to the Landlord. In addition, in the event Blue Sky 
Biotech vacates the office space set forth in blue and marked “Blue Sky” on Exhibit E, Tenant shall have a first right of refusal to occupy such 
space. It is agreed that the Blue Sky space is approximately 500 usable square feet.  

      Initial General Liability Insurance : $1,000,000 per occurrence/$2,000,000 aggregate (combined single limit) for property damage, 
bodily injury or death.  

      Permitted Uses : General office uses and scientific laboratory space for research and development in the life sciences field of study which 
shall be conducted in compliance with all applicable municipal, state and federal laws, rules and regulations and in all events the Permitted 
Uses shall be conducted in a manner so as to not be unreasonably disruptive in any manner to any other tenant or occupant in the Building. 
Tenant will procure and maintain in full force and effect all licenses and permits which may be required for any use made of the Premises.  

      1.2 Definitions . In addition to the terms defined throughout this Lease, when used in Lease, the capitalized terms set forth below shall bear 
the meanings set forth below.  
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      Business Day : All days except Saturdays, Sundays, local, state and federal holidays.  

      Force Majeure : Collectively and individually, strikes or other labor trouble, fire or other casualty, acts of God, governmental preemption 
of priorities or other controls in connection with a national or other public emergency or shortages of fuel, supplies or labor resulting therefrom, 
or any other cause, whether similar or dissimilar, beyond the reasonable control of the party required to perform an obligation.  

      Substantial Completion : Shall mean that the Landlord’s Improvements have been completed in accordance with Exhibit A and the plans 
and specifications approved by Tenant so that either a temporary or a permanent certificate of occupancy has been issued by the City of 
Worcester, subject to minor items of repair, correction, adjustment or completion set forth in a so-called “punch list” signed by Landlord and 
Tenant, the incompletion of which do not and the subsequent completion of which will not, adversely affect or interfere with Tenant’s use of 
the Premises or the completion of Tenant’s Work. Landlord will complete the punch list items within thirty (30) days after the Lease 
Commencement Date. In the event the punch list items are not complete within thirty (30) days after the Lease Commencement Date, Tenant 
shall have the right to withhold thirty percent of the Monthly Basic Rent until such punch list items are completed.  

      1.3 Enumeration of Exhibits . The following Exhibits are a part of this Lease, are incorporated herein by reference attached hereto, and 
are to be treated as a part of this Lease for all purposes. Undertakings contained in such Exhibits are agreements on the part of Landlord and 
Tenant, as the case may be, to perform the obligations stated therein.  

ARTICLE 2  
PREMISES AND APPURTENANT RIGHTS  

      2.1 Lease of Premises . Landlord hereby leases and demises to Tenant and Tenant hereby leases from Landlord the Premises for the Term 
and upon the terms and conditions hereinafter set forth.  

      2.2 Appurtenant Rights and Reservations .  

          (a) Tenant shall have, as appurtenant to the Premises, the non-exclusive right to use, and permit its invitees, employees and authorized 
subtenants to use in common with Landlord and others, public or common walkways necessary for access to the Building and the Premises and 
the access roads, driveways, loading areas, pedestrian sidewalks, landscaped areas,  
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Exhibit A –    Plan of the Premises and Landlord Improvements 
Exhibit A-1 –    Measurement Methodology 
Exhibit B –    Lease Commencement Date Acknowledgment 
Exhibit C –    WPI Equipment and Vivarium Space Subject to Tenant Use 
Exhibit D –    Option Space 
Exhibit E –    First Floor Option Office Space 



   

bathrooms and other areas or facilities, if any, which are located in or on the Property (the “Common Facilities”) ; but such rights shall always 
be subject to reasonable rules and regulations from time to time established by Landlord pursuant to Section 14.5 (the “ Rules and 
Regulations ”) and to the right of Landlord to designate and change from time to time areas and facilities so to be used, provided, however, 
that any newly designated or changed Common Facilities shall be substantially similar to those in existence on the Lease Commencement Date. 

          (b) Landlord shall have the right to place in the Premises (but in such manner as to cause no interference with Tenant’s use of the 
Premises) utility lines, equipment, stacks, pipes, conduits, ducts and the like.  

          (c) Tenant shall have the right, as appurtenant to the Premises, the non-exclusive and subordinate right to utilize the kitchen area, 
conference rooms and auditorium within that portion of the Building leased and occupied by Worcester Polytechnic Institute (“ WPI ”) as may 
be reasonably required by Tenant and in all events subject to the scheduling requirements of WPI.  

          (d) In conjunction with the Lease, Tenant shall be provided the opportunity to utilize certain pieces of equipment and space owned by 
WPI, including but not limited to the Vivarium located within that portion of the Building leased by WPI. A list of such equipment and a plan 
of such space as are subject to this provision is attached as Exhibit C . Tenant shall be obligated to coordinate the use of the equipment and the 
Vivarium with WPI and shall pay to WPI a reasonable rate to be agreed to on a per hour or per animal basis for the use of such equipment and 
the Vivarium.  

ARTICLE 3  
BASIC RENT AND SECURITY DEPOSIT  

      3.1 Payment of Basic Rent .  

          (a) Tenant agrees to pay the Basic Rent to Landlord, or as directed by Landlord, commencing on the Rent Commencement Date, without 
offset, abatement, deduction or demand except as set forth in this Lease. Basic Rent shall be payable in equal monthly installments, in advance, 
on the first day of each and every calendar month during the Term of this Lease, to Landlord at Landlord’s Address or at such other place as 
Landlord shall from time to time designate by notice, in lawful money of the United States. In the event that any installment of Basic Rent is 
not paid within twenty (20) business days of when due, Tenant shall pay, in addition to any charges under the Lease, an administrative fee 
equal to five (5%) percent of the overdue payment. Landlord and Tenant agree that all amounts due from Tenant under or in respect of this 
Lease shall be considered as rental reserved under this Lease for all purposes, including without limitation regulations promulgated pursuant to 
the Bankruptcy Code, and including further without limitation Section 502(b) thereof.  

          (b) Basic Rent for any partial month shall be pro-rated on a daily basis, and if the first day on which Tenant must pay Basic Rent shall be 
other than the first day of a calendar month, the first payment which Tenant shall make to Landlord shall be equal to a proportionate  
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part of the monthly installment of Basic Rent for the partial month from the first day on which Tenant must pay Basic Rent to the last day of 
the month in which such day occurs.  

          (c) Basic Rent is full service gross rent and includes all real estate taxes, insurance, utilities, operating expenses and other costs and 
expenses except as herein expressly provided.  

ARTICLE 4  
CONDITION OF THE PREMISES  

      4.1 Condition of the Premises. Subject to the completion of Landlord’s Improvements by the Landlord, at Landlord’s expense, relative to 
the office space portion of the Premises and the work described in this Section and (the “ Landlord’s Improvements ”), the Premises are 
being leased in their “AS IS” condition. The Landlord agrees that at the time of delivery (i) the Premises shall be in conformity with all 
applicable laws, ordinances, rules and regulations, (ii) the Premises shall be free of latent defects, (iii) the Landlord’s Improvements and the 
work described in this Section shall be completed in a good and workmanlike manner, using only new materials, (iv) the Landlord, at the 
Landlord’s expense, shall have obtained all permits required for the completion and occupancy of the Landlord’s Improvements and the work 
described in this Section, (v) all base building mechanical, electrical, plumbing and other Building systems shall be in good operating condition 
and repair, and (vi) the Premises shall be free and clear of all tenants and occupants. If the Landlord’s Improvements and the work described in 
this Section are not substantially completed by December 15, 2007, the Landlord will credit one-half day’s Basic Rent for each day after 
December 15, and one full day’s Basic Rent for each day after December 31, that the office space is not Substantially Completed, excluding, 
any delays that are attributable to RXi. If the Landlord’s Improvements and the work described in this Section are not complete by February 1, 
2008, then the Tenant may terminate this Lease by delivering written notice to the Landlord, in which case this Lease shall terminate on the 
date set forth in the notice. There are no Landlord’s Improvements contemplated or anticipated to the laboratory portion of the Premises and 
any such work shall be conducted by Tenant pursuant to Section 5.2.  

ARTICLE 5  
USE OF PREMISES  

      5.1 Permitted Use .  

          (a) Tenant agrees that the Premises shall be used and occupied by Tenant and its authorized subtenants only for Permitted Uses (defined 
hereinabove) and for no other use without Landlord’s express written consent which consent may be withheld or conditioned in the sole and 
unfettered discretion of the Landlord. It shall be the Tenant’s responsibility and obligation to obtain and maintain the proper licenses and 
permits for the Tenant’s business at the Tenant’s expense and the Landlord makes no representation with respect to the availability or  
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non-availability of such licenses or permits. Landlord represents and warrants that the Premises may be used for the Permitted Uses under 
applicable zoning and other land use laws.  

          (b) Tenant agrees for itself and its authorized subtenants to conform to the following provisions during the Term of this Lease:  

          (i) Tenant will not place on the exterior of the Premises, Property or on any part of the Building, any sign, symbol, advertisement or 
the like, other than the existing signs located on the Property, without first obtaining Landlord’s consent, which shall not be unreasonably 
withheld, for interior signs. Landlord agrees to cooperate with Tenant as to sign locations. With regard to the installation of any signs, the 
Tenant shall comply with all provisions of Section 5.2 herein. The Tenant shall maintain and repair the Tenant’s signs located on the 
Property as of the date of this Lease and shall bear all costs and expenses associated therewith. Tenant agrees to have a sign installed in the 
lobby of the Building prior to the Rent Commencement Date and to permit Landlord to advertise the tenancy of the Tenant in the Building in 
accordance with Section 14.10 (the “ Publicity Restrictions ”):  

          (ii) Tenant shall not perform any act or carry on any practice which may injure the Premises, or any other part of the Building and 
shall operate the Premises in a reputable manner;  

          (iii) Tenant shall, in its use of the Premises, comply with the requirements of all applicable governmental laws, rules and regulations, 
including, without limitation, the Americans With Disabilities Act of 1990 and the regulations of the Massachusetts Architectural Access 
Board, subject to Tenant’s right to contest the same in good faith and postpone such compliance during the pendency of such contest; 
provided, that Tenant shall not be responsible for ensuring the Premises complies with such laws when (i) such legal requirements are 
imposed on a Building-wide basis or would be generally applicable to any office space and do not relate to Tenant’s particular manner of 
use of the Premises, (ii) a notice of violation or order was issued prior to the date Tenant is given possession of the Premises, or (iii) such 
legal requirements require investigating, certifying, monitoring, encapsulating, removing or in any way dealing with asbestos or hazardous 
substances unless such asbestos or hazardous substances were introduced into the Premises by Tenant; and  

          (iv) Tenant agrees that the Premises and any other part of the Building will be used and occupied in a careful, reasonably safe and 
proper manner and that Tenant will not permit waste therein that results from negligence or breach hereof on the part of Tenant, its 
employees, agents, invitees and others acting on its behalf.  

      5.2 Installations and Alterations by Tenant .  

          (a) Tenant shall be responsible for any and all alterations, additions and improvements (“ Improvements ”) that are required to complete 
the Premises such that the Premises can be used for the Tenant’s purposes, with the sole exclusion being the Landlord’s  
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Improvements. Prior to any structural Improvements being made, the Tenant shall provide any and all plans and specifications and a list of 
contractors for the prior consent and approval of the Landlord, which shall not be unreasonably withheld, delayed or conditioned. All work 
shall be (i) performed in a good and workmanlike manner and in compliance with all applicable laws, ordinances and regulations; (ii) be made 
at Tenant’s sole cost and expense (excluding the Landlord’s Improvements); (iii) other than Tenant’s Removable Property, become part of the 
Premises and the property of Landlord; and (iv) be coordinated with any work being performed by Landlord in such a manner as not to damage 
the Building or interfere with the construction or operation of the Building.  

          (b) Tenant shall be responsible for the installation and payment of all phone systems desired by the Tenant at the Premises.  

          (c) All articles of personal property and all laboratory hoods and other business and trade fixtures, inventory, machinery and equipment 
and furniture owned or installed by Tenant solely at its expense in the Premises (“ Tenant’s Removable Property ”) shall remain the property 
of Tenant and may be removed by Tenant at any time prior to the expiration or earlier termination of the Term, provided that Tenant, at its 
expense, shall repair any damage to the Building caused by such removal.  

          (d) Notice is hereby given that Landlord shall not be liable for any labor or materials furnished or to be furnished to Tenant upon credit, 
and that no mechanic’s or other lien for any such labor or materials shall attach to or affect the reversion or other estate or interest of Landlord 
in and to the Premises, the Building or the Property. Tenant agrees that if, any lien is filed against all or any part of the Property for work 
claimed to have been done for, or materials claimed to have been furnished to, Tenant or its agents, employees or independent contractors, 
Tenant, at its sole cost and expense, shall cause such lien to be dissolved within ten (10) business days after receipt of notice that such lien has 
been filed, by the payment thereof or by the filing of a bond sufficient to accomplish the foregoing. If Tenant shall fail to discharge any such 
lien within ten (10) business days’ notice, Landlord may, at its option, discharge such lien and treat the cost thereof (including reasonable 
attorneys’ fees incurred in connection therewith) as payable within ten (10) days of demand, it being expressly agreed that such discharge by 
Landlord shall not be deemed to waive or release the Event of Default in not discharging such lien. Tenant shall indemnify and hold Landlord 
harmless from and against any and all expenses, liens, claims, liabilities and damages based on or arising, directly or indirectly, by reason of 
the making of any alterations, additions or improvements by or on behalf of Tenant to the Premises under this Section, which obligation shall 
survive the expiration or termination of this Lease.  

          (e) In the course of any work being performed by Tenant (including, without limitation, the “field installation” of any Tenant’s 
Removable Property), Tenant agrees to use labor compatible with that being employed by Landlord for work in the Building or on the Property 
or other buildings owned by Landlord or its affiliates (which term, for purposes hereof, shall include, without limitation, entities which control 
or are under common control with or are controlled by Landlord or, if Landlord is a partnership or limited liability company, by any partner or 
member of Landlord and which may include Consigli Construction Co., Inc.) and not to employ or permit the use of any labor or otherwise 
take any action which might result in a  
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labor dispute involving personnel providing services in the Building or on the Property pursuant to arrangements made by Landlord. Tenant 
intends to use Conlangelo & Son as its contractor and Landlord has no objection to same.  

          (f) No Improvements shall be performed in a manner that is unreasonably disruptive to other tenants, or invitees of Landlord in the 
Building, or to the public in general, or which causes unreasonable noise, vibration, dust or is unreasonably unclean or unsightly. Upon notice 
from the Landlord, subject to Sections 10.4 and 11.2, the Tenant shall, at its sole cost and expense, repair any damage to the Building or the 
Property caused by or resulting from any Improvements.  

          (g) To the fullest extent permitted by law, Tenant shall indemnify and hold harmless Landlord and its agents and employees from and 
against all claims, damages, losses and expenses (except if arising in whole or in part from the negligence, willful misconduct or breach hereof 
on the part of Landlord or its agents, employees or contractors) including, but not limited to, reasonable attorneys’ fees, to the extent arising out 
of or resulting from any Improvements, provided that such claim, damage, loss or expense is attributable to bodily injury, sickness, disease or 
death, or to injury to or destruction of tangible property, including loss of use resulting therefrom, but only to the extent caused in whole or in 
part by negligent acts or willful misconduct of Tenant or its contractors or anyone for whose acts they may be liable. Such obligation shall not 
be construed to negate, abridge, or reduce other rights or obligations of indemnity elsewhere in this Lease or which would otherwise exist as to 
a party or person described in this Article.  

          (h) Tenant shall ensure that all contractors (which include sub-contractors of any contractor) who will enter the Premises or the Building, 
and others employed directly or indirectly by them, shall purchase insurance which, at a minimum, shall be consistent with the following:  

The insurance required by this Article shall be written for not less than limits specified herein for Tenant’s Insurance. Coverages, whether 
written on an occurrence or claims-made basis, shall be maintained without interruption from date of commencement of the Work until date of 
final payment and termination of any coverage required to be maintained after final payment.  

Original certificates of insurance evidencing full compliance with this Article shall be delivered to Landlord prior to commencement of the 
Improvements. These certificates and the insurance  
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policies required by this Article shall expressly name Landlord and Landlord’s mortgagee as additionally insured, and shall contain a provision 
that coverages afforded under the policies will not be canceled or allowed to expire until at least thirty (30) days’ prior written notice has been 
given to Landlord.  

      5.3 Cleanliness, Maintenance of Certain Equipment, Trash  

     The Landlord shall be responsible for storage and disposing of any non-hazardous trash and waste. Tenant shall be responsible for placing 
all such trash in the appropriate receptacles provided by the Landlord. With regard to any hazardous or infectious materials defined in any 
federal or state laws, rules or regulations, used in the Premises by Tenant or any of Tenant’s officers, employees, contractors or agents, the 
Tenant shall be responsible for disposing such materials within or from the Premises at its sole cost and expense and in accordance with all 
applicable law, rule or regulation. The Tenant shall be required to comply with any and all municipal, state or federal regulations or laws with 
regard to the storage, handling and disposal of hazardous material and with any reasonable guidelines as developed for the Property by the 
Landlord.  

ARTICLE 6  
ASSIGNMENT AND SUBLETTING  

      6.1 Terms and Conditions .  

          (a) Tenant and Landlord covenant and agree that, except in the case of a sublease or assignment in connection with a merger, 
consolidation or sale of substantially all of its assets by the Tenant, the Tenant may not sublet or assign all or a portion of the Premises without 
the express written consent of the Landlord, which consent shall not be unreasonably withheld, delayed or conditioned.  

          (b) Notwithstanding any assignment or subletting, Tenant shall remain fully and primarily liable for all of its obligations hereunder.  

          (c) All of the provisions of this Lease shall be fully binding on any assignee or sublessee, except wherever in this Lease a provision is 
expressly stated to be inapplicable to an assignee or sublessee, in which event such provision shall be considered deleted from this Lease as 
applicable to such assignee or sublessee. Without limiting the generality of the foregoing, no assignee or sublessee may itself assign this Lease 
or sublet the Premises.  

          (d) Tenant shall deliver to Landlord a fully executed counterpart of any purported assignment permitted under this Section within ten 
(10) days of the execution thereof. In the event that Tenant fails to execute and deliver any assignment to which Landlord shall have consented 
within sixty (60) days after the giving of such consent, then Landlord’s consent automatically shall be deemed revoked and of no further force 
and effect.  
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ARTICLE 7  
RESPONSIBILITY FOR REPAIRS AND CONDITION OF PREMISE S; SERVICES TO BE FURNISHED BY LANDLORD  

      7.1 Landlord Repairs . Subject to Section 7.2 below, Landlord, at Landlord’s expense, agrees to keep in good order, condition, and repair, 
and make all required replacements to, the roof, exterior walls and structure of the Building, the interior walls of the Building and the Property, 
the foundation of the Building, the HVAC systems and components, electric, water and sewer systems and components, the Common Facilities 
and the elevators, all as are necessary to maintain the same in a safe and tenantable condition for the Permitted Uses, except that Landlord shall 
in no event be responsible for any condition in the Premises or the Building caused by any willful misconduct, neglect or breach hereof on the 
part of Tenant, its invitees or contractors. Landlord, at Landlord’s expense, shall also keep and maintain all Common Facilities in a good and 
clean order, condition and repair, free of snow and ice and accumulation of dirt and rubbish, and shall keep and maintain all landscaped areas 
on the Property in a neat and orderly condition. Landlord shall make the repairs and replacements to maintain the Building in a condition 
comparable to other first class mixed-office/laboratory buildings in the Worcester area. Landlord shall not be responsible to make any 
improvements or repairs to the Building other than as expressly described in this Section 7.1 provided, unless expressly provided otherwise in 
this Lease.  

      7.2 Tenant Repairs . Subject to Section 7.1 above, Tenant shall be responsible for making repairs to the Premises necessary to keep the 
Premises and every part thereof neat and clean, and will maintain the same, excluding the HVAC, plumbing, mechanical and electrical systems, 
in good order, condition and repair, excepting only those repairs for which Landlord is responsible under the terms of this Lease, reasonable 
wear and tear of the Premises, and damage by fire or other casualty or due to Landlord’s negligence, willful misconduct or breach hereof, 
occurring as a consequence of the exercise of the power of eminent domain; and Tenant shall surrender the Premises, at the end of the Term, in 
such condition. Subject to Sections 10.4 and 11.2, Tenant shall be responsible for the cost of repairs which may be made necessary by reason of 
damage to the Building caused by any willful misconduct, neglect or breach hereof on the part of Tenant or its contractors.  

      7.3 Interruption of Service . Landlord reserves the right to curtail, suspend, interrupt and/or stop the supply of water, sewage, electrical 
current, cleaning, and other services, and to curtail, suspend, interrupt and/or stop use of entrances and/or lobbies serving access to the 
Building, or other portions of the Property, without thereby incurring any liability to Tenant, when necessary by reason of accident or 
emergency, or for repairs, alterations, replacements or improvements in the judgment of Landlord, reasonably exercised, desirable or necessary, 
or when prevented from supplying such services or use due to any willful misconduct, neglect or breach hereof on the part of Tenant or 
Tenant’s agents, employees or contractors or by Force Majeure, including, but not limited to, strikes, lockouts, difficulty in obtaining materials, 
accidents, laws or orders, or inability, by exercise of reasonable diligence, to obtain electricity, water, gas, steam, coal, oil or other suitable fuel 
or power. Notwithstanding anything to the contrary contained herein, if any essential services (such as HVAC, electricity, water, passenger 
elevators if necessary for reasonable access to the Premises, etc.) supplied by Landlord are  
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interrupted rendering a material portion of the Premises untenantable, or if a material portion of the Premises are rendered untenantable in 
whole or in part as a result of a default by Landlord, a constructive eviction, contamination of the Premises, Building or Property, or any other 
cause, and such untenantability does not result in whole or in part from the negligence, willful misconduct or breach hereof on the part of 
Tenant, its employees, contractors, or agents, Tenant shall be entitled to an equitable abatement of Basic Rent beginning on the day a material 
portion of the Premises were first rendered untenantable in whole or in part. The abatement shall end when tenantability is restored by Landlord 
and Tenant is able to use the entire Premises to conduct its business operations therein. During any such untenantability, Landlord shall use 
commercially reasonable efforts to restore the services and render the entire Premises tenantable.  

ARTICLE 8  
REAL ESTATE TAXES  

     Not applicable.  

ARTICLE 9  
OPERATING AND UTILITY EXPENSES  

     Not applicable.  

ARTICLE 10  
INDEMNITY AND PUBLIC LIABILITY INSURANCE  

      10.1 Tenant’s Indemnity . Except if arising in whole or in part from the negligence or willful misconduct or breach hereof on the part of 
Landlord or its agents, contractors or employees, Tenant agrees to indemnify and save harmless Landlord and Landlord’s partners, members, 
shareholders, officers, directors, managers, employees, agents and contractors and any Holder from and against all claims, losses, cost, 
damages, liability or expenses of whatever nature to the extent arising: (i) from any accident, injury or damage whatsoever to any person, or to 
the property of any person, occurring in or about the Premises (ii) from any accident, injury or damage whatsoever to any person, or to the 
property of any person, occurring outside of the Premises but on or about the Property, where such accident, damage or injury results or is 
claimed to have resulted from any negligence or willful misconduct or breach hereof on the part of Tenant or Tenant’s agents, employees, 
contractors or sublessees; or (iii) the use or occupancy of the Premises or of any business conducted therein or any thing or work whatsoever 
done or any condition created (other than by or on behalf of Landlord) in or about the Premises, and, in any case, occurring after the 
Commencement Date (or such earlier date as of which Tenant takes possession of the Premises) until the expiration of the Term of this Lease 
and thereafter so long as Tenant is in occupancy of any part of the Premises. This indemnity and hold harmless agreement shall include 
indemnity against all losses, costs, damages, expenses and liabilities incurred in or in connection with any such claim or any proceeding 
brought thereon, and the defense thereof, including, without limitation, reasonable attorneys’ fees and costs at both the  
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trial and appellate levels. The provisions of this Section 10.1 shall survive the expiration or earlier termination of this Lease.  

      10.2 Tenant Insurance . Tenant agrees to maintain in full force from the date upon which Tenant first enters the Premises for any reason, 
throughout the Term of this Lease, and thereafter so long as Tenant is in occupancy of any part of the Premises, a policy of commercial general 
liability and property damage insurance (including broad form contractual liability, independent contractor’s hazard and completed operations 
coverage), fire and extended coverage with Tenant named as an insured and Landlord, and, at Landlord’s request, Landlord’s property 
manager, any Holder, and such other persons as Landlord reasonably may request are named as additional insureds. Each policy required 
hereunder shall be non-cancelable and non-amendable with respect to Landlord and Landlord’s said designees without thirty (30) days’ prior 
notice, shall be written on an “occurrence” basis, and shall be in at least the amounts of the Initial General Liability Insurance specified in 
Section 1.1, and a duplicate original or certificates thereof satisfactory to Landlord, shall be delivered to Landlord. All such policies shall 
contain a clause that such policy and the coverage evidenced thereby shall be primary with respect to any insurance policies carried by the 
Landlord and shall be obtained from responsible companies qualified to do business and in good standing in the Commonwealth of 
Massachusetts and rated A- or better in the most current issue of Best’s Insurance Reports. Tenant shall procure and pay for any and all 
renewals of such insurance from time to time during the term of the Lease and shall provide such renewal policies or certificates.  

      10.3 Tenant’s Risk . Tenant agrees to use and occupy the Premises and to use such other portions of the Property as Tenant is herein given 
the right to use at Tenant’s own risk. Except in the event of negligence, willful misconduct or breach hereof on the part of Landlord, or any of 
its agents, contractors or employees, Landlord shall not be liable to Tenant, its employees, agents, invitees or contractors for any damage, 
injury, loss, compensation, or claim (including, but not limited to, claims for the interruption of or loss to Tenant’s business) based on, arising 
out of or resulting from any cause whatsoever, including, but not limited to, repairs to any portion of the Premises or the Property, any fire, 
robbery, theft, mysterious disappearance and/or any other crime or casualty, the actions of any other tenants of the Building or of any other 
person or persons, or any leakage in any part or portion of the Premises or the Building, or from water, rain or snow that may leak into, or flow 
from any part of the Premises or the Building, or from drains, pipes or plumbing fixtures in the Building. Any goods, property or personal 
effects stored or placed in or about the Premises shall be at the sole risk of Tenant, and neither Landlord nor Landlord’s insurers shall in any 
manner be held responsible therefor. Landlord shall not be responsible or liable to Tenant, or to those claiming by, through or under Tenant, for 
any loss or damage that may be occasioned by or through the acts or omissions of persons occupying adjoining premises or any part of the 
premises adjacent to or connecting with the Premises or any part of the Property or otherwise. Notwithstanding the foregoing, Landlord shall 
not be released from liability for any injury, loss, damages or liability to the extent arising from any negligence, willful misconduct or breach 
hereof on the part of Landlord, its servants, employees or agents acting within the scope of their authority on or about the Premises. The 
provisions of this Section 10.3 shall be applicable from and after the execution of this Lease and until the end of the Term of this Lease, and 
during such further period as Tenant may use or be in occupancy of any part of the Premises or of the Building.  
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      10.4 Waiver of Subrogation . Notwithstanding anything to the contrary contained herein, Landlord and Tenant each hereby waives on 
behalf of itself and its property insurers (none of which shall ever be assigned any such claim or be entitled thereto due to subrogation or 
otherwise) any and all rights of recovery, claim, action, or cause of action against the other, its agents, officers, servants, partners, shareholders, 
contractors or employees for any loss or damage that may occur to the Building or the Premises, or any improvements thereto, or any personal 
property of such party therein, by reason of fire, the elements, or any other cause or origin, which is insured against under any property 
insurance policy actually being maintained from time to time, even if not required hereunder, or which would be insured against under the 
terms of any so-called “all risk” or “broad form” policy or any other property insurance policy required to be carried or maintained by the 
waiving party hereunder, whether or not such insurance coverage is actually being maintained and regardless of the cause or origin, including, 
in every instance, negligence by the other party hereto, its agents, officers, partners or employees. Landlord and Tenant each agrees to cause 
appropriate clauses to be included in its property insurance policies necessary to implement the foregoing provisions.  

ARTICLE 11  
FIRE, EMINENT DOMAIN, ETC.  

      11.1 Landlord’s Right of Termination . If the Premises or the Building are substantially damaged by fire or casualty (the term 
“substantially damaged” meaning damage of such a character that the same cannot, in the ordinary course, reasonably be expected to be 
repaired within ninety (90) days from the date of the fire or casualty), or if any part of the Building is taken by any exercise of the right of 
eminent domain, then Landlord shall have the right to terminate this Lease (even if Landlord’s entire interest in the Premises may have been 
divested) by giving notice of Landlord’s election so to do prior to the expiration of the said ninety (90) days, whereupon this Lease shall 
terminate thirty (30) days after the date of such notice with the same force and effect as if such date were the date originally established as the 
expiration date hereof.  

      11.2 Restoration; Tenant’s Right of Termination . If the Premises or the Building are damaged by fire or other casualty (or the Premises 
or access to the Premises are taken by the power of eminent domain), and this Lease is not terminated pursuant to Section 11.1, Landlord shall 
thereafter use reasonable efforts to restore the Building and the Premises (excluding any Alterations made by Tenant pursuant to Section 5.2) to 
proper condition for Tenant’s use and occupation, provided that Landlord shall have no obligation to restore damage that would not be covered 
by a property insurance policy of the sort referred to in Section 10.4. If, for any reason, including Force Majeure, such restoration shall not be 
substantially completed within 180 days after the date of the fire or other casualty, Tenant shall have the right to terminate this Lease by giving 
notice to Landlord thereof. This Lease shall cease and come to an end without further liability or obligation on the part of either party on the 
date specified in such notice from Tenant. Such right of termination shall be Tenant’s sole and exclusive remedy at law or in equity for 
Landlord’s failure so to complete such restoration, and time shall be of the essence with respect thereto. Notwithstanding the forgoing, Tenant’s 
termination rights set forth in Section 1.1 Term shall remain in full force and effect.  
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      11.3 Abatement of Rent . If the Premises or the Building are damaged by fire or other casualty, Basic Rent payable by Tenant shall abate 
proportionately for the period during which, by reason of such damage, there is substantial interference with Tenant’s use of the Premises, 
having regard for the extent to which Tenant may be required to discontinue Tenant’s use of all or any undamaged portion of the Premises due 
to such damage, but such abatement or reduction shall end if and when Landlord shall have completed sufficient restoration that Tenant is 
reasonably able to use the Premises and the Premises are in substantially the condition in which they were prior to such damage. If the Premises 
shall be affected by any exercise of the power of eminent domain, Basic Rent payable by Tenant shall be justly and equitably abated and 
reduced according to the nature and extent of the loss of use thereof suffered by Tenant. In no event shall Landlord have any liability for 
damages to Tenant for inconvenience, annoyance, or interruption of business arising from any fire or other casualty or eminent domain.  

      11.4 Condemnation Award . Landlord shall have and hereby reserves and accepts, and Tenant hereby grants and assigns to Landlord, all 
rights to recover for damages to the Property and the leasehold interest hereby created, and to compensation accrued or hereafter to accrue by 
reason of any taking, by exercise of the right of eminent domain, and by way of confirming the foregoing, Tenant hereby grants and assigns, 
and covenants with Landlord to grant and assign to Landlord, all rights to such damages or compensation, and covenants to deliver such further 
assignments and assurances thereof as Landlord may from time to time request, and Tenant hereby irrevocably appoints Landlord its attorney-
in-fact to execute and deliver in Tenant’s name all such assignments and assurances. Nothing contained herein shall be construed to prevent 
Tenant from prosecuting in any condemnation proceedings a claim for the value of any of Tenant’s Removable Property installed in the 
Premises by Tenant at Tenant’s expense and for relocation expenses.  

ARTICLE 12  
HOLDING OVER; SURRENDER  

      12.1 Holding Over . Any holding over by Tenant after the expiration of the Term of this Lease shall be treated as a daily tenancy at 
sufferance at a rate equal to one and one-half (1 1/2) times the Basic Rent then in effect (prorated on a daily basis). In all other respects, such 
holding over shall be on the terms and conditions set forth in this Lease as far as applicable.  

      12.2 Surrender of Premises . Subject to the provisions of Section 7.2, upon the expiration or earlier termination of the Term of this Lease, 
Tenant shall peaceably quit and surrender to Landlord the Premises together with all alterations, additions and improvements other than 
Tenant’s Removable Property which may have been made or installed in, on or to the Premises prior to or during the Term of this Lease by 
either Landlord or Tenant or any authorized subtenant (except as hereinafter provided) in neat and clean condition and in such order, condition 
and repair as Tenant is required to maintain the same hereunder. Tenant shall remove all of Tenant’s Removable Property and shall repair any 
damages to the Premises or the Building caused by such removal. Any Tenant’s Removable Property which shall remain in the Building or on 
the Premises after the expiration or termination of the Term of this Lease shall be deemed conclusively to have been abandoned, and either may 
be retained by Landlord as its  
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property or may be disposed of in such manner as Landlord may see fit, at Tenant’s sole cost and expense.  

ARTICLE 13  
DEFAULT; REMEDIES  

      13.1 Tenant’s Default .  

          (a) If at any time subsequent to the date of this Lease any one or more of the following events (herein referred to as an “ Event of 
Default ”) shall occur:  

          (i) Tenant shall fail to pay the Basic Rent or any other charges hereunder when due and such failure shall continue for five 
(5) Business Days after the date due and written notice thereof; or  

          (ii) Tenant shall neglect or fail to perform or observe any other covenant herein contained on Tenant’s part to be performed or 
observed and Tenant shall fail to remedy the same within thirty (30) days after written notice to Tenant specifying such neglect or failure, or 
if such failure is of such a nature that it cannot reasonably remedy the same within such thirty (30) day period, Tenant shall fail to 
commence promptly (and in any event within such thirty (30) day period) to remedy the same and to prosecute such remedy to completion 
with diligence and continuity, subject to the Force Majeure; or  

          (iii) Tenant’s leasehold interest in the Premises shall be taken on execution or by other process of law directed against Tenant; or  

          (iv) Tenant shall make an assignment for the benefit of creditors or shall be adjudicated insolvent, or shall file any petition or answer 
seeking any reorganization, arrangement, composition, readjustment, liquidation, dissolution or similar relief for itself under any present or 
future Federal, State or other statute, law or regulation for the relief of debtors (other than the Bankruptcy Code, as hereinafter defined), or 
shall seek or consent to or acquiesce in the appointment of any trustee, receiver or liquidator of Tenant or of all or any substantial part of its 
properties, or shall admit in writing its inability to pay its debts generally as they become due; or  

          (v) A petition shall be filed against Tenant under any law (other than the Bankruptcy Code) seeking any reorganization, arrangement, 
composition, readjustment, liquidation, dissolution, or similar relief under any present or future Federal, State or other statute, law or 
regulation and shall remain undismissed or unstayed for an aggregate of sixty (60) days (whether or not consecutive), or if any trustee, 
conservator, receiver or liquidator of Tenant or of all or any substantial part of its properties shall be appointed without the consent or 
acquiescence of Tenant and such appointment shall remain unvacated or unstayed for an aggregate of sixty (60) days (whether or not 
consecutive).  
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then in any such case Landlord may terminate this Lease as hereinafter provided and exercise any other rights or remedies available under this 
Lease, at law or in equity.  

      13.2 Landlord’s Remedies .  

          (a) Upon the occurrence of an Event of Default, Landlord may terminate this Lease by notice to Tenant, specifying a date not less than 
thirty (30) days after the giving of such notice on which this Lease shall terminate and this Lease shall come to an end on the date specified 
therein as fully and completely as if such date were the date herein originally fixed for the expiration of the Term of this Lease, and Tenant will 
then quit and surrender the Premises to Landlord, but Tenant shall remain liable as hereinafter provided.  

          (b) If this Lease shall have been terminated as provided in this Article, or if any execution or attachment shall be issued against Tenant or 
any of Tenant’s property whereupon the Premises shall be taken or occupied by someone other than Tenant, then Landlord may re-enter the 
Premises, either by summary proceedings, ejectment or otherwise, and remove and dispossess Tenant and all other persons and any and all 
property from the same, as if this Lease had not been made.  

          (c) If this Lease shall have been terminated as provided in this Article, Tenant shall pay the Basic Rent, or charges and other sums 
payable hereunder up to the time of such termination, and thereafter Tenant, until the end of what would have been the Term of this Lease in 
the absence of such termination, shall be liable to Landlord for, and shall pay to Landlord, as liquidated current damages: the Basic Rent, or 
charges and other sums that would be payable hereunder if such termination had not occurred, less the net proceeds, if any, of any reletting of 
the Premises, after deducting all expenses in connection with such reletting, including, without limitation, all repossession costs, brokerage 
commissions, reasonable legal expenses, reasonable attorneys’ fees, advertising, expenses of employees, alteration costs and expenses of 
preparation for such reletting. Tenant shall pay the portion of such current damages referred to above to Landlord monthly on the days which 
the Basic Rent would have been payable hereunder if this Lease had not been terminated. Landlord shall use commercially reasonable efforts to 
mitigate its damages.  

          (d) At any time within two (2) months after termination of this Lease as provided in this Article, whether or not Landlord shall have 
collected any such current damages, as liquidated final damages and in lieu of all such current damages beyond the date of such demand, at 
Landlord’s election Tenant shall pay to Landlord an amount equal to the excess, if any, of the Basic Rent, for what would be the then unexpired 
Term of this Lease if the same remained in effect, over the then fair net rental value of the Premises for the same period (discounted to present 
value).  

          (e) In case of any Event of Default, re-entry, expiration and dispossession by summary proceedings or otherwise, Landlord may (i) re-let 
the Premises or any part or parts thereof, either in the name of Landlord or otherwise, for a term or terms which may at Landlord’s option be 
equal to or less than or exceed the period which would otherwise have constituted the balance of the Term of this Lease and may grant 
concessions or free rent to the extent that Landlord considers advisable and necessary to re-let the same and (ii) make such  

-16-  



   

alterations, repairs and decorations in the Premises as Landlord considers advisable and necessary for the purpose of reletting the Premises; and 
the making of such alterations, repairs and decorations shall not operate or be construed to release Tenant from liability hereunder as aforesaid. 
Tenant hereby expressly waives any and all rights of redemption granted by or under any present or future laws in the event of Tenant being 
evicted or dispossessed, or in the event of Landlord obtaining possession of the Premises, by reason of the violation by Tenant of any of the 
covenants and conditions of this Lease.  

      13.3 Intentionally Omitted.  

      13.4 Remedying Defaults . Landlord shall have the right, but shall not be required, to pay such sums or do any act which may be necessary 
to cure any Event of Default on the part of Tenant under any of the provisions of this Lease, and in the event of the exercise of such right by 
Landlord, Tenant agrees to pay to Landlord forthwith within ten (10) days of demand all such sums or the reasonable costs of such cure, 
together with interest thereon at a rate equal to 3% plus the prime rate published from time to time in The Wall Street Journal or its successor 
publication, as Additional Rent. Any payment of Basic Rent or other sums payable hereunder not paid within ten (10) days of due shall, at the 
option of Landlord, bear interest at a rate equal to 3% over the prime rate published from time to time in The Wall Street Journal or its 
successor publication from the due date thereof and shall be payable forthwith within ten (10) days of demand by Landlord, as Additional Rent. 

      13.5 Remedies Cumulative . The specified remedies to which Landlord may resort hereunder are not intended to be exclusive of any 
remedies or means of redress to which Landlord may at any time be entitled lawfully, and Landlord may invoke any remedy (including the 
remedy of specific performance) allowed at law or in equity as if specific remedies were not herein provided for.  

      13.6 Enforcement Costs . Tenant shall pay all out-of-pocket costs and expenses (including, without limitation, reasonable attorneys’ fees 
and expenses at both the trial and appellate levels) incurred by or on behalf of Landlord in connection with the successful enforcement of any 
rights of Landlord or obligations of Tenant hereunder, whether or not occasioned by an Event of Default. In the event of any other litigation 
between the parties related to this Lease or the Premises the prevailing party shall be entitled to receive from the other a full reimbursement of 
its legal fees and expenses incured in such litigation.  

      13.7 Waiver .  

          (a) Failure on the part of Landlord or Tenant to complain of any action or non-action on the part of the other, no matter how long the 
same may continue, shall never be a waiver by Tenant or Landlord, respectively, of any of the other’s rights hereunder. Further, no waiver at 
any time of any of the provisions hereof by Landlord or Tenant shall be construed as a waiver of any of the other provisions hereof, and a 
waiver at any time of any of the provisions hereof shall not be construed as a waiver at any subsequent time of the same provisions. The 
consent or approval of Landlord or Tenant to or of any action by the other requiring such consent or approval shall not be construed to waive or 
render unnecessary Landlord’s or Tenant’s consent or approval to or of any subsequent similar act by the other.  
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          (b) No payment by Tenant, or acceptance by Landlord, of a lesser amount than shall be due from Tenant to Landlord shall be treated 
otherwise than as a payment on account of the earliest installment of any payment due from Tenant under the provisions hereof. The 
acceptance by Landlord of a check for a lesser amount with an endorsement or statement thereon, or upon any letter accompanying such check, 
that such lesser amount is payment in full, shall be given no effect, and Landlord may accept such check without prejudice to any other rights 
or remedies which Landlord may have against Tenant.  

      13.8 Landlord’s Default . Landlord shall in no event be in default under this Lease unless Landlord shall neglect or fail to perform any of 
its obligations hereunder and shall fail to remedy the same within ten (10) days after notice to Landlord specifying such neglect or failure, or if 
such failure is of such a nature that Landlord cannot reasonably remedy the same within such ten (10) day period, Landlord shall fail to 
commence promptly (and in any event within such ten (10) day period) to remedy the same and to prosecute such remedy to completion with 
diligence and continuity.  

ARTICLE 14  
MISCELLANEOUS PROVISIONS  

      14.1 Rights of Access, Inspection . Landlord or its representatives shall have the right without charge to it and without reduction in Base 
Rent during regular business hours, after at least 24 hours’ prior notice and in the presence of a representative of the Tenant, enter to view the 
Premises for any reasonable purpose (including, without limitation, showing the Premises to prospective purchasers, tenants and lenders, and, 
in case of an emergency, whether resulting from circumstances in the Premises or elsewhere in the Landlord’s Property, Landlord or its 
representatives may enter the Premises (forcibly, if necessary) at any time to take such measures as may be needed to cope with such 
emergency. Such access shall include, but not be limited to, the right to open floors, walls, ceilings, and building systems for the foregoing 
purposes. Landlord may, during the six (6) months next preceding the expiration of the Lease Term, show the Premises to parties wishing to 
lease the Premises. Landlord shall use good faith efforts as is practical under the circumstances not to materially and adversely interfere with 
Tenant’s use during Landlord’s access as described in this Section and to provide Tenant with reasonable notice of the Landlord’s intentions to 
enter, and Tenant agrees to use good faith efforts to cooperate and assist Landlord in its access as described in this Section.  

      14.2 Covenant of Quiet Enjoyment . Subject to the terms and conditions of this Lease, on payment of the Basic Rent and other charges 
and observing, keeping and performing all of the other terms and conditions of this Lease on Tenant’s part to be observed, kept and performed, 
in both instances within any applicable grace or cure period after notice, Tenant shall lawfully, peaceably and quietly enjoy the Premises for the 
Permitted Use during the term hereof, without hindrance or ejection by any persons lawfully claiming under Landlord to have title to the 
Premises superior to Tenant. The foregoing covenant of quiet enjoyment is in lieu of any other covenant, express or implied.  
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      14.3 No Liability for Consequential Damages .  

          (a) In no event shall Landlord or Tenant ever be liable to the other under or for any breach of any provision of this Lease for any loss of 
business or any other indirect or consequential damages suffered by the other, from whatever cause.  

      14.4 Estoppel Certificate . Tenant and Landlord shall each, at any time and from time to time, upon not less than ten (10) business days 
prior written notice from the other, execute, acknowledge and deliver to the requesting party an estoppel certificate containing such statements 
of fact as the requesting party reasonably requests.  

      14.5 Rules and Regulations . Tenant shall abide by reasonable Rules and Regulations from time to time established by Landlord by notice 
to Tenant, it being agreed that such Rules and Regulations shall be established and applied by Landlord in a non-discriminatory fashion, shall 
be generally applicable to other office and laboratory tenants of the Building. Landlord agrees to use reasonable efforts to insure that any such 
Rules and Regulations are uniformly enforced, but Landlord shall not be liable to Tenant for violation of the same by any other tenant or 
occupant of the Building, or persons having business with them. In the event that there shall be a conflict between such Rules and Regulations 
and the provisions of this Lease, the provisions of this Lease shall control.  

      14.6 Invalidity of Particular Provisions . If any term or provision of this Lease, or the application thereof to any person or circumstance 
shall, to any extent, be invalid or unenforceable, the remainder of this Lease, or the application of such term or provision to persons or 
circumstances other than those as to which it is held invalid or unenforceable, shall not be affected thereby, and each term and provision of this 
Lease shall be valid and be enforced to the fullest extent permitted by law.  

      14.7 Provisions Binding, Etc . Except as herein otherwise provided, the terms hereof shall be binding upon and shall inure to the benefit of 
the successors and assigns, respectively, of Landlord and Tenant (except in the case of Tenant, only such successors and assigns as may be 
permitted hereunder) and, if Tenant shall be an individual, upon and to his heirs, executors, administrators, successors and permitted assigns. 
Any reference in this Lease to successors and assigns of Tenant shall not be construed to constitute a consent to assignment by Tenant.  

      14.8 Notice . All notices or other communications required hereunder shall be in writing and shall be deemed duly given if sent by 
reputable overnight delivery or courier service (e.g., Federal Express) providing for receipted delivery prepaid, to the following address:  

(a) if to Landlord at Landlord’s Address to  

Newgate Properties, LLC  
c/o Worcester Polytechnic Institute  
100 Institute Road  
Worcester, MA 01609  
Attn: Jeffrey Solomon, Executive Vice President  
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With a copy to :  
Mark L. Donahue, Esquire  
Fletcher, Tilton & Whipple, P.C.  
370 Main Street  
Worcester, MA 01608  
Tel: (508) 459-8000  
Fax: (508) 459-8329  

RXi Pharmaceuticals Corporation  
One Innovation Drive  
Worcester, Massachusetts 01605  

With a copy to :  
Christopher F. Dunn, Esq.  
Ropes & Gray LLP  
One International Place  
Boston, MA 02110-2624  

Receipt of notice or other communication shall be conclusively established with receipt or evidence that delivery was first attempted. Either 
party may change its address for the giving of notices by notice given in accordance with this Section.  

      14.9 Waiver of Jury Trial . Landlord and Tenant hereby each waive trial by jury in any action, proceeding or counterclaim brought by 
either against the other, on or in respect of any matter whatsoever arising out of or in any way connected with this Lease, the relationship of 
Landlord and Tenant or Tenant’s use or occupancy of the Premises.  

      14.10 Publicity Restrictions. In no event shall Landlord or Tenant ever use the name of the other party (or any of its officers, employees, 
advisors, or agents, or any adaptation of their names), or any terms of this Agreement in any promotional material or other public 
announcement or disclosure without the prior written consent of said party.  

      14.11 Multiple Counterparts . This Lease may be executed in multiple counterparts, each of which shall be deemed an original and all of 
which together shall constitute one and the same document.  

      14.12 Governing Law . This Lease shall be governed by the laws of the Commonwealth of Massachusetts without regard to its conflict of 
laws provision.  

      14.13 Access . The Tenant shall have access to the Premises 24 hours a day 7 days a week. Provided that the Tenant has complied with the 
insurance provisions of this Lease, and provided further that the Tenant does not unreasonably interfere with the performance of the Landlord’s 
Improvements to be completed as part of this Lease, then the Tenant may access the  
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  (b)   if to Tenant Attn: Tod Woolf, CEO at the Premises, except that prior to Tenant’s taking occupancy of the Premises at Tenant’s 
current address: 



   

Premises prior to the Lease Commencement Date for the purpose of installing Tenant’s Improvements, Tenant’s cabling and wiring and 
Tenant’s fixtures and equipment.  

      14.14 Landlord’s Title and Authority . Landlord covenants and agrees that the Landlord is the record owner of the Premises and has full 
right and title to lease the Premises to the Tenant under this Lease.  

      14.15 Recording . The Tenant may record a Notice of Lease pursuant to G.L. c. 183, §4 and the Landlord agrees to execute such a notice if 
requested by the Tenant within five (5) business days of the date of the Tenant’s request.  

      14.16. Parking . The Tenant shall have the right to use one parking space per employee in the card access parking lot adjacent to the 
Property on a non-exclusive and non-reserved basis for Tenant’s employees and Tenant’s visitors shall have the right to park in the designated 
visitor parking spaces in the parking lot adjacent to the Property. One (1) space shall be specifically designated reserved for Dr. Craig Mello as 
a principal of the Tenant and shall be as near the Building as is reasonably practicable. There shall be no additional fee for the use of the 
parking spaces.  

      14.17. Expression of Interest. Tenant hereby affirms and ratifies the letter of Tod Woolf, CEO of Tenant, to D’Anne Hurd dated August 8, 
2007, referencing “Gateway Park, Worcester-Indication of Interest in 100,000 sq. ft. building (Building #1).”  

      IN WITNESS WHEREOF, Landlord and Tenant have caused this Lease to be duly executed, under seal, by persons hereunto duly 
authorized, as of the date first set forth above.  
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  LANDLORD:  

Newgate Properties, LLC  
  

  

  By:   /s/ D'Anne Hurd   
        
        
  
  TENANT:  

RXI Pharmaceutical Corporation  
  

  

  By:   /s/ Tod Woolf   
        
        



   

EXHIBIT A – FIRST FLOOR PREMISES  
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EXHIBIT A – LANDLORD IMPROVEMENTS  
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EXHIBIT A – THIRD FLOOR PREMISES  
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EXHIBIT A – THIRD FLOOR PREMISES  
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EXHIBIT A-1  

     Method of Measurement:  

    The usable area of the space is calculated to the inside face of the dominant portion of the exterior walls, and the inside face of all interior 
demising partitions.  
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Landlord       Tenant         

   
       

  
       

  

     Initials       Initials     



   

EXHIBIT B  
Lease Commencement Date Acknowledgement  
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EXHIBIT C  
WPI Equipment and Vivarium Space Subject to Tenant Use  

Gateway Research Equipment — Core Capabilities  
Prepared for RXi, Inc.  

Fee-for-use, internal rates will apply  

Microscopy  

Gel/Image Documentation  

Analytical Instrumentation  

Gateway Vivarium Facility  

   

  •   Zeiss Axiovert 200M inverted microscope — fitted for high resolution (Apotome) brightfield (DIC) and fluorescence imaging (static, 
3D, live/real time). Coupled with PC-driven, high resolution, low light digital camera (Roper CoolSnap) and Axiovision image 
rendering software 

  

  •   Conventional (Zeiss, Nikon) upright, inverted and stereo DIC/fluorescence microscopes (several) 
  

  •   Zeiss/Eppendorf micromanipulation station 
  

  •   Zeiss Confocal microscope suite (on order) 

  •   Gel doc and Chemi-doc systems 

  •   Darkroom 

  •   500 MHz NMR 
  

  •   GC-MS 
  

  •   LC-MS 
  

  •   Xray defractometer (2) 

  •   Housing for rodents: Housing and associated husbandry care will be provided for three (3) racks of mice in the second floor vivarium 
of the Life Sciences & Bioengineering Center. An additional accommodation for up to 3 racks will also be provided in the barrier 
room. Per diem pricing will be at WPI internal rates (under development) and billed monthly. Requests and associated fees for special 
housing/husbandry requests ( quarantine, special diets, etc), will be determined on a case-by-case basis using conventional institutional 
pricing matrices. 

  

  •   Use of surgery suite: Use of the surgical suite will be available through the facility 



   

   

      scheduling mechanism (under development). Dedicated, secure storage capabilities (disposables, regulated drugs, etc) will be provided 
within the surgical suite. User fees will be determined on a case-by case basis using conventional institutional pricing matrices. The 
landlord will make suitable space available for a dedicated procedure room for use by RXi and other tenants. 

  

  •   Dedicated whole animal imaging suite: Room GP2108 will be provided for dedicated and secured use by the tenant as a whole animal 
imaging suite. Appropriate utilities will be provided. No user fee will apply. 

  

  •   Veterinary services/oversight: The WPI attending veterinarian (currently Dr. Richard Rodger) will serve as the attending clinician for 
all IACUC-approved animal procedures and protocols for the tenant. The WPI IACUC will review and concur with all tenant IACUC-
approved protocols to be conducted within the WPI vivarium facility. Requests and associated fees for special veterinary or technical 
service requests (technical procedures, euthanasia, carcass disposal, etc) will be determined on a case-by-case basis using conventional 
institutional pricing matrices. 



   

EXHIBIT D – OPTION SPACE  

  

   



   

EXHIBIT E – FIRST FLOOR OPTION OFFICE SPACE  

  

   


